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Opi nion by Hohein, Admnistrative Trademark Judge:

Pro Preferred, a California general partnership
consisting of Janes P. Eaton, Scott Knopf, Daris Toussaint, den
Raasch and Janmes E. Zielgler, has filed an application to

regi ster the mark "PRO PREFERRED' and desi gn, as shown bel ow,
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for "clothing, nanely, caps, headbands, shirts, shorts, socks,
sweat pants, sweatshirts, tights, T-shirts, jackets and visors."’
PEI Licensing, Inc. has opposed registration of
applicant's mark, alleging in its anmended pl eadi ng that
"[plursuant to ... Registration No. 2401979," which pertains to a

stylized letter "P*" mark, as illustrated bel ow,

7>

for "men['s], wonen['s] and children's shirts, jackets and fleece
tops,"? opposer "and its predecessors have engaged in the
manuf acture, sale and/or |icensing of a prom nent |ine of

clothing ... bearing a stylized P trademark and normal ly used in
conjunction with or associated with Opposer's PRO PLAYER™

trademark (hereafter referred to as '"PElI's Marks')"; that "[o]ver

t he past several years," opposer "has nade a substanti al

i nvestment in devel opi ng, advertising and pronoting the sal es and
goodwi Il in relation to the PEI's Marks"; that opposer's
"custoners and the public in general have cone to know and
recogni ze PElI's Marks and associate PElI's Marks with Opposer and

t he goods sold by Opposer"; that the mark which applicant seeks

to register and "PElI's Marks ... appear visually simlar, are for

' Ser. No. 76391287, filed on April 3, 2002, which is based on an
all egation of a date of first use of the mark anywhere and in commerce
of March 22, 2002.

? Such registration, which issued on Novenber 7, 2000 to Pro Pl ayer,
Inc., sets forth a date of first use anywhere and in conmerce of
Novenber 10, 1998.
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simlar goods and products ..., and [are] potentially marketable
to the same consuners in the sane channels of trade"; and that
applicant's mark "would likely be confused with PEI's Marks
and would result in niche market dilution of PEI's Marks."®
Applicant, in its answer, has denied the salient
al | egations of the anmended opposition.
The record consists of the pleadings; the file of the
i nvol ved application; and, as opposer's case-in-chief, the
testimony deposition, with exhibits,* of opposer's vice
president, JimScully.® Applicant did not take testinony or

ot herwi se submt any evidence on its behalf, except for certain

exhibits offered during its counsel's cross-exam nation of M.

° To the extent that opposer may be asserting dilution as a second
ground for opposition, it is noted that no evidence with respect to
such a claimwas presented by opposer at trial and it offered no
argunment with respect thereto in either its initial brief or its reply
brief. Accordingly, and since it is clear from opposer's briefs that
it regards the claimof priority of use and l|ikelihood of confusion as
its sole ground for opposition, the putative claimof niche market
dilution is deened to be waived and will not be given further

consi derati on

“1t is noted, however, that although described and otherw se referred
to in detail in the testinony, opposer apparently did not submit with
the transcript of M. Scully's deposition the itens constituting its
Exhi bits 2 and 16, which were respectively identified as the annual
reports of Perry Ellis International, Inc. for the years 2001 and
2002, and its Exhibits 7-14, which were identified as various garnents
consi sting of several styles of shirts, underwear and a T-shirt.

® Wiile opposer's witness initially testified that he was vice
president of Perry Ellis International, Inc. rather than opposer, PE
Li censing, Inc., he corrected his msstatenments with respect thereto
in his errata sheet filed with the transcript of his deposition.
Moreover, later in the course of his deposition, when again asked the
nane of his enployer, he stated that "[my enployer is Perry Ellis--
excuse ne, PEl Licensing," to which applicant's counsel indicated
that: "We'Ill stipulate that he works for PElI Licensing, Inc., the
opposer in this case." (Scully dep. at 71.) Such confusion by the
witness as to his enployer, it would seem nay be due to his also
being "the head" of the "licensing and marketing departnent" at Perry
Ellis International, Inc. (ld. at 189.)
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Scully. Both parties have filed briefs,® but an oral hearing was
not requested.

Before turning, however, to the ground of priority of
use and likelihood of confusion, there are several matters which
shoul d be resolved. Buried in the text of its reply brief,
wi t hout any heading or other distinguishing title to cal
attention thereto, opposer sets forth a request that, "if
appropriate,” its initial testinony period be reopened for the
[imted purpose of making its sole pleaded registration properly
of record. Specifically, in view of the argunents in applicant's
brief concerning whether such registration is properly in

evidence in that it has been shown to be subsisting and owned by

® Acconpanyi ng opposer's 25-page reply brief, and referred to therein,
are two appendices. "APPENDI X |I" is entitled "OPPCSER S EVI DENTI ARY
OBJECTI ONS" and consists of two pages, while "APPENDI X I1" is entitled
"OPPCSER S RESPONSE TO APPLI CANT' S OBJECTI ONS" and covers 12 pages.
Tradenmark Rule 2.128(b) provides in relevant part that "[w]ithout

prior |eave of the ... Board, ... a reply brief shall not exceed

twenty-five pages in its entirety." However, as set forth in TBWMP
8801.03 (2d ed. rev. 2004), which pertains to "Form and Contents of
Brief," "appendices to a brief, not being part of the brief itself,

are not included within the page |inmt" and thus as a general rule
"evidentiary objections that nay be properly raised in a party's brief
on the case nay instead be raised in an appendi x or by way of a

separate statenment of objections." Therefore, while opposer may reply
to the evidentiary objections set forth with applicant's brief, as it
has done in APPENDI X 1|1, and not run afoul of the 25-page linmitation

onits reply brief, and could have listed its evidentiary objections
in an appendix to its initial brief, failing to raise such objections
until the reply brief stage (instead of with or as part of its initial
brief) is considered a waiver thereof. Cdearly, inasnuch as applicant
is not permtted to subnit a reply brief, and consequently cannot
respond to opposer's evidentiary objections in APPENDI X |, it would be
unfair to applicant to all ow opposer to raise such objections with its
reply brief. No reason is apparent as to why opposer did not assert
its evidentiary objections with or as part of its initial brief and it
appears, instead, that such objections have been interposed solely in
response to applicant's having raised certain objections with its
brief. Accordingly, while not in violation of the page linmitation

i nposed by Trademark Rule 2.128(b), no further consideration will be
given to the evidentiary objections set forth by opposer in APPENDI X |
toits reply brief.



Opposi tion No. 91159028

opposer, opposer asserts with respect thereto that (footnote
omtted):

[ Section] 509.01(b) of the TTAB Manual
O Procedure provides that a party may nove
to reopen an expired testinony period upon
the show ng of excusable neglect. Opposer
bel i eved and believes that it appropriately
pl ed, introduced and then proved its
ownership of Registration No. 2,401, 979
during its [initial] testinony period in
accordance with the rel evant trademark and
evidentiary rules. .... If, however, it is
determ ned that Qpposer failed inits task to
properly introduce the Registration into
evidence, it was not intended, foreseen or an
act of bad faith, but the result of excusable
negl ect, in which Applicant can denonstrate
no prejudice. Justice would not be served if
this case were not determned on its merits
but rather on a procedural deficiency.
Therefore, if appropriate, Qpposer
respectfully noves for the re-opening of its
[initial] testinony period so that Opposer
may re-introduce Registration No. 2,401,979
in accordance with 37 CF. R 1.222(d) [sic].

Opposer's conclusory statenent of excusable neglect is
insufficient to warrant reopening of its initial testinony
period. As provided in TBMP 8509.01(b)(1) (2d ed. rev. 2004), "A
party noving to reopen its tinme to take required action nust set
forth with particularity the detailed facts upon which its
excusabl e neglect claimis based; nere conclusory statenents are
insufficient.” Here, opposer seeks to reopen its initial
testinmony period to make of record its pleaded registration by
means of a notice of reliance on a copy thereof, prepared by the
U S. Patent and Trademark O fice ("Ofice") and show ng the
current status of and title to such registration, only if it is
determ ned that the testinony of its witness, and the exhibits

with respect thereto, fail to establish that its pleaded
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registration is indeed subsisting and owned by opposer.’ Having
chosen the latter course as one of several possible neans for
attenpting to make its pleaded registration properly of record,?®
opposer has not shown that it should now be permitted, on the
basi s of excusable neglect, to utilize another nethod of

i ntroduci ng such registration sinply to attenpt to cure any
possi bl e deficiencies inits initial effort. The request to
reopen is therefore denied. Fed. R Cv. P. 6(b).

Qpposer, inits reply brief, also requests, in response
to applicant's argunents in its brief that a second registration
upon whi ch opposer attenpts to rely was neither pleaded nor nade
properly of record, that the Board either take judicial notice of
such registration, which allegedly issued to opposer during the

9

course of this proceeding, or alternatively deemthe pleadi ngs
to be anmended, pursuant to Fed. R CGCv. P. 15(b), "to include a
claimin relation to rights matured under the newy issued

Regi stration No. 2,901,823." |In particular, opposer asserts in

support of such request that (footnotes omtted):

" Trademark Rule 2.122(d)(2) provides that: "A registration owned by
any party to a proceeding may be nade of record in the proceedi ng by
that party by appropriate identification and introduction during the
taking of testinmony or by filing a notice of reliance, which shall be
acconpani ed by a copy (original or photocopy) of the registration
prepared and i ssued by the Patent and Trademark O fice show ng both
the current status of and current title to the registration. The
notice of reliance shall be filed during the testinony period of the
party that files the notice."

® For a discussion of the various ways a pl eaded registration may
properly be made of record, see TBMP 8704.03(b)(1)(A) (2d ed. rev.
2004) .

° Based upon opposer's contentions, the underlying application was
filed prior to the January 7, 2004 conmencenent of this proceeding and
matured into a registration just after the Cctober 28, 2004 cl osing
date of opposer's initial testinony period.
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Qpposer's Application Serial No.
78/ 325967 was filed on Novenber 11, 2003 in
order to re-register its rights to the word
mar k PRO PLAYER (whi ch had been | ost due to
t he i nadvertent cancellation of forner
Regi stration Nos. 1,751,335 and 1,897,027 for
failure to file a Section 9 [ Renewal ]

Application). .... This application was
still in the processing stage at the tine
Opposer filed its Anended Notice O
Qpposition on February 25, 2004. .... Yet,
Applicant ... contends that Opposer

inproperly failed to identify Application
Serial No. 78/325967 in its Amended Noti ce.
Since no rights in Opposer's pending
Application had yet matured, Qpposer
appropriately excluded the Application from
its assertions and properly asserted in
paragraph 1 of the Amended Notice, the rights
t hat OQpposer did possess at that tine, to
wit: rights in Registration No. 2,401, 979

and common |law rights in the PRO PLAYER™
word mark, singularly and in conbinations.

Next, Applicant asserts ... that
"Opposer did not properly introduce the '823
Regi stration during its testinony period."

... At M. Scully's deposition, M. Scully
properly identified and introduced, in
accordance with 37 C.F. R 82.122(d)(2),
Appllcatlon Serial No. 78/325967 as Exhibit

... At such tinme, M. Scully also
testlfled t hat Qpposer believed that its
rights pursuant to the Application had
matured and it was sinply waiting for the
i ssuance of a registration nunber. ....

Mor eover, pages of testinony confirm t hat
Applicant was prepared to and did, in fact,
fully cross-exam ne Deponent on this
Application. .... For Applicant to suggest
that it was surprised or prejudiced by
Opposer's assertion of rights under
Application Serial No. 78/ 325967, now

Regi stration No. 2,901,823, at trial is

di si ngenuous.

... 8704.12 of the TTAB Manual of
Procedure provides that the TTAB may take
di scretionary judicial notice, at any tine in
a proceedi ng, of facts which are capabl e of
accurate and ready determ nation by resort to
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sour ces whose accuracy cannot be reasonably
questioned. .... Qpposer properly

i ntroduced into evidence during its testinony
period the matured Application Serial No.

78/ 325967 and the fact that Opposer intended
to rely on the matured rights thereunder.
Applicant had a full and fair opportunity to
defend as to this Application. The fact that
Regi stration No. 2,901, 823 has now been
assigned to Serial No. 78/325967 is capable
of accurate and ready determ nation by resort
to reliable USPTO sources, nanely the USPTO
website. .... Accordingly, Opposer
respectfully requests that TTAB take j udi ci al
noti ce that Registration No. 2,901, 823 has
now been issued to Application Serial No.

78/ 325967 . ...

In the alternative, Rule 15(b) of the
Federal Rules of Cvil Procedure provides
t hat :

| f evidence is objected to at the
trial on the ground that it is not
within the issues made by the

pl eadi ngs, the court may all ow the
pl eadi ngs to be anmended and shal

do so freely when the presentation
of the merits of the action will be
subserved t hereby and objecting
party fails to satisfy the court
that the adm ssion of such evidence
woul d prejudice the party in

mai ntai ning the party's action or
def ense upon the nerits ....

: No party can deny that Opposer has
rlghts pursuant to the newy issued
Regi stration No. 2,901, 823, or that the
rights and def enses rel ated thereto were
litigated prior to this trial. The nerits of
this action will [not] be undoubtedly
subserved if the free anendnent of the
pl eadings to include these rights is not
permtted. Because Applicant has had the
full opportunity to defend agai nst these
rights, it is unable to satisfy the TTAB t hat
t he adm ssion of such evidence woul d
prejudi ce the Applicant's defense upon the
merits. Therefore, if appropriate, Qpposer
respectfully requests that the TTAB all ow t he
pl eadings to this proceeding to be anended to
include a claimin relation to rights matured
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under the newy issued Registration No.

2,901, 823.

Opposer's request is denied. As a general proposition,
the Board does not take judicial notice of applications or
registrations which reside in the Ofice and are not the subject
of a proceeding. See, e.qg., In re Duofold, Inc., 184 USPQ 638,
640 (TTAB 1974). Rather, applications or registrations which are
not the subject of a proceeding nust be nmade of record in
accordance with the Trademark Rules of Practice, as indicated in
TBMP 8704.03(b) (2d ed. rev. 2004). See, e.d., Hew ett-Packard
Co. v. Oynpus Corp., 931 F.2d 1551, 18 USPQd 1710, 1713 (Fed.
Cr. 1991). However, as noted in TBWMP 8704.03(b)(1)(A) (2d ed.
rev. 2004)," while the Board, where an application or
registration of a plaintiff has been properly pleaded and
introduced at trial, will confirmand update the status thereof
at final hearing through a check of Ofice records, opposer did
not plead in its anmended notice of opposition any all egation of
ownership and/or intention to rely upon its then-pending

application Serial No. 78/328967 for the mark "PRO PLAYER' per

® Such section specifies in pertinent part that:

[When a Federal registration owed by a party has been
properly made of record in an inter partes proceedi ng, and
the status of the registration changes between the tine it
was made of record and the time the case is decided, the
Board, in deciding the case, will take judicial notice of,
and rely on, the current status of the registration, as
shown by the records of the Ofice.

See, e.qg., Tine Warner Entertai nnent Co. v. Jones, 65 USPQd 1650,
1654 at n. 7 (TTAB 2002); U tratan Suntanning Centers Inc. v. Utra
Tan Int'l AB, 49 USPQ2d 1313, 1314 at n. 6 (TTAB 1998); Royal Hawaiian
Perfumes, Ltd. v. D anond Head Products of Hawaii, Inc., 204 USPQ 144,
147 (TTAB 1979); Duffy-Mtt Co. v. Borden, Inc., 201 USPQ 846, 847 at
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se, which assertedly has since matured into Reg. No. 2,901, 823.
| nst ead, opposer solely pleaded its "stylized letter 'P mark" as

used singularly and "in conjunction with or associated with
Opposer's PRO PLAYER™ trademark (... referred to as 'PEl's

Marks')." Such failure to allege a likelihood of confusion

bet ween applicant's nmark and the "PRO PLAYER' mark al one, and the
attendant unfair surprise to applicant, see, e.qd., Riceland Foods
Inc. v. Pacific Eastern Trading Corp., 26 USPQRd 1883, 1884-85
(TTAB 1993), constitute sufficient reason to deny opposer's
request to take judicial notice thereof, notw thstanding that
applicant's counsel asserted only generalized objections with
respect to the introduction of Qpposer's Exhibit No. 5, which M.
Scully identified as "the PRO PLAYER application” (Scully dep. at
16) and consists of a printout fromOfice records of status
informati on, as of Cctober 26, 2004, with respect to opposer's

t hen- pendi ng application.

Further, in its brief, applicant has in any event
objected to consideration of such registration, arguing anong
other things that to do so at this juncture would deprive it of
"the chance to file a counterclaimattacking the validity of that
registration.” Noting, in particular, that "[i]t has | ong been
the law that a Section 1(a) application in which the subject mark
has not been used in conmerce prior to the filing date [thereof]
is void ab initio" (citations omtted), applicant points out that

when, on cross exam nation, "M. Scully was asked about the use

n. 5 (TTAB 1978); and Vol kswagenwer k Akti engesel |l schaft v. d enent
Wieel Co., 204 USPQ 76, 80 at n. 3 (TTAB 1979).

10



Opposi tion No. 91159028

of the 'PRO PLAYER mark on each of the goods listed in the
application that apparently matured to the '823 Registration,” he
"went on to admit, unequivocally, that Opposer was not using the
" PRO PLAYER mark in comrerce on or in connection with | eotards

., Swmtrunks ..., socks ..., sports bras ..., headwear ... or
footwear ... when the application was filed on Novenber 11
2003. "

Wil e also noting that on redirect exam nation, opposer

"tried to rehabilitate M. Scully through a series of questions
relating to the |listed goods and elicited vague responses that
t he goods had been 'offered” to third parties,” applicant
contends that opposer "failed to ask M. Scully whether the 'PRO
PLAYER mark itself had been used on the ... leotards, swm
trunks, socks, sports bras, headwear or footwear to which he
testified.” Applicant, in particular, stresses that "[e]ven
assumng [that] this vague testinony of 'offering’ mght have
sal vaged the registration,” M. Scully's final comment "cenented
its doont when he presented "clear testinony that, under any
ci rcunst ances, Opposer has not used the 'PRO PLAYER mark on or
in connection with headgear, and was not using it for those goods
when the application was filed," such that "its registration
shoul d be cancelled.” Applicant argues, noreover, that because
such registration "had not issued as of the tinme of M. Scully's
deposi tion, Applicant does not concede that the issue of the
exi stence, ownership or validity of the '839 Registration was
tried, but asserts that if anendnent of the pleadings is allowed

pursuant to Fed. R Cv. P. 15(b), "the Board shoul d deem

11
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Applicant's Answer to be anended to include counterclains under
Sections 1(a) and 45 of the ... Trademark Act based upon
Opposer's non-use [sic] of the 'PRO PLAYER mark in comrerce
prior to the filing date of its use-based application.” No fee
for any counterclaim however, has been tendered.

Fed. R Cv. P. 15(b), as nade applicable by Trademark
Rul e 2.116(a), provides in pertinent part that:

Amendnents to Conformto the Evidence.
When i ssues not raised by the pleadings are
tried by express or inplied consent of the
parties, they shall be treated in al
respects as if they had been raised in the
pl eadi ngs. Such anendnent of the pleadings
as may be necessary to cause themto conform
to the evidence and to raise these issues may
be made upon notion of any party at any tine
o | f evidence is objected to at the trial
on the ground that it is not within the
i ssues nmade by the pleadings, the court may
all ow the pleadings to be anended and shal
do so freely when the presentation of the
merits of the action will be subserved
thereby and the objecting party fails to
satisfy the court that the adm ssion of such
evi dence woul d prejudice the party in
mai ntai ning the party's action or defense
upon the nerits. o

Wth respect thereto, TBWMP 8507.03(b) (2d ed. rev. 2004) provides
in relevant portion that (footnotes omtted):

When i ssues not raised by the pleadings
are tried by the express or inplied consent
of the parties, ... the Board will treat them
in all respects as if they had been raised in
t he pl eadings. Any anmendnent of the
pl eadi ngs necessary to cause themto conform
to the evidence and to raise the unpl eaded
i ssues may be made upon notion of any party

at any time ..., but failure to so anend wil|
not affect the result of the trial of these
i ssues.

| mplied consent to the trial of an
unpl eaded i ssue can be found only where the

12
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nonoffering party (1) raised no objection to

t he introduction of evidence on the issue,

and (2) was fairly apprised that the evidence

was being offered in support of the issue.

Aside fromthe fact, as indicated previously, that
applicant's counsel raised generalized objections to the
i ntroduction of evidence pertaining to opposer's antici pated
registration of the mark "PRO PLAYER, " the testinony by M.
Scul Iy during questioning on cross-exam nation by applicant's
counsel conclusively establishes that opposer had made no use of
such mark for many of the identified goods prior to both the
filing date and registration date. Consequently, even if the
opposition were deened to be anended to include a subsisting
regi stration by opposer for the mark "PRO PLAYER' for various
items of apparel, the prima facie presunptions which, pursuant to
Section 7(b) of the Trademark Act, attach to the registration,
including the validity of the registered mark and the
registrant’s exclusive right to use the registered mark in
commerce on or in connection with the goods specified in the
certificate of registration, have been effectively rebutted.

Therefore, allow ng opposer to add Reg. No. 2,901, 823
to its pleaded ground for opposition would be futile inasmuch as
such registration is basically of no evidentiary val ue for
purposes of priority and |ikelihood of confusion. See, e.q.,
Reed Tool Co. v. Litton Industrial Products, Inc., 225 USPQ 880,
881 (TTAB 1985); Airport Canteen Services, Inc. v. Farner's
Daughter, Inc., 184 USPQ 622, 626 (TTAB 1974) [al though a

"[plarty to cancellation proceeding may not challenge validity of

13
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regi stration of adverse party in absence of petition to cancel
registration; ... when there is conclusive evidence that

regi stered mark was not used at tinme application was filed or for
a nunber of years thereafter on or in connection wth goods
recited in registration, Board can refuse to accord any
evidentiary value to registration in determ ning question of

I'i keli hood of confusion or question of prior rights"]; and Gates
Rubber Co. v. Western Coupling Corp., 179 USPQ 186, 189-90 (TTAB
1973).

Furt hernore, deem ng the pleadings to be anended in the
manner requested by opposer would not result in the presentation
of the merits of this action being subserved thereby. As opposer
essentially concedes in its initial brief, it is not the "PRO
PLAYER' mark itself which applicant's mark nost resenbles and
thus woul d be nost |ikely to cause confusion with; rather, as
opposer maintains inits initial brief, applicant's mark i s nost
likely to cause confusion with those conposite marks, which
opposer pleaded in the anmended notice of opposition, that consi st
of its stylized letter "P" mark used variously in conjunction
with the mark "PRO PLAYER' (underlining in original):

But what makes Applicant's mark particularly

confusing with Opposer's marks is Applicant's

use of a large stylized P with the words PRO

PREFERRED. Thi s conbi nation of a |arge

stylized P used with two words, the first

bei ng PRO and the second starting with a P

clearly inpersonates Opposer's P PRO PLAYER

conbi nations wherein a large stylized P is

used in conbination with the word PRO

foll owed by the second word which al so starts
with a P.

14
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Qpposer, as to "this disturbing conbination,” |ikew se basically
admts inits reply brief that: "It is Applicant's conbi ned use
of a stylized Pin front of the word PRO and then followed by a
second word starting with the letter P that is confusingly
simlar to OQpposer's marks, particularly the P PRO PLAYER
conbi nations. "

| nasnuch as we agree with opposer that if confusion is
likely, it would nost |ikely occur from contenporaneous use of
applicant's mark for articles of clothing and opposer's use of a
conposite mark that consists of its stylized letter "P'" mark and
t he words "PRO PLAYER' for itens of apparel, there is sinply no
reason to permt anendnent of the pleadings in order to add an
extraneous all egation of |ikelihood of confusion between
applicant's mark for its goods and the registered mark "PRO
PLAYER" itself for all of the goods set forth in opposer's
asserted registration of such mark. Instead, to the extent that
opposer may have denonstrated, through the testinony of M.
Scully and the exhibits thereto, any prior comon |law rights in
the "PRO PLAYER' mark in conbination with its stylized letter "P"
mark, it may rely thereon without the need for the pleadings to
be deened to have been amended to include a |ikelihood of
confusion claimbased on the "PRO PLAYER' mark per se.

Finally, there remains the matter of opposer's
insistence in the testinony of M. Scully and in its briefs of

referring to a "famly of PRO PLAYER marks" consisting of its

15
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stylized letter "P'" mark, its "PRO PLAYER' mark, ' and vari ous
conbi nati ons of such marks, which it [unps under the designation
"P PRO PLAYER marks." Applicant has objected, both during the
taking of M. Scully's deposition and in its brief, to opposer's
col l ective characterization of such marks as a "famly of PRO
PLAYER mar ks, " arguing that aside fromthe asserted fact that
opposer "failed to prove that it markets these marks together as
a famly," by definition "[t]here is no need to bel abor the fact
t hat these marks cannot be part of a famly, given that there is
no 'comon characteristic' or 'common elenent' in each of them"™

Qpposer, inits reply brief, acknow edges that "[wl hile
this case is not the garden variety '"M' famly of marks," it
nonet hel ess asserts that it "believes that it has fully argued
and justified its position as to why the P, PRO PLAYER and P PRO
PLAYER marks constitute a famly," arguing that:

The fact that the common el enments of the two

registered [P (stylized) and PRO PLAYER]

mar ks are often used, displayed and

advertised together, to wt: marks that

di splay the common el enent of the stylized P

... or marks that display the conmon el enent

of the word mark PRO PLAYER ... -- results in

the public associating all such marks with

Opposer and | eadi ng Opposer to characterize
its marks as a famly."

" Wil e opposer also includes reference to the mark "PRO PLAYER TOUR'
as one of its "PRO PLAYER' nmarks, and M. Scully testified with
respect thereto, no further consideration will be given to the mark
"PRO PLAYER TOUR' since not only was such mark not pl eaded, either
separately or as part of a conposite nmark which includes opposer's
stylized letter "P" nmark, but in any event it is obvious that the "PRO
PLAYER TOUR' nmark is nore dissimlar to applicant's mark than woul d be
the mark "PRO PLAYER' itself. Hence, if there is any |ikelihood of
confusion, it would be between, as noted previously, applicant's mark
and the conbi nati on of opposer's stylized letter "P' mark and the

wor ds " PRO PLAYER. "
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The term"fam |y of marks,"” however, is a termof art in
trademark law. As explained in J & J Snack Foods Corp. V.
McDonal d's Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1891-92 (Fed.
Cr. 1991), a case which opposer even cites in its briefs:

A famly of marks is a group of marks
havi ng a recogni zabl e common characteri sti c,
wherein the marks are conposed and used in
such a way that the public associates not
only the individual marks, but the conmon
characteristic of the famly, wth the
trademark owner. Sinply using a series of
simlar marks does not of itself establish
the existence of a famly. There nust be a
recognition anong the purchasing public that
t he common characteristic is indicative of a
common origin of the goods.

Recognition of the famly is achieved

when the pattern of usage of the common

element is sufficient to be indicative of the

origin of the famly. It is thus necessary

to consider the use, advertisenent, and

di stinctiveness of the marks, including

assessnment of the contribution of the common

feature to the recognition of the marks as of

common ori gin.

Suffice it to say that not only does the record herein
fail to contain sufficient evidence to show that applicant has in
fact developed any "famly of marks" as such termis defined in
trademark | aw, but applicant is indeed correct that there can be
no "famly of marks" which includes, on the one hand, opposer's
stylized letter "P'" mark and, on the other hand, opposer's "PRO
PLAYER' mark inasmuch as such marks plainly contain no conmon
el ement or characteristic as a "famly" feature. Specifically,
as set forth in Land-O Nod Co. v. Paulison, 220 USPQ 61, 65-66
(TTAB 1983), in order to establish the existence of a famly of

mar ks:
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[1]t must be shown by conpetent

evidence, first, that ... the marks

containing the clainmed "famly" feature, or

at | east a substantial nunber of them were

used and pronoted together ... in such a

manner as to create public recognition

coupled with an associ ation of common origin

predi cated on the "famly" feature; and

second, that the "fam|ly" feature is

distinctive (i.e., not descriptive or highly

suggestive or so comonly used in the trade

that it cannot function as a distinguishing

feature of any party's nark).
Here, applicant has not submtted sufficient evidence that it has
pronoted any of its clainmed marks together in such a way as to
create a famly of marks. The nost that applicant has done,
instead, is nerely to denonstrate that it owns a stylized letter
"P" mark which it has variously used in conjunction with its "PRO
PLAYER" mar k, but such use al one, w thout proof of conjoint
pronotion thereof, is an inadequate basis on which to predicate
t he existence of a famly of marks having a stylized letter "P"
as the recognized famly nenber. See, e.qg., Hester Industries,
Inc. v. Tyson Foods, Inc., 2 USPQ2d 1646, 1647 (TTAB 1987);
Consol i dat ed Foods Corp. v. Sherwood Medical Industries Inc., 177
USPQ 279, 282 (TTAB 1973); Polaroid Corp. v. Anmerican Screen
Process Equi prent Co., 166 USPQ 151, 154 (TTAB 1970); and
Pol aroid Corp. v. Richard Mg. Co., 341 F.2d 150, 144 USPQ 419,
421 (CCPA 1965). Accordingly, we sustain applicant's objection
to opposer's assertion of a "famly of PRO PLAYER' marks and wi ||

not further consider such asserti on.
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Turning nowto the merits of this case,™ while the
principal issues to be determ ned woul d ot herwi se be which party
has priority of use and, if priority of use were to lie with
opposer, whether there is also a |likelihood of confusion, we need
not decide the issue of priority of use. This is because even
assum ng, Ww thout deciding, that opposer has priority of use, we
find that contenporaneous use of applicant's "P PRO PREFERRED'
and design mark for its itens of clothing is not likely to cause
confusion with any of opposer's marks for articles of apparel,

i ncludi ng the mark whi ch opposer contends, and we concur, is the
nost simlar to applicant's mark, nanely, opposer's stylized
letter "P" mark as used to the left of and i mmedi ately adj acent
toits "PRO PLAYER' mark so as to forma conposite "P PRO PLAYER'
and desi gn mark.

According to the record, opposer is a hol ding conpany
for trademark and |licensing agreenents, and is a whol |l y- owned
subsidiary of Perry Ellis International, Inc. ("Perry Ellis"),
whi ch designs, produces and sells various nen's, wonen's and
children's apparel. In particular, M. Scully naintains that
opposer "owns all the Perry Ellis trademarks,"” including

ownershi p of various "PRO PLAYER' marks, which Perry Ellis

" ther than applicant's hearsay objections with respect to Opposer's
Exhibits 2 and 16 and the testinony with respect thereto, we will not
burden this opinion with rulings on each of the host of "EVI DENTI ARY
OBJECTI ONS' set forth and discussed in a separate attachnent to
applicant's brief. Not only are nany of such objections not well
taken, but nobst appear to be interposed solely as pedantic exercises
since, even if the evidence objected to were to be excluded, applicant
has not denonstrated how the disposition of this proceedi ng would be
different. Suffice it to say that to the extent evidence is discussed
herei n whi ch has been objected to by applicant as being inadmi ssibl e,
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"purchased fromFruit of the Loomin July of 2000" and assigned
to opposer "in May, 2002." (ld. at 8-9.) Moreover, as shown by
Opposer's Exhibit 4, opposer is also the owner, by an assignnent
fromPerry Ellis to opposer dated May 16, 2002, of its pleaded
registration for a stylized letter "P'" mark, nanmely, Reg. No.
2,401,979, which issued on Novenber 7, 2000 for "nen['s],
wonen['s] and children's shirts, jackets and fleece tops.” No
information as to the current status of such registration, e.g.,
whether it is subsisting, was furnished, however, either in M.
Scully's testinony or by docunentary exhibit(s). M. Scully,
during his testinony, variously referred to such mark as the "PP"
mark, the "Pro Player icon" and the "PP icon" (id. at 13-14) and
did so repeatedly. 1In addition, opposer is also the owner of a
pendi ng application to federally register the mark "PRO PLAYER'
for "clothing and accessories, nanely, sw nsuits, jackets,
shorts, leotards, ... swimtrunks, casual shirts, shorts, workout
pants, warmup shirts and suits, cover-ups, socks, sport bras,
sweatshirts, sport shirts, headwear and footwear." Such
application has been published for opposition and, since no
opposition thereto has been filed, a registration is expected to
i ssue according to M. Scully.

Qpposer, as noted by M. Scully, uses its stylized
letter "P" mark and its "PRO PLAYER' mark "in a variety of ways":

What we do is we use the PP, which is

actually the Pro Player icon, in conjunction
with the nanme Pro Pl ayer.

immaterial or irrelevant, such objections are overruled and the
evi dence has been considered for its appropriate probative val ue.
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Sonetinmes the Pro Player icon or the PP
is ontop and Pro Player is on the bottom and
other tinmes we use it where the Pro Pl ayer
and the PP icon appears to the |eft and the
Pro Player icon is horizontal in ternms of the
letters.

Sonetinmes we use the PP icon separately
and apart fromthe words Pro Pl ayer.

(Id.) Moreover, as an exanple of the use of the "PRO PLAYER'
mark by itself, M. Scully pointed to its use on the sign or

mar quee for Pro Player Stadiumin Mam, which is the hone field
for both the Mam Dol phins professional football team and the
Florida Marlins professional baseball team Anong ot her things,
M. Scully clainms that the "PRO PLAYER' mark has designated a
line of clothing since the debut thereof in 1982.

M. Scully testified, in particular, to use of the
stylized letter "P* and "PRO PLAYER' marks, pursuant to alleged
i censing agreenents, in connection wth various articles of
clothing. Specifically, in addition to the separate use of
opposer's stylized letter "P'" mark on certain clothing itens and
acconpanyi ng hang tags, he noted with respect thereto that:

(i) a shirt (Opposer's Exhibit 7) "sold
by one of the licensees" displays "the

Uni versity of North Carolina | ogo" and has

"inside the garnent ... a woven | abel

i ndicating the PP and the words Pro Pl ayer

under neath" and al so bears "a point of sale

hang tag which identifies the word[s] Pro

Pl ayer on the left and the PP to the right."

(Id. at 24-25.);

(ii) a knit shirt (Opposer's Exhibit 8)

"features the Chio State University Buckeyes

and has "the Pro Player woven | abel inside

whi ch features on the top the PP icon and
underneath the words 'Pro Player'" in

addition to bearing "the sane [hang tag] as
t he previous shirt which shows the Pro Pl ayer
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brand in words with the PP icon.” (lLd. at
25-26.);

(ii1) a "woven short" (Opposer's Exhibit
9) "features the North Carolina insignia" and
"on the inside ... it shows a Pro Pl ayer
| abel, with the PP and the words 'Pro Pl ayer’
on the bottom' as well as "another hang tag
... that features[,] ... to the right of the
words 'Pro Player,' the PP." (ld. at 27-
28.);

(iv) a polo or golf shirt (Opposer's
Exhibit 10) "on the inside features a Pro
Pl ayer PP as well as the Pro Pl ayer words
underneath."” (l1d. at 28.);

(v) a short sleeved knit shirt
(Opposer's Exhibit 11) "on the outside ..
features Chio State, and ... thereis ... a
poi nt of sale hang tag which has Pro Pl ayer
wth a PP." (ld. at 29.);

(vi) an itemof "Pro Player Perfornmance
underwear" (Opposer's Exhibit 12) features

"[ol]n the inside ... a Pro Player label with
the PP icon as well at [sic] the words 'Pro
Player'." (ld. at 30.);

(vii) a "bike short" (Opposer's Exhibit
13) features "on the inside ... the Pro
Pl ayer PP icon as well as the Pro Pl ayer
words ... underneath that.” (ld. at 32.);
and

(viii) another itemof "Pro Player

Perf ormance underwear" (Qpposer's Exhibit 14)

"features the Pro Player PP icon as well as

the words 'Pro Player.'" (ld. at 33.)

Nei t her opposer nor its parent Perry Ellis directly
manuf acture their own apparel products. Instead, such products
are produced by contractors and Suprene International, a
subsidiary of Perry Ellis, under |icenses granted by opposer.
Qpposer, as of the Cctober 28, 2004 closing date of its initial
testinmony period, had the follow ng |icensees according to M.

Scul l'y, although no actual |icense agreenent was ever offered to
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corroborate his testinony: Knight's Apparel, which has been a
| icensee since April 2000; Knote Apparel Corp., which has been "a
i censee of active-wear garnments” starting in 2004; Meridian,
whi ch has been "a hosiery |icensee” since May 2001; Retro-Active,
whi ch has been an "active-wear" |icensee since July 2001; and
Suprene International, which is "a whol esal e division which al so
produces Pro Player garnments.” (ld. at 34.) In addition,
opposer is "working on a nunber of agreenents" by which it
intends to license its pleaded nmarks for use in connection with
belts, eyewear, hosiery, golf towels, golf unbrellas, golf
accessories, watches, headwear and wonen's wear. (1d.) The
"heritage" of the PRO PLAYER' mark, as M. Scully also testified,
"basically was sports inspired and active-wear inspired” and is
used "predom nately to create products that are sports-rel ated”
for both nmen and wonen. (ld. at 35-36.) Opposer thus intends to
expand "the brand into any sporting category.” (ld. at 40.)
Opposer's "PRO PLAYER' products are advertised on
bill boards, in print and "extensively through the nedia,"” with
spending by Perry Ellis for all of the marks held by opposer (and
not just those pleaded in the notice of opposition)™ totaling in
excess of $7 million in 2000, over $8 million in 2001 and nore

than $7.5 million in 2002.* (l1d. at 41.) Opposer also clains

® According to M. Scully, advertising expenditures are not broken
down by brands.

" Al though applicant's counsel objected to such anpunts as hearsay in
that M. Scully was reading those figures froma Perry Ellis annual
report, the objection is overruled inasmuch as the record establishes
that the information falls within the hearsay exception which pertains
to records of regularly conducted business activity. Fed. R Evid.
803(6).

23



Opposi tion No. 91159028

annual expenditures on trade shows of approximately $1 mllion.

I n addi ti on, opposer considers the nanme of Pro Player Stadium

i ncludi ng the marquee or prom nently displayed sign thereon, to
be a "large marketing tool"” in that "the ganes are being
broadcast [on radio] and telecast [on television,]" resulting in
addi ti onal exposure of the public to the "PRO PLAYER' mark. (ld.
at 49.) Opposer's "PRO PLAYER' mark is al so advertised and
pronoted on a website specifically dedicated to such brand,
nanmel y, ww. propl ayer.com which (as shown in Opposer's Exhibit
17) displays in several instances opposer's stylized letter "P"
mark centered i medi ately above its "PRO PLAYER' mark so as to
forma conposite mark.

Opposer's apparel itens retail on average for between
$20 to $50. It's "PRO PLAYER' brand of products are sold at such
departnment stores and specialty retailers as "JC Penneys,"
"Sports Authority,"” "Sears,"” "Kohl's," "Meiyers," "MC. Sports,"
"Dix," "Big 5," "Beaals," "Mervyn's" and "Schel's." (lLd. at 58-
59 and 61.) Opposer also clains that it markets its products "at
the stadium" although no el aboration thereof was provided.”

(Id. at 64.) According toits wtness, "total sales of Pro

 Qpposer's witness testified as follows:

Q Do you mar ket your products at the stadiunf

A Yes, we do.
Q Ei t her you or your |icensee?
A Yes.

(Scully dep. at 64.)
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Pl ayer was approximately $15 million in retail," although no tine
frame was indicated for such sales. (ld. at 66.)

On cross-exam nation, however, M. Scully conceded that
with respect to the garnments introduced as Opposer's Exhibits 7-
14, he did not know when such itens were manufactured and that
the itenms were just sanples. Wile he was able to testify that
the University of North Carolina shirt (Opposer's Exhibit 7) was
manuf actured under a license with Knight's Apparel, he conceded
that such shirt could have been produced in 2004 i nasnmuch as he
did not know how |l ong that particular shirt had been sold. The
sanme was true, he admtted, with respect to the Chio State
Uni versity knit shirt (Opposer's Exhibit 8) and the University of
North Carolina woven short (Qpposer's Exhibit 9) insofar as,
whil e both were manufactured pursuant to a license with Knight's
Apparel, he did not know when such goods were nmade or how | ong
such styles had been for sale. In short, although M. Scully
testified that opposer's license with Knight's Apparel began in
April 2001, he did not know if such garnents were being sold as
of April 2001. Simlarly, with respect to the other Chio State
shirt (Opposer's Exhibit 11), he confirned that while such was
made by Knight's Apparel under license, he conceded that he did
not know how | ong such conpany had been selling such product, in
that "[i]t could have been 2004" or "[t]hey could have sold it in
2002. W don't know. " (ld. at 89.)

As to the polo or golf shirt (Opposer's Exhibit 10),
M. Scully noted that it was produced by Suprene |nternational

"Within the |last three nonths,” that is, after August 2004, and
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stated that it was currently being sold. (Id. at 87.) He
qualified the latter statenent, however, to indicate that such
sal es had not been at the retail |level and were instead only
orders for such goods for delivery in the upcom ng spring season

Q If I"'ma retail customer, | could
order this?

A Vell, they've been given
presentations by our sales force.

Not a retailer, a retail consuner.
Wuld a retail consuner see this shirt?

A What do you nean by a retai
consuner ?

Q Johnny Consuner --

A No. A retail consuner would not
yet see the shirt.

Q So it is not currently in the
mar ket pl ace.

A It is not currently in the
mar ket pl ace.

(ILd. at 87-89.) Simlarly, with respect to the underwear
(Opposer's Exhibits 12 and 14) and bi ke short (Opposer's Exhibit
13), M. Scully noted that such garnents, which were produced
under |icense by Knote Apparel, were available to the retai
consuner as of August 2004, but only at JC Penney stores, and
that no underwear garnents were avail able for retail purchase
prior thereto.

Furthernmore, M. Scully indicated on cross-exam nation
that Meridian, even though previously stated to be a hosiery
i censee since May 2001, is not in fact a current |icensee

i nasmuch as the license it held to manufacture socks term nated
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in 2002 (although it had six nonths thereafter to continue
selling any surplus stock). No other hosiery |licenses have been
granted since such termnation. Likew se, while he previously
testified that Retro-Active was an active-wear |icensee since
July 2001, he admitted on cross-exam nation that such |icense
ended in 2002 (although it had an additional six nonths to sel
any surplus inventory). Such conpany, he further noted, is not
currently manufacturing goods and was not doing so in 2003
either. 1In addition, while opposer is presently negotiating a
licensing agreenent for a line of belts, no belts are currently
bei ng sold under the "PRO PLAYER' brand.

Moreover, as of the date of his testinony, M. Scully
confirmed that opposer does not sell any goods which are
specifically for wonmen only; rather, its currently avail abl e
products for wonen, as set forth in its pleaded registration for
its stylized letter "P' mark, consist of products which he
characterized as "generic, neutral."” (ld. at 93.) |In addition,
as to the products listed in its application for registration of
the mark "PRO PLAYER " M. Scully testified, when asked item by
item (with the exception of various shirts, shorts, workout
pants, warmup suits and cover-ups) whether such mark is
currently in use in connection therewith, that the mark was not
presently being used, and in fact it had either not been used or
he did not know whether it had been used as of the Novenber 11

2003 filing date, with respect to swinsuits, |eotards, swm
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6

trunks, socks, sports bras, headwear and footwear.” The only
itemon cross-examnation to which M. Scully could testify that
opposer's "PRO PLAYER' mark was in use on, of the itens of
apparel listed in the application for registration, was jackets,
al t hough on redirect exam nation he also stated that casual
shirts, shorts, workout pants, warmup suits and cover-ups were
"[i]n the market" as of the application filing date.” (lLd. at
173.) Consequently, while he could not say for sure how many
different retailers were selling "PRO PLAYER" brand products in
ei ther 2001 or 2002, he insisted that such goods were in retai
stores during those years and mai ntained that, in particular, the
Sports Authority was selling such nerchandi se through a |icense
in 2003.

On cross-exam nation, M. Scully confirmed that the
advertising figures testified to earlier in his deposition relate
to expenditures for all brands advertised by Perry Ellis and thus
does not know what anobunt would be attributable to spending on
the "PRO PLAYER' brand. He also conceded, with respect to his
earlier assertion of a pronotional benefit to the "PRO PLAYER'
line of clothing fromthe display of the "PRO PLAYER' mark as the
name of a stadium used by professional sports teans, that such

benefit was limted at best:

" On redirect exam nation, however, he explained that such goods had
been "offered" or "shown" to retailers in 2002 and 2003, but gave no
i ndication that the goods were actually in stores for retail sale or
ot herwi se had been sold in a bona fide comrercial nmanner. (lLd. at
171-75.)

" As to sweatshirts and sports shirts, however, he testified on

redirect exam nation only to the fact that such goods, respectively,
"are presently in stores" and are "[i]n the stores." (ld. at 174.)
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Q When sports broadcasters are
calling a gane and they use the words "Pro
Pl ayer,"” they're usually referring to the
stadium correct?

A Vell, vyes.

Q Have you ever heard of Pro Pl ayer
cl ot hi ng when they call a Dol phin ganme?

A No.

Q Soif I was not famliar with the
Pro Player brand as a brand for clothing and
| was listening to a Dol phin game and | was
hearing the broadcaster refer to Pro Player

Stadium | wouldn't know that it was a
cl ot hi ng brand?

[A] Right.
(ILd. at 126-27.) He al so acknow edged, with respect to the
website specifically dedicated to the "PRO PLAYER' brand, nanely,
www. propl ayer.com that he did not know how | ong such website had
been advertising and pronoting the availability of "PRO PLAYER'
garnents at JC Penney, although he noted that such goods first
becane avail able there in August 2004. |In addition, he confirned
that such website, as indicated by the printouts thereof for the
dates of May 11, 2004, Decenber 31, 2003 and as far back as
Cct ober 18, 2000 (Applicant's Exhibits 5, 6 and 7, respectively),
was "under construction"” on those dates, even though, as shown by
the printout thereof for the date of July 13, 2004 (Applicant's
Exhibit 4), the website was pronoting underwear under the
conposite "PRO PLAYER' and stylized letter "P' mark as of such

dat e.
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As to whether M. Scully knew of any incidents of
actual confusion, he testified on cross-exam nation as foll ows:

Q Are you aware of any instances of
actual confusion in the marketpl ace between
the Pro Preferred mark and any ... Pro Player
mar k?

A The only confusion that [I] am
aware of is your web site causes confusion
around here, within the conpany.

Q Wthin your conpany?

A Yes.
Q Any confusi on outside of your
conpany?

A Not to ny know edge.

(Scully dep. at 159.) The |evel of sophistication of the
ultimate purchasers of opposer's "PRO PLAYER' branded products,
he mai nt ai ned, consists of "a conbination"” of inpulse shoppers
and careful buyers. (1d.)

Finally, while applicant introduced on cross-
exam nation instances of third-party uses of, in particular, a
"Wl son Winen's Pro Player Skirt" advertised in a "Tennis
War ehouse” website (Applicant's Exhibit 9) and a "b-line Pro
Pl ayer Pol 0" offered for sale in a "bowing.com' website
(Applicant's Exhibit 10), M. Scully sinply acknow edged t hat
such goods were not "PRO PLAYER' branded products by opposer or
its licensees. No information, however, was provided as to the
extent of such third-party uses.

There is very little information of record concerning
applicant and its activities. Basically, the record reveals that

applicant has a website, ww. propreferred.com which advertises
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and offers for sale various styles of shirts and shorts under the
mar k "PRO PREFERRED' as well as a mark very simlar to the "P PRO
PREFERRED" and design mark opposed herein (but with a partial
second letter "P" imrediately adjacent to a stylized letter "P"
with a star design). Such goods are narketed with the sl ogan or
tag line "What the Pro's Prefer, and the Pro's of Tonorrow War!"
(Opposer's Exhibit 18.) Applicant (as shown by Opposer's Exhibit
19, which actually refers to an entity named "Pro-Preferred,
LLC') al so appears to pronote a variety of styles of shirts and
shorts in a brochure, |likew se using the very simlar mark noted
above but not its involved mark. Based upon the prices listed in
the brochure, M. Scully remarked that the goods "l ook to be
between twenty and forty dollars” and thus would sell for
essentially the same price points as opposer's simlar products.
(Scully dep. at 54.) M. Scully testified that the respective
goods are commercially related, noting that:

Wll, we're all selling ... the sane

ki nd of products here. It's all active

sportswear and related products. W're al

selling products we've already established

wi thin the sane price range.

(ILd. at 70.)

Upon consi deration of the pertinent factors set forth
inlnre E. 1. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563, 567 (CCPA 1973), for determ ning whether there is a
I i kelihood of confusion herein, we find, as indicated previously,
t hat cont enporaneous use of applicant's "P PRO PREFERRED' and

design mark for its itens of clothing is not likely to cause

confusion with any of opposer's marks for articles of apparel,
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including the mark which is the nost simlar to applicant's mark,
nanel y, opposer's stylized letter "P' mark as used to the left of
and inmedi ately adjacent to its "PRO PLAYER' mark so as to forma
conposite "P PRO PLAYER' and design mark. To be sure, such

rel evant du Pont factors as (i) the simlarity or dissimlarity
and the nature of the respective goods, and (ii) the simlarity
or dissimlarity in their established, likely to continue trade
channels, clearly favor opposer. Specifically, opposer's goods
are either identical in part (e.g., shirts and jackets) or
otherwise commercially related to applicant's goods, as set forth
in the involved application, and the respective goods woul d
consequently share the sane channels of trade. Plainly, as
testified to by M. Scully, opposer's itens of apparel and
applicant's articles of clothing are "all active sportswear and
rel ated products” which would sell "within the sane price range"
(id.) through not only the parties' respective websites but also,
gi ven the absence of any stated restrictions or inplicit
l[imtations in the identification of applicant's goods, would be
avai | abl e through such identical retail trade channels as the
apparel sections of departnment and specialty stores. Applicant,
noreover, admts in its brief that, in any event, "the goods at

i ssue are concededly simlar."

In addition, a third relevant du Pont factor favors
opposer, at least to a degree. In particular, as to the factor
of the conditions under which and buyers to whom sal es are made,
i.e., "inmpulse" versus careful, sophisticated purchasing, to the

extent that the parties' goods, while not "inpulse" itens, have
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nonet hel ess been shown to be relatively inexpensive itens of
active sportswear in the $20 to $40 price range, ordinary
consuners would typically not be expected to exercise a great

deal of care or sophistication in their purchases of such apparel
and thus any likelihood of confusion would be increased.” O the
remai ni ng pertinent du Pont factors, however, one clearly favors
applicant, two others are inapplicable and, in view of the
failures of proof with respect thereto, the rest sinply do not
favor opposer. On balance, we find for the reasons expl ai ned
bel ow that there is no |ikelihood of confusion.

The rel evant--and determ native--du Pont factor, which
is in applicant's favor, is the simlarity or dissimlarity of
the respective marks in their entireties as to appearance, sound,
connotation and conmercial inpression. Focusing our attention,
for this purpose, on the mark of opposer which, as noted above,
arguably nost closely resenbles applicant's mark, we nonet hel ess
find that such marks differ significantly in all respects.
Qpposer, inits initial brief, nevertheless contends that "there
exists [sic] strong simlarities in appearance, sound,
connotation and conmerci al inpression between Opposer['s] and
Applicant's marks." Anobng ot her things, opposer insists that
(footnote omtted):

Opposer's marks and Applicant's mark are
undeni ably simlar in sound and particularly

18

By contrast, if the price range of the parties' goods were higher,
such factor would tend to favor applicant inasnmuch as even ordi nary
consuners woul d be expected to be nore discrimnating and careful in
t hei r purchasi ng deci sions, which would thereby | essen any |ikelihood
of confusion.
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appearance. Both PRO PLAYER and PRO
PREFERRED start with the dom nant first word
"PRO'. This word is spelled identically and
pronounced the sanme. The word PRO is then
foll owed by an unnenorabl e second word
beginning with the letter "P'--that being the
word PLAYER in relation to opposer’'s marks
and PREFERRED in relation to the Applicant's
mar K.

Asserting, as nentioned earlier in this opinion, that "what makes
Applicant's mark particularly confusing with OQpposer's marks is
Applicant's use of a large stylized P with the words PRO
PREFERRED" (underlining in original), opposer urges that "[t]his
conbination of a large stylized P used with two words, the first
bei ng PRO and the second starting with a P, clearly inpersonates
Opposer's P PRO PLAYER conbi nations wherein a large stylized P is
used in conbination with the word PRO foll owed by the second word
which also starts with a P." Qpposer therefore naintains that:

Under such circunstances, confusion will not

be avoi ded by Applicant's insubstanti al

change of PLAYER to PREFERRED as the second

word of its mark. This second word is not a

dom nant, distinguishing or even nenorable

feature in relation to the overal

appearance(s) of the parties' marks.

Moreover, as to the connotation and conmerci al
i npressi on engendered by the respective marks, opposer argues in
its initial brief that (footnote omtted):

The word PRO is short for Professional.
Webster's |11, New Riverside Dictionary,
Ofice Edition (2002).
Evi dence introduced in this case

denonstrates that Opposer uses its mark[s] on

sportswear and active wear. .... In

relation to these goods, the ... marks denote

cl ot hi ng designed for the professional or

serious athlete or player of sports. This
connotation is bolstered by Qpposer's

34



Opposi tion No. 91159028

associ ation wth and exposure fromthe ..
PRO PLAYER St adium | ocated in Mam, Florida.

Goods identified in Applicant's

Application ... reveal that Applicant also
uses and intends to use its mark on
sportswear and active wear. .... FErgo, the

commerci al inpression relayed by P PRO
PREFERRED i s cl othing designed or preferred
by the professional or serious athlete.

There is no unique or distinct connotation or
commerci al inpression relayed by changing the
word PLAYER to PREFERRED. The word PREFERRED
is merely suggestive, and does not alleviate
the |ikelihood of confusion.

Because the conmercial inpression

portrayed by both marks is the sanme, the

average consuner, with its general, rather

than specific recollection of trademarks, is

not going to distinguish the origin of the

marks. |If anything, the public is likely to

bel i eve that P PRO PREFERRED goods are sinply

a specialized or "preferred” line of the P

PRO PLAYER products . ...

Clearly, this crucial factor, coupled

wth the simlarity in appearances of the

parties' marks, escalates the |likelihood of

confusi on anong t he marks.

We concur with applicant, however, that the respective
mar ks are readily distingui shabl e when considered in their
entireties. In particular, far from being an "unnenorabl e" or
ot herwi se "insubstantial change," as characterized by opposer,
the word "PREFERRED' in applicant's "P PRO PREFERRED' and desi gn
mark differs appreciably and neaningfully in sound, appearance,
connotation and comercial inpression fromthe word "PLAYER' in
opposer's "P PRO PLAYER' and design mark. 1In view thereof, and
given the distinct differences in the stylization of the letter
"P" in each mark, including the star design in applicant's mark

and the outer band or arc in opposer's mark, it is obvious that,
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other than their structural simlarities, the sole simlarity
bet ween the respective marks lies in the word "PRO, " as preceded
by a stylized letter "P' and foll owed by a comon word which
begins with the letter "P."

As a general proposition, if a mark is conposed of both
word and design elenents, it is usually the word portion which is

9

t he domi nant el enent,® since such woul d be used by prospective
consuners to call for or otherwi se refer to the associ ated goods.
See, e.qg., Ceccato v. Manifattura Lane Gaetano Marzotto & Figl
S.p. A, 32 USPQd 1192, 1197 (TTAB 1994); and In re Appetito
Provisions Co. Inc., 3 USPQd 1553, 1554 (TTAB 1987). 1In a
simlar vein, it is generally the case that the dom nant word in
a mark is often at the beginning, or the first word, of a mark

i nasmuch as such is the portion that consuners are nost likely to
remenber. See, e.qg., Century 21 Real Estate Corp. v. Century
Life of Anerica, 970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. G r
1992), cert. denied, 506 U S. 1034 (1994); and Presto Products,
Inc. v. N ce-Pak Products, Inc., 9 USPQ2d 1895, 1897 (TTAB 1988).
Here, however, the word "PRO, " which opposer concedes "is short

n 20

for Professional, is highly suggestive of the parties' goods,

¥ Qpposer, in a footnote to its initial brief, correctly points out
that the "dominant portion of a mark is the portion that the consuner
is more likely to remenber in relation to a mark," citing Century 21
Real Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23 USPQd
1698, 1700 (Fed. Cir. 1992), cert. denied, 506 U S. 1034 (1994).

? Al t hough opposer failed to nake its cited definition of the word
"pro" of record, it is settled that the Board nay properly take
judicial notice of dictionary definitions. See, e.q., Hancock v.
Anmerican Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,
332 (CCPA 1953); University of Notre Dane du Lac v. J. C. Gournet Food
Inports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIls, Inc. v.
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as further shown by the plethora of third-party registrations for
mar ks cont ai ni ng such word (Applicant's Exhibit 2), and thus,
because of its frequent adoption as a conponent of marks, the
nmere fact that applicant's and opposer's marks share the common,
hi ghl y suggestive word "PRO'--even as the first word of the
literal elenments of the respective marks--is consi dered an
insufficient basis to support findings that it is the dom nant
portion of each of such marks and hence that confusion would be
likely. See, e.qg., Tektronix, Inc. v. Daktronics, Inc., 534 F.2d
915, 189 USPQ 693, 694-95 (CCPA 1976) [while third-party
registrations are entitled to little weight on the question of
i keli hood of confusion where there is no evidence of actual use,
they may be given sone weight to show the neaning of a mark in
the sane way that dictionaries are used].

Moreover, the literal elenments of applicant's and
opposer's marks, nanely, "PRO PREFERRED' and "PRO PLAYER, "
plainly are not the same nor are they even appreciably simlar in

sound, appearance, connotation or comercial inpression, given

Anerican Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981). Accordingly, we
have consi dered such definition and, in addition, we judicially notice
that The Anerican Heritage Dictionary of the English Language (4th ed.
2000) at 1397 defines "pro" as an adjective neaning "professional:

pro football" and as an "informal" noun neaning "1. A professional,
especially in sports. 2. An expert in a field of endeavor." The sane
dictionary lists "professional” at 1400 as an adjective signifying
"la. O, relating to, engaged in, or suitable for a profession:

| awyers, doctors and other professional people. b. Conforming to the
standards of a profession: professional behavior. 2. Engaging in a
given activity as a source of livelihood or as a career: a
professional witer. 3. Perforned by persons receiving pay:
professional football. 4. Having or showing great skill; expert: a
prof essional repair job" and as a noun connoting "1. A person
followng a profession, especially a | earned profession. 2. One who
earns a living in a given or inplied occupation: hired a professional
to decorate the house. 3. A skilled practitioner; an expert."
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t hat the words "PREFERRED' and "PLAYER' have essentially nothing
in common other than that both start with the letter "P." In
particular, the literal elenent of applicant's mark, "PRO
PREFERRED, " is highly suggestive of sportswear and active-wear
products which are the preference of professionals, while that of
opposer's mark, "PRO PLAYER," is highly suggestive of sportswear
and active-wear products which are designed for soneone who plays
professionally. Furthernore, while especially the case with
applicant's mark, although also true to a significant degree as
to opposer's mark, the disproportionately large stylized letter
"P" is the portion of each of the respective marks which visually
is the nost promnent, and thus the dom nant, feature thereof.
In this regard, it is additionally the case that the stylization
of the letter "P" in applicant's "P PRO PREFERRED' and desi gn
mar k, including the prom nent star el enent, |ooks nothing |ike
the stylization of the letter "P" in opposer's "P PRO PLAYER" and
design mark, including the outer band or arc feature, which
arguably creates--as repeatedly referred to by M. Scully in his
testimony--a "PP" or double letter "P" design which further
di stingui shes the marks at issue. Cunulatively, the significant
dissimlarities in such marks in sound, appearance, connotation
and comrercial inpression result in marks which overall are
strikingly different and readily distinguishable, thereby
precluding a likelihood of confusion.

Adm ttedly, inasnmuch as there is no evidence that

applicant has actually used the mark which is the subject of this
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proceedi ng, the du Pont factors of the nature and extent of any
actual confusion and the length of tinme during and conditions
under which there has been contenporaneous use w thout evidence
of actual confusion are, strictly speaking, inapplicable. Wth
respect to the du Pont factor of the nunber and nature of simlar
marks in use on simlar goods, applicant, referring to the
evi dence nmade of record with, inter alia, Applicant's Exhibits 1
2, 9 and 10, argues in its brief that during M. Scully's
deposition, it "introduced evidence of hundreds of third[-]party
regi strations for various stylized 'P design marks and marks
whi ch include a ' PRO conponent for clothing itens in
International C ass 25" as well as evidence of "actual third[-
]party uses of stylized 'P design marks, 'PRO nmarks, and even
ot her marks using ' PRO PLAYER '" Applicant, in particular,
mai ntai ns that through the testinony of its w tness, opposer
"admtted that it was aware" of such third-party uses, "[y]et
those ... uses, by Opposer's own adm ssion, present no |ikelihood
of confusion.” Applicant contends that "[t] here can be no
question, therefore, that this factor favors Applicant."”

It appears that the gist of such contention is that
mar ks which include a stylized letter "P," the word "PRO' or even
the term "PRO PLAYER' are weak marks which are entitled only to a
narrow scope of protection because consunmers have beconme so
accustonmed to encountering marks with such features that they
will look to and distinguish marks with those characteristics by
the differences therein. Likew se, according to applicant,

consuners woul d so distinguish its "P PRO PREFERRED" and desi gn
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mar k. The problemw th such an argunent, at |east with respect
to applicant's reliance on the marks which are the subjects of
the third-party registrations (Applicant's Exhibits 1 and 2), is
that it is well settled that third-party registrations are not
evi dence of what happens in the marketplace or that the public is
famliar with the use of the subject marks. See, e.g., Nationa
Aeronautics & Space Adm nistration v. Record Chem cal Co., 185
USPQ 563, 567 (TTAB 1975). The reason therefor is that third-
party registrations sinply do not show that the marks which are
the subjects thereof are actually being used, or that the extent
of their use is so great that custonmers have i ndeed becone
accustoned to seeing the marks and hence have |l earned to
di stinguish them See, e.qg., Smth Brothers Manufacturing Co. V.
Stone Manufacturing Co., 476 F.2d 1004, 177 USPQ 462, 463 (CCPA
1973); and In re Hub Distributing, Inc., 218 USPQ 284, 285-86
(TTAB 1983). The third-party registrations relied upon by
applicant thus fail to support its argunent since, as indicated
in AMF Inc. v. Anerican Leisure Products, Inc., 474 F.2d 1403,
177 USPQ 268, 269 (CCPA 1973):

[L]ittle weight is to be given such

registrations in evaluating whether there is

i kelihood of confusion. The existence of

these registrations is not evidence of what

happens in the market place or that custoners

are famliar wth them nor should the

exi stence on the register of confusingly

simlar marks aid an applicant to register

anot her likely to cause confusion, m stake or

to decei ve.

On the other hand, while the evidence which applicant introduced
of two third-party uses of the term"PRO PLAYER' is troubling, in
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t he absence of any indication as to the extent of such usages, it
cannot be said that the du Pont factor of the nunber and nature
of simlar marks in use on simlar goods favors applicant, but
clearly such factor does not favor opposer either. 1In short,
this factor is neutral.

Final |y, opposer urges that confusion is nonethel ess
i kely because its marks, including its "P PRO PLAYER' and desi gn
mark, are famous. As noted by our principal review ng court in
Kenner Parker Toys Inc. v. Rose Art Industries Inc., 963 F.2d
350, 22 USP2d 1453, 1456 (Fed. G r. 1992), cert. denied, 506
US 862, 113 S.C. 181 (1992), "the fifth duPont factor, fane of
the prior mark, plays a domnant role in cases featuring a fanous
or strong mark. Fanous or strong marks enjoy a wide |atitude of
| egal protection.” The Federal Crcuit reiterated these
principles in Recot Inc. v. MC Becton, 214 F.3d 1322, 54 USPQd
1894, 1897 (Fed. Cir. 2000), stating that "the fifth DuPont
factor, fanme of the prior mark, when present, plays a 'dom nant’
role in the process of bal ancing the DuPont factors,"” citing,
inter alia, Kenner Parker Toys, 22 USPQRd at 1456, and reaffirned
that "[f]anpbus marks thus enjoy a wide |atitude of |egal
protection.” Recognizing, however, that "[d]irect evidence of
fame, for exanple fromw despread consuner polls, rarely appears
in contests over likelihood of confusion," the Federal G rcuit
has al so stated, as the parties observe in their main briefs,
that "the fame of a mark may be nmeasured indirectly, anong other
t hi ngs, by the volune of sales and advertising expenditures of

t he goods traveling under the mark, and by the length of tine
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t hose indicia of commercial awareness have been evident." Bose
Corp. v. @QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303,
1305 (Fed. Cir. 2002).

In support of its contention of fame, opposer notes in
its initial brief that, anong other things, its witness testified
that "total sales of Pro Player was approxinmately $15 million in
retail.” (Scully dep. at 66.) However, as pointed out earlier
in this opinion, no tinme frame was indicated for such sales, so
there is no way of know ng whether the total sales are for a
recent year, represent all sales since the clained introduction
of the brand in 1982 or just since the asserted first use of the
"stylized P and P PRO PLAYER conbi nations” in 1996, or pertain to
sales for some other period of time.* It is also highly
guestionable, in light of M. Scully's testinony, as to exactly
what--if any--itens of clothing, other than perhaps jackets, have
actual ly been sold under opposer's "PRO PLAYER' marks. He al so
conceded, in this regard, that he could not say for sure how many
different retailers were selling "PRO PLAYER" brand products in
ei ther 2001 or 2002, even though he insisted that such goods were
inretail stores during those years and naintained that, in
particular, the Sports Authority was selling such nmerchandi se

through a license in 2003. Opposer's evidence regardi ng sal es of

21 Al t hough opposer, in footnote 11 of its main brief, has requested
that the Board "take judicial notice pursuant to TBMP §704. 12 of the
of ficial NASDAQ website" for Perry Ellis' "total revenues" for 2004,
we fully agree with applicant that, as indicated in footnote 22 of its
brief, such judicial notice is plainly inappropriate.
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"PRO PLAYER' nerchandise, in short, is manifestly insufficient to
denonstrate fane.

Qpposer, as further evidence of fane, points to
advertising expenditures by Perry Ellis for all of the marks held
by opposer (and not just those pleaded in the notice of
opposition) totaling in excess of $7 mllion in 2000, over $8
mllion in 2001 and nmore than $7.5 million in 2002. |In addition,
opposer notes that such sunms do not include expenditures for
trade shows, which run approximately $1 mllion annually, nor do
such anounts include advertising by licensees. Although opposer
consequently asserts that "these total marketing expenses are
i mense,” M. Scully admtted that such advertising and
pronotional expenditures are not broken down by brand and, thus,
there is sinply no way to determ ne the anobunts expended in
connection wth opposer's "PRO PLAYER' marks, including its "P
PRO PLAYER' and design mark. Mreover, although no argunent with
respect thereto appears in opposer's initial brief, even assum ng
t hat opposer's advertising and pronotional expenditures include
advertising through its www. propl ayer.com website, M. Scully
nonet hel ess conceded that he did not know how | ong such website
had been advertising and pronoting the availability of "PRO
PLAYER' garnents at JC Penney. He noted, instead, only that such
goods first becane available at such retailer in August 2004 and
the record, in addition, shows July 13, 2004 as the earliest date
t hat opposer's ww. propl ayer.com website was pronoting underwear
under the "P PRO PLAYER' and design mark. Accordingly, opposer's

evi dence concerning its advertising and pronotional expenditures
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for its "PRO PLAYER' marks is inadequate to establish fane, even
when viewed in conjunction with its evidence regarding sal es of
such products.

Neverthel ess, and "[njost significant,"” according to
opposer, "is the evidence that the Opposer and its predecessor
have recei ved trenmendous exposure since 1996 through their
association wth the ... PRO PLAYER stadium | ocated in south
Fl orida,” which anong ot her things has hosted numnerous
prof essi onal and ot her sporting events. QOpposer argues in its
initial brief that, "[n]ot only are each of these events seen
annually by mllion of viewers across the country, [but] the ..
PRO PLAYER mar ks receive extensive radio and print exposure when
each event is advertised, nentioned, reported or broadcast."”
Opposer insists, in consequence thereof, that "[t] he goodw I |
generated fromthis association al one has made the ... PRO PLAYER
mar ks fanmous.” However, as its witness admtted, any benefit
from such associ ation has been |imted at best, with consuners
being unlikely, unless they were otherwise famliar with the "PRO
PLAYER' line of clothing, to know fromreferences to Pro Pl ayer
Stadium (either fromtel evised or print imges of the marquee
thereon or in broadcasts of a gane) that "PRO PLAYER was al so a
clothing brand. In sum we agree with applicant that opposer has
failed to present any evidence sufficient to support a claimof
fame. Such du Pont factor, therefore, does not favor opposer.

Accordi ngly, notw thstandi ng those du Pont factors
whi ch favor opposer, given the show ng that the goods at issue

are comrercially related, travel in the same channels of trade
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and may be purchased by sonme consuners w thout the exercise of
much care or deliberation, we find on this record that, even
assum ng that opposer has priority of use, there is no likelihood
of confusion fromthe contenporaneous use by applicant of its "P
PRO PREFERRED' and design mark in connection with "clothing,
namel y, caps, headbands, shirts, shorts, socks, sweat pants,
sweatshirts, tights, T-shirts, jackets and visors" and the use by
opposer of any of its "PRO PLAYER' marks, including its "P PRO
PLAYER' and design mark, for its various articles of clothing
including "men['s], wonen['s] and children's shirts, jackets and
fleece tops.” This is because the du Pont factors which favor
opposer are decisively outweighed by the du Pont factor of the
dissimlarities of the marks at issue in their entireties, which
favors applicant, due to the significant differences in sound,
appear ance, connotation and comrercial inpression between the
respective marks, especially in light of the failure of proof by
opposer with respect to its claimof fane. See, e.qg., Chanpagne
Louis Roederer S.A v. Delicato Vineyards, 148 F.3d 1373, 47
USP2d 1459, 1460-61 (Fed. G r. 1998) [Board, in finding no

i keli hood of confusion between mark "CRYSTAL CREEK" for w ne and
mar ks "CRI STAL" for wi ne and "CRI STAL CHAMPAGNE" for chanpagne,
did not err inrelying solely on dissimlarity of marks in

eval uating |ikelihood of confusion and failing to give surpassing
wei ght to other du Pont factors, all of which favored a

I'i keli hood of confusion; court noted that "we have previously
uphel d Board determ nations that one DuPont factor may be

di spositive in a likelihood of confusion analysis, especially
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when that single factor is the dissimlarity of the marks"]; and
Kel l ogg Co. v. Pack'em Enterprises Inc., 951 F.2d 330, 21 USPQd
1142, 1145 (Fed. Cir. 1991) [Board, in finding no Iikelihood of
confusi on between mark "FROOTEE | CE" and el ephant design for
packages of flavored liquid frozen into bars and mark "FRU T
LOOPS" for, inter alia, cereal breakfast food, correctly held
that "a single duPont factor--the dissimlarity of the marks--was
di spositive of the likelihood of confusion issue"; court observed
that "[w] e know of no reason why, in a particular case, a single
duPont factor may not be dispositive"].

Deci sion: The opposition is dism ssed.
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