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OQpi nion by Quinn, Admnistrative Trademark Judge:
An application was filed by Alliance Machi ne Systens

International, Inc. to register the mark shown bel ow
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for “material handling products for the paperboard packagi ng
and corrugated industries, nanely, folder/gluers, stackers,
pre-feeders, |oaders, conveyors, and bundl e-handlers.”?

Al l'i ance Technical Services, Inc. opposed registration
under Section 2(d) of the Trademark Act on the ground that
applicant’s mark, as used in connection with applicant’s
goods, so resenbles opposer’s previously used mark ALLI ANCE
for software for use in a variety of applications in the
corrugat ed paper industry, and for repair and nai ntenance
services perfornmed on nmachines in the corrugated paper
i ndustry, as to be likely to cause confusion.

Applicant, in its answer, denied the salient
al l egations of the notice of opposition.

The record consists of the pleadings; the file of the
i nvol ved application; trial testinony, with rel ated
exhi bits, taken by each party; stipulated affidavit
testinony with related exhibits; a copy of opposer’s pending
application to register the mark ALLI ANCE, and applicant’s
responses to certain of opposer’s requests for adm ssion,
all introduced in opposer’s notice of reliance; and copies
of third-party registrations made of record by way of

applicant’s notice of reliance. Both parties filed briefs,

! Application Serial No. 76381608, filed March 13, 2002, based on
al |l egations of first use anywhere and first use in commerce at
| east as early as February 2000.
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and both were represented by counsel at an oral hearing held
bef ore the Board.

The Parties

Opposer is engaged in supplying software for equi pnent
in the corrugated paper industry (90 percent of opposer’s
revenues). Qpposer also is engaged in the repair and
mai nt enance of equi pnment in the corrugated paper industry
(10 percent of opposer’s revenues). Qpposer’s software
ranges in price from$5,000 to over $3 mllion. Daniel P
Wi te, opposer’s executive vice president, testified that
opposer pronotes its goods and services in trade nagazi nes,
as well as through appearances at trade shows.

Appl i cant manufactures and sells nachinery used on the
finishing side of corrugated box plants; applicant does not
sell corrugating machines and is not involved in the
corrugating side of the business. Rick WIKkinson,
applicant’s vice president of sales and nmarketing, testified
that applicant’s machinery ranges in price from $30,000 to
over $1 mllion. The goods are pronpoted in adverti senents
in trade publications and at trade shows.

Priority of Use

We first turn to the issue of priority. QOpposer does

not own a registration, but rather is relying upon common
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law rights.? Qpposer, as noted above, pleaded rights in the
mar k ALLI ANCE; the notice of opposition did not include
reference to other marks that opposer has used, such as

ALLI ANCE TECHNI CAL SERVI CES I NC. or variations thereof.
Nevertheless, it is clear that the parties, at trial,
litigated the issues of priority and |ikelihood of confusion
W th respect to opposer’s marks ALLI ANCE as wel|l as ALLI ANCE
TECHNI CAL SERVICES INC. (wth or without a design feature).

| nasnmuch as opposer’s rights in the mark ALLI ANCE TECHNI CAL
SERVICES INC. (with or without a design feature) were tried
by the consent of the parties, we will treat the mark as if
it had been pleaded in the notice of opposition. Fed. R
Cv. P. 15(b). See also TBWMP § 507.03(b) (2d ed. rev.

2004) .

We find that opposer has established prior common | aw
rights in its marks ALLI ANCE per se, and ALLI ANCE TECHN CAL
SERVICES INC. (with or without a design).® M. Wite's
testinony, coupled with the exhibits, support opposer’s
priority claim Although applicant vigorously contests
opposer’s use of ALLI ANCE standi ng al one, exhibit nos. 2-9

show such use. M. Wite also testified that while opposer

2 (pposer’s application serial no. 76581610 to register the mark
ALLI ANCE is currently suspended pending a final determination in
t he present proceeding.

3 Applicant, inits brief (pp. 8-9), seens willing to concede

t hat opposer has rights in its | ogo mark
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is disciplined about calling itself by its formal corporate

name, custoners routinely refer to opposer as “Alliance.”
Further, and nore specifically, the testinony and

evi dence establish prior use of these marks in connection

wth software for the corrugated paper industry, and with

repair and mai nt enance services for the corrugated paper

i ndustry.

Li kel i hood of Conf usion

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion issue.
Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the goods and/or services.

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). “Not all of the factors may

be relevant or of equal weight in a given case,” and “any
one of the factors may control a particular case.” Inre
Maj estic Distilling Co., Inc., 315 F.3d 1311, 65 USPRd
1201, 1205 (Fed. G r. 2003), citing In re D xie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Gr. 1997).

After review ng the record, we conclude that the

mar ket pl ace realities nmake confusion unlikely to occur.
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Opposer’ s goods and services and applicant’s goods are
specifically different and nonconpetitive. This factor,
coupled with the detailed, |engthy and personal nature of
t he purchasi ng process, the high cost of the invol ved goods,
and the sophistication of purchasers, make it unlikely for
confusion to occur. Kellogg Co. v. Pack 'em Enterprises
Inc., 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991) [any
single factor may play a domnant role in a |ikelihood of
confusi on anal ysi s].
The Mar ks

I n conparing opposer’s mark ALLI ANCE wth applicant’s
mar k ALLI ANCE and design, there is no significant difference
between the two. The nmarks are identical in sound and
meani ng. The only difference between the marks is the
design feature in applicant’s mark. However, this design
feature is clearly subordinate to the literal portion of
applicant’s mark, and does not serve to sufficiently
di stinguish the marks in terns of appearance or commerci al
I npr essi on.

When conparing applicant’s mark with opposer’s mark
ALLI ANCE TECHNI CAL SERVICES INC. (with or without a design),
we |ikewse find that the marks are simlar. |In conparing
the marks, we have not ignored either the “TECHN CAL
SERVICES INC.” portion of opposer’s mark or, when used, the

design feature. However, while we have considered the nmarks
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intheir entireties, it is well settled that one feature of
a mark may be nore significant than another, and it is not
i nproper, for rational reasons, to give nore weight to this
dom nant feature in determ ning the comercial inpression
created by the mark. See In re National Data Corp., 753
F.2d 1056, 224 USPQ 749 (Fed. Cir. 1985). Wth opposer’s
mar k ALLI ANCE TECHNI CAL SERVI CES, INC. (with or w thout a
design), the arbitrary portion “ALLI ANCE® dom nates the
mark. This portion of the mark is nost likely to be
remenbered by purchasers and will be used in calling for
opposer’s goods and services. And, as shown by the record,
opposer’s mark is often shortened to just ALLI ANCE

W find that any differences between the marks are
out wei ghed by the simlarities. In sum the parties’ marks
are simlar in sound, appearance, neaning and commerci al
I npr essi on.

The simlarities between the marks favor opposer.

Goods and/ or Services

M. WIkinson explained the industry in which both
parties operate. Corrugated material is durable cardboard
used to make boxes, packagi ng, and displays. Corrugated
material is conposed of two sheets of cardboard with a
fluted wave between the sheets, and this material is nmade
into a structural package. The manufacture of corrugated

packagi ng, according to M. WIlkinson, is divided into two
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parts: 1) the manufacture of corrugated sheets from paper
on a corrugated machine, typically called a “corrugator”
and 2) the finishing of the corrugated sheet material by
cutting, folding, gluing and printing the material to nmake a
finished product. Sinply put, as M. WIkinson explains it,
the corrugating side of the business creates the corrugated
board, and the finishing side of the business takes the
corrugated board and turns it into a box, the finished
product. According to M. WIkinson, corrugating plants
take paper, put it in a machine called a “corrugator,” and
the plant nmakes the board on the corrugator. Once the board
is made, it’s die cut into pieces that are noved down to the
finishing machines. M. WIkinson states that applicant’s
“machines go in front of and behind finishing nachi nes that
woul d die cut, fold and glue these boxes.” (WIKkinson dep.
p. 11). M. WIlkinson further testified that sone
manuf acturing plants have both corrugators and finishing
i ne equi pnent, while sone plants have just a corragator,
and ot her plants have just finishing |ine equipnment for the
corrugated material. Qpposer’s software is directed in
| arge part to the corrugating side of the plant, whereas
applicant’s nmachines are used in the finishing side of the
pl ant .

M. WIkinson also testified that the corrugated paper

i ndustry has two maj or segnents. The first group, referred
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to as “integrateds,” conprise a few Fortune 500 conpani es
that own forestland, paper mlls and corrugated

manuf acturing plants. These conpani es include Ceorgia
Pacific, International Paper and Wyerhaeuser. The second
group, known as “independents,” usually are privately-owned
conpani es that operate one or nore corrugated box plants.
Unli ke the “integrateds,” the "“independents” are not in the
busi ness of meki ng paper to turn into boxes; they sinply
make boxes.

As shown by the record, opposer sells software for the
corrugat ed paper industry, and supplies aftermarket nachine
support services. M. Wite testified that “we don’t nake
the machi nery, we make the software, we provide the network
services that allow the machinery to comruni cate back and
forth.” M. Wiite went on to state, “in the machinery
service side of the business we can and do hel p our
custoners keep specific materials handling nachines
running.” (Wiite dep., pp. 12-13). M. Wite estinmates
that 90 percent of opposer’s revenues flow fromthe sal es of
its software, while the remaining 10 percent of revenues are
fromits machi nery support services.

Wth respect to software, opposer installs the software
at the factory level for use in machines on the factory
floor. M. Wite described the software’s application as

follows: “I would say manufacturing busi ness nmanagenent
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woul d be the fairest general descriptor, manufacturing
busi ness managenent, not accounting, not payroll, everything
else.” (White dep., p. 165). Qpposer sells a variety of
software applications “enabling plants to nonitor and
control virtually all resources nore efficiently.” (Wite
dep., ex. no. 7). The applications serve a range of
functions, including nonitoring corrugator production
schedul es; providing inventory on a real-tine basis;
maxi m zi ng corrugator productivity while mnimzing trim
preparing |load tags for finished product; nonitoring

machi nes; and scheduling deliveries. (Wite dep., ex. no.
9).

On the services side, M. Wite testified that opposer
has 75-100 custoners; nost of opposer’s custoners are repeat
custoners, and nost of the revenues cone fromthe |arge
“Iintegrateds.” According to opposer’s “Products & Services
Summary,” opposer “specializes in providing high quality on-
site service products to the corrugated industry on Marquip
equi pnent, extending fromdetail ed machinery tune-ups to
retrofits, rebuilds, installations and training.” (Wite
dep., ex. no. 7). M. Wite testified that opposer also has
repai red equi pnment of other manufacturers, specifically
nam ng four; the evidence suggests, however, that opposer’s
services are focused on equi pnent manufactured by Marquip.

In this connection, M. Wite testified that 80-90 percent

10
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of opposer’s services’ revenues relate to work on Marquip
equi pnent .

Wth respect to applicant’s goods, M. WIKkinson
testified that with the exception of its folder gluers, al
of applicant’s equi pnent nmay be characterized as “materi al
handl i ng equi pnment.” M. WIKkinson defines such equi pnent
as “equi pnent that handl es stacks of corrugated, delivers
themto the machi nes, takes the individual blanks away from
the machi ne and generally creates a stack to be shipped to
the end user.” (WIkinson dep., p. 16). M. WIkinson
further testified that 85% of applicant’s sales of its
mat eri al handling machines are to the seven “integrateds;”
and approximately 80% of applicant’s specialty fol der gluers
are sold to “independents.”

We acknow edge that the parties’ goods and opposer’s
services are sold in the sanme industry, nanely the
corrugat ed paper industry. Nevertheless, there are
significant and specific differences between opposer’s
software and applicant’s material handling equi pnent. The
i nvol ved goods relate to different aspects of the corrugated
paper business. Further, opposer’s services, as actually
rendered in the field, concentrate on one manufacturer’s
equi pnent. And, we m ght add, opposer’s services constitute

only 10 percent of opposer’s total revenues.

11
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We recogni ze that applicant’s nmachinery, not unlike
nmost nodern manufacturing equi pnent, uses enbedded software
for automati on purposes. @G ven the sophistication of the
respective software and equi pnent, however, we do not find
this connection to be dispositive of the |ikelihood of
confusi on issue.

In sum opposer’s goods and services are specifically
different fromand nonconpetitive with applicant’s goods.
This factor favors applicant.

Third-Party Use

Appl i cant contends that opposer’s mark i s weak based on
1) opposer’s relatively nodest sal es figures and nodest
pronoti onal expenditures, and 2) the fact that opposer is
just one of “dozens” of conpanies that use the term
ALLI ANCE.

As part of its evidence relating to this factor,
applicant has relied upon exhibits acconpanying the
affidavit of Andrew Cosgrove, submtted in connection with
the parties’ stipulation of facts.

The stipulation indicates that it was submtted to
provi de “a savings of tinme and expense,” and that the
af fidavit and acconpanying exhibits “are properly offered
for adm ssion and to be made of record as stipulated trial
testinony.” The stipulation |astly states that “Qpposer

does not waive any objections to the Affidavit and its

12
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acconpanyi ng docunents on any ot her grounds, including
rel evance, admssibility, and tineliness.”

M. Cosgrove, in his affidavit, states that he is an
attorney with the law firmrepresenting applicant, and that
t he docunents acconpanying his affidavit “are printouts that
were published on the Internet and were accessed by this
Affiant at the Internet address included on the printouts on
the date included on the printouts.”

Opposer contends that the exhibits are not self-
aut henticating, but rather are unauthenticated |nternet
docunents. (Opposer has noved to strike the Internet
exhi bits, stating that “such docunents may be introduced
into evidence through the testinony of a person who can
properly authenticate and identify the subject material s”
and that the exhibits “are not printed publications, and are
not allowed to be nade of record by a Notice of Reliance.”
(Reply Brief, p. 6).

The objection is overruled i nasmuch as M. Cosgrove, in
his affidavit, authenticated the Internet evidence. The
evi dence consists of excerpts of third-party websites. This
I nternet evidence, however, is entitled to m ni num probative
value. There are no corroborating facts regarding the
extent of the third-party uses of ALLIANCE. That is to say,
the record is devoid of information regarding sales, narket

share, pronotional efforts, and the |ike under the third-

13
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party marks. Thus, we cannot ascertain whether the nmarks
have made an inpact in the marketplace, or that custoners
are even famliar with the uses. See, e.g., Carl Karcher
Enterprises Inc. v. Stars Restaurants Corp., 35 USPQRd 1125,
1131 (TTAB 1995).

Applicant nore specifically points to two other uses of
ALLI ANCE by entities in the corrugated paper industry. Mark
Duchesne, applicant’s president and chief executive officer,
testified that he was aware of two third-party uses of
ALLIANCE in the industry. He identified A liance Packagi ng,
a corrugated manufacturer located in the state of Washi ngton
t hat has been using that name since 2001; and Alliance
G oup, an association of corrugated box manufacturers.

These two third-party uses likew se are entitled to
m ni mal probative value. Again, there is no evidence
regardi ng the extent of these uses or that custoners are
famliar with them Standing al one, the existence of these
uses does little to inpact the distinctiveness of opposer’s
mark for its goods and servi ces.

Appl i cant al so introduced nineteen third-party
regi strations for ALLI ANCE or ALLIANCE formative marks. The
third-party registration evidence is of no value. Firstly,
the registrations are not evidence of use of the marks shown
therein. Thus, they are not proof that consuners are

famliar with such narks so as to be accustoned to the

14
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exi stence of simlar marks in the nmarketplace, and as a
result are able to distinguish between the ALLI ANCE nar ks
based on slight differences between them Smith Bros. Mg.
Co. v. Stone Mg. Co., 476 F.2d 1004, 177 USPQ 462 (CCPA
1973); and Ri chardson-Vicks, Inc. v. Franklin Mnt Corp.
216 USPQ 989 (TTAB 1982). Secondly, none of the

regi strations specifically covers goods or services in the
corrugat ed paper industry.

In sum applicant’s evidence hardly establishes that
opposer’s rights to exclude others fromusing the term
ALLIANCE is, in applicant’s words, “necessarily very
limted.” |In our du Pont analysis, this factor is neutral.

Trade Channel s

Opposer’s goods and applicant’s goods travel in simlar
trade channels, albeit specifically distinct. Wile both
parties operate in the corrugated paper industry, the goods
move in distinct trade channels within the industry.

Adm ttedly, both parties advertise in the sane trade
publications, and attend the sane trade shows. However,
wWth respect to the “integrateds,” to whom sal es conpri se
the majority of revenues flow ng fromsales of the parties’
goods, information technology (IT) professionals purchase
opposer’s conputer software, whereas engi neers buy
applicant’s equi pnent. See Electronic Design & Sales Inc.

v. Electronic Data Systens Corp., 954 F.2d 713, 21 USPQd

15
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1388, 1391 (Fed. Gr. 1992) [“[a]lthough the two parties
conduct business not only in the sane fields but also with
sone of the sane conpanies, the nere purchase of the goods
and services of both parties by the sane institution does
not, by itself, establish simlarity of trade channels or
overlap of custoners.”].

As for the “independents,” the parties’ goods are
bought by the plant owners. Thus, there would appear to be
an overlap in this situation. Further, with respect to
opposer’s services, there appears to be an overlap in both
the “integrateds” (where engi neers woul d nake the purchasing
deci sion) and the “independents” (where plant owners make
t he purchasi ng deci sion).

This factor cuts both ways depending on the specific

si tuati on.

Conditions of Sale and Cl asses of Purchasers

Appl i cant has expended significant effort to show that
the i nvol ved goods are expensive and that the purchasing
process, involving sophisticated purchasers, is |engthy,
detail ed and highly personal in nature.

As w Il be apparent fromthe discussion below, this du

Pont factor weighs heavily in applicant’s favor. See In re

Shell G 1, 992 F.2d 1206, 26 USPQ2d 1687, 1688 [the various
du Pont factors “may play nore or less weighty roles in any

particul ar determnation”]. “lndeed, any one of the factors

16
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may control a particular case.” 1In re D xie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Gr. 1997), citing
In re du Pont, 177 USPQ at 567. Sinply put, the marketpl ace
realities make confusion unlikely to occur.

M. Wiite testified that opposer’s software could range
in price from$5,000 to over $3 mllion for a substanti al
inplementation. As in the case of applicant’s sales,
opposer engages in face-to-face neetings, and opposer
routinely nmakes site visits to the prospective custoners’
pl ants. The software sales require technical analysis and
custom zation efforts with the custoner’s information
technol ogy departnent. As M. Wite stated, “Typically
you're dealing with the I'T or information technol ogy systens
departnent at a corporate level.” (Wiite dep., p. 167).

The sales process may take as little as thirty days, or as
long as a few nonths: “So | would say never |ess than 30
days, typically nonths, and | think a year is the extrene at
the other end, and then you ve got those who you re not
entirely certain are ever going to buy.” (Wite dep., p.
172).

M. WIkinson explained that applicant sells |arge,
expensi ve and sophi sticated material handling machi nery used
in the finishing side of a corrugated box plant. Applicant
sells specialty folder gluers ($600,000-$1 mllion); |oad

formers ($40,000); automatic pre-feeders ($80, 000-$200, 000);

17
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stackers ($300, 000- $450, 000); bundl e breakers ($60, 000-
$80, 000); and inverters and rotators ($30, 000).

As noted earlier, 85 percent of applicant’s sales are
made to the “integrateds.” According to M. WIKkinson,
applicant stays in direct contact wwth the “integrateds” on
a weekly basis; these regular contacts increase if there is
a project under consideration. For the “integrateds,” the
sal es process ranges fromaround three nonths to three
years. The process includes in-person visits to the plant
to neet with the custoner, resulting in a detailed witten
sal es proposal with technical specifications and draw ngs.
The sal es process with “independents” usually takes a
shorter period of tine to conplete, but the process stil
i nvol ves face-to-face neetings and detailed witten
proposal s. That sal es process may even be nore personal in
nature inasnmuch as it involves a major investnent by the
pl ant owner that may transformthe “independent’s” business.

M. WIkinson confirnms that applicant, in selling its
goods, deals with plant engi neers and mai nt enance
supervisors. The “integrateds” generally have an
experienced teamthat deals with applicant in negotiating
the various terns of the sale. In selling goods to
“i ndependents,” applicant often deals directly with the
owner of the conpany. |In either event, M. WIKkinson

mai ntai ns that custoners and their purchasing personnel are

18
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sophi sticated and know edgeabl e about the corrugated
equi pnent that is being purchased.

As previously noted, while the parties conduct business
in the sanme industry with sone of the sane conpanies, the
mere purchase of the goods and/or services of both parties
by the sanme institution does not, by itself, establish
simlarity of trade channels or overlap of custoners. *“The
i kelihood of confusion nmust be shown to exist not in a
purchasing institution, but in a ‘customer or purchaser.’”

El ectronic Design & Sales Inc. v. Electronic Data Systens
Corp., 21 USPQ2d at 1391 (enphasis in original).

I nsofar as the “integrateds” are concerned, opposer, in
selling its software, deals with the information technol ogy
departnent. Applicant, in negotiating wth the

“Iintegrateds,” deals with a purchasing teamthat generally
i ncludes a director of corporate purchasi ng who negoti ates
commerci al aspects of the sale, a director of manufacturing
or engi neering services who handles the technical details of
the purchase, as well as plant managers and engi neers.
Thus, there is no overl ap.

Wth respect to the “independents,” both parties deal
wth the owers of the conpanies. The owners may be a
second or third generation famly nenber who has owned and

operated a corrugated box plant. In each instance, the

purchasers are know edgeabl e about the industry. After a

19
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| engt hy, personal sales process, these purchasers know with
whom t hey are dealing.

| nsof ar as opposer’s services are concerned, in
rendering its services to the “integrateds,” opposer’s
contacts include plant engineers and plant nai ntenance
supervisors. Wth respect to the “independents,” opposer
deals directly with the owners. Thus, there is an overl ap
here with applicant’s custoners. The record shows, however,
that repair and nmai nt enance services constitute only about
10 percent of opposer’s business. Thus, any overlap is de
mnims. In any event, these plant owners are very
sophi sti cated custoners.

G ven the detailed, |lengthy and personal nature of the
pur chasi ng process, and the high cost of the involved goods,
as well as the sophistication of the purchasers, confusion
is not likely to occur. M. Wite essentially admtted as
much when he testified, in pertinent part, as follows (dep.
pp. 175-79):

Do you think that it’s even renotely
possi bl e t hat sonebody coul d go through
the [ purchasing] process you’ ve just
descri bed thinking that you' re not

Al l i ance Technical but, instead, are

Al l i ance Machi ne Systens?

| f--your--your question assunes
sonething that actually is the problem

I n answering your question, no. But the
real problemis could | conceivably |ose
the opportunity to ever get an

opportunity to nmake the initial contact
with that custoner because they assune

20
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that sonehow |'maffiliated with not
just a conpetitor but that there is sone
relationship and they can’t or won’t

buy, and, again, it’s anecdotal.

don’t have a paper trail, but a--a
potential client in Germany, just to
illustrate, we were trying to set up a
nmeeting wth sonmeone who is an original
equi pnent manufacturer in Germany. It’s
just another supplier. He' s not even a
converter, and he would be in a position
to create opportunity for us as sort of
an add-on, our systens woul d conpl enent
his systens, and we were trying to set
up the neeting, his initial reaction or
guestion is why on earth would I take a
meeting with a conpetitor, and his
assunption was that sonmehow we were
related to Alliance Machi ne Systens

I nternational, who conpetes with his
concern.

Now, obviously, if I'’mrelaying al
this--all of this to you, we had this
conversation with this client who took
t he neeting.

| don’t know how many neetings, to be
frank, that | haven’t been invited to
because peopl e based on m sinformation
or confusion never gave us the
opportunity.

The fairest answer to a fair question is
coul d anyone--it’s virtually inpossible
that if we got to a point in the process
where we were here that anyone woul d be
confused. W have sone anecdot al ,
internal hearsay. | conpletely respect
t hat, honest face or not, if | can't
prove it and--and, obviously, there's
got to be a standard for that, it’s just
what |I’msaying...It’s alnost a

suf focating associ ati on because of the
disparity in size between the two
entities, and--and given that there
never was anyone but us as Alliance
precedi ng their use of the nane, the
assunption for the |ongest tinme, from
2000--and | don’t even want to suggest
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that we’'re past it because we still have
t hese epi sodes that woul d suggest sone
ki nd of confusion at sone level. There

is the assunption at Weyer haeuser, of

all places, and any sane person at

Weyer haeuser woul d know us as separate
entities. But the question was casual,
was what is the association? Did they
buy you? D d you buy then? And it
makes the smaller entity the nore
nervous because you sort of disappear in
all the noise and confusion of this.

So our reality is that we won’t get

t hose opportunities. You know, can |--
do | have paper trails like | do with
the m sdirected paynents? No. | nean,
|’ mnot going to waste anyone’s tine
saying | can prove sonething that | can
only rel ate based on anecdot al
conversations, but the issue for nme is
getting that opportunity...

So | would acknow edge it's unlikely
once we get to a certain point in the
sal es process that there could be
confusion. Qur concern is in what may
or may not be happeni ng when they’'re
comng up with that short |ist of
vendors to invite, and |I’ve got too many
i nstances where | found out after the
fact that assunptions were made, that

|’ mnot going to exclusively attribute
to your client’s use of Alliance, but I
know of instances where there were near
m sses, and | can only know about those
near m sses because soneone says so-and-
so thought there was sone relationship
bet ween your two conpani es or what have
you.

So it isn't even necessarily our
conpetitors. It’s such a small group of
suppliers that the fact that two of us
woul d bot her to have the sane nane

i nplies because it’s such--if our
custoner base were 20 mllion instead of
--instead of 2,000, and it’'s even |ess
than that when you start |unping those
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plants that are controlled by a single
buying entity...

But that would be the fairest--thank you
for allowng nme the answer because it
was | engthy, but the concern of the
problemas | perceive it is before we
get to the point where there’s a | ot of
cont act .

(enmphasi s added)

M. White further testified (pp. 231-232):

Are you aware of any evidence of
sonebody buyi ng one of [applicant’s
machi nes] or any of these other pieces
of capital equipnent thinking that

[ applicant] was [opposer]?

| mnot aware, no.

Wul d you agree with me that’s pretty
unl i kel y?

| would grant you that.

What |’ m | ooking for is whether there's
any evidence that you' re aware of a
custoner or potential custoner seeing
[applicant’s] logo on a nachine and then
bei ng confused by that use and thinking
there’s an affiliation between the two
conpani es?

Wl |, depending on their visual acuity,
and | have--1’m nearsi ghted severel y—

" mnot asking for speculation. [|I'm
asking for areal life exanple if you' re

aware of that ever happening?

Oh, ny--no, I'’mnot aware of it ever
happeni ng.

As shown by the above testinony, M. Wiite essentially
concedes that in view of the | engthy negotiating process

| eading up to a sale, prospective custoners are not |ikely
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to be confused as to source. Thus, at l|least at the point of
purchase after a | engthy buying process, M. Wite

recogni zes that confusion is not likely to occur anong
purchasers. See Amal gamated Bank of New York v. Amal gamat ed
Trust & Savi ngs Bank, 842 F.2d 1270, 6 USPQ2d 1305, 1308
(Fed. Cir. 1988); and Bongrain International Corp. v. Delice
de France Inc., 811 F.2d 1479, 1 UsSP@d 1775 (Fed. G

1987) [Businessnen in the marketplace are in a better
position to know the real life situation than bureaucrats or
j udges.].

We fully agree with M. Wiite's assessnent. That is to
say, given the detailed, |engthy and personal nature of the
sal es process, and the high cost of the involved goods, as
wel | as the sophistication of the purchasers, confusion is
not likely to occur. Sales of the parties’ specifically
di fferent and nonconpetitive goods occur only after | ong-
term negoti ations, direct communi cati ons and on-goi ng
contacts between the seller and the sophisticated buyer.

See Continental Plastic Containers Inc. v. Owens Brockway

Pl astic Products, Inc., 141 F.3d 1073, 46 USPQ2d 1277, 1282
(Fed. Cir. 1998) [“[T] he whol esal e purchasers nay be
characterized as sophisticated buyers because...sales to
these parties are likely to be the culmnation of |ong-term
negoti ati ons, direct comrunications between the parties and

ongoi ng contact...These purchasers are very unlikely to be
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confused over the source of the bottles.”]. See also

El ectronic Design & Sales, Inc. v. Electronic Data Systens
Corp., 21 USPQ2d at 1388; Dynam cs Research Corp. v.
Langenau Mg. Co., 704 F.2d 1575, 217 USPQ 649 (Fed. Cr
1983); and Hew ett-Packard Co. v. Hunman Performance
Measurenent, Inc., 23 USPQ2d 1390 (TTAB 1991).

On the other hand, M. Wite is concerned about what he
perceives to be initial confusion. (Wite dep., pp. 179).
Many courts have recognized the initial interest confusion
t heory, even though no actual sale is finally conpleted as a
result of the confusion, as a formof |ikelihood of
confusion which is actionable. See HRL Associates, Inc. v.
Wei ss Associates, Inc., 12 USPQ2d 1819 (TTAB 1989), aff’'d on
ot her grounds, 902 F.2d 1546, 14 USPQ 2d 1840 (Fed. G r
1990) [Board found that the likelihood of initial interest,
pre-sal e confusion overcane the sophisticated purchaser
def ense; on appeal, the Federal Circuit expressly avoi ded
reaching the issue of initial interest confusion]. See

generally J. T. McCarthy, MCarthy on Trademarks and Unfair

Conpetition, § 23:6 (4'" ed. 2004). However, as is the case

in any inter partes proceeding involving |likelihood of
confusion, the plaintiff has the burden of proof to show, by
a preponderance of the evidence, that it is entitled to
prevail on its claim Initial interest confusion, even when

the narks are simlar, wll not be assuned, but rather nust
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be proven by the evidence. The problemw th opposer’s
t heory, however, is that the record falls short of proving
initial interest confusion. M. Wite s testinony is
telling on this point (p. 180):

Are you aware, M. Wiite, of a single

incident in the United States where you

didn’t get an opportunity to bid for a

sof tware project because of this issue

with Alliance Machi ne?

|, nyself, at the nonent am not aware of

t hat specific consequence being the

result of what | just described to you.
As readily conceded by M. White, his theory is supported
not by probative evidence that has been introduced into the
record, but rather by nere anecdotal statenents. The claim
of initial interest confusion is too speculative on which to
base a finding of |ikelihood of confusion in this case. At
nost, the record in support of initial interest confusion is
de minims and weak.

In sum the record shows that when selling their
respective goods to the large “integrateds,” opposer and
applicant generally are dealing with different purchasing
agents of the sane business: opposer negotiates with
i nformati on technol ogy professionals while applicant deals
wi th engineers. W recognize that when opposer is selling
its services to the “integrateds,” it is likely to be

dealing with engineers as well. And, when the parties are

selling to the “independents,” they are likely to be dealing
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with the sanme purchasi ng agent, nanely the owner of the
plant. As shown by the evidence, however, any overlap

i nvol ves only a de mnims nunber of individuals. Moreover,
t hese purchasers are very sophisticated and, after a | engthy
buyi ng process, they certainly know with whomthey are
dealing. “Were the purchasers are the sane, their
sophistication is inportant and often dispositive because

‘[ s] ophi sticated consuners nmay be expected to exercise

greater care. El ectronic Design & Sales Inc. v.
El ectronic Data Systens Corp., 21 USPQ2d at 1392, citing
Pi gnons S. A. de Mecani que de Precision v. Polaroid Corp.
657 F.2d 482, 212 USPQ 246, 252 (1st Cr. 1981).

The condi tions of expensive sales and the
sophi stication of purchasers is a du Pont factor that weighs
heavily in applicant’s favor. Further, as noted earlier,
the parties’ goods are specifically different and
nonconpetitive. “There is always |ess I|ikelihood of
confusi on where goods are expensive and purchased after
careful consideration.” Electronic Design & Sales Inc. v.
El ectronic Data Systens Corp., 21 USPQ2d at 1392, citing
Astra Pharmaceutical Products v. Beckman Instrunents, 718
F.2d 1201, 220 USPQ 786, 790 (1° Gir. 1983). Indeed, this
factor principally controls the result in the present case.

In re Dixie Restaurants Inc., 41 USPQ2d at 1533. See

Dynam cs Research Corp. v. Langenau Mg. Co., 217 USPQ at
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649 [Court affirmed conclusion that because the marks are
used on goods that are quite different and sold to
different, discrimnating custoners, there is no |ikelihood
of confusion even though both parties used the identical
mar k DRC.].

Act ual Conf usi on

Qpposer, in connection with this factor, has introduced
evidence that it characterizes as “substantial.” (Brief, p.
23). (Opposer points to “msdirected paynents, attenpts to
put charges through on credit cards believed to be
associated with the wong party, msdirected inquiries based
upon materials affixed to machi nes sold by Applicant and
servi ced by Opposer, and the like.” [Id. Qpposer clains
that it never experienced, during a ten-year period, any
conf usi on- based problens until applicant began using its
ALLI ANCE mark. As asserted by opposer, a show ng of actual
confusion is highly probative of a |ikelihood of confusion.
In re Majestic Drilling Co., 65 USPQ2d at 1205.

Applicant clains that over a period of five years of
cont enpor aneous use, “there has not been one exanpl e of
real, relevant trademark confusion.” (Brief, p. 18).
Appl i cant di sm sses opposer’s evidence as conprising “a few
i solated instances of msdirected paynents, alnost all by
the large integrated conpanies, and nost occurring several

years ago, shortly after [applicant’s] nane change.”

28



Qpposition No. 91159099

(Brief, pp. 18-19). Applicant further criticizes opposer’s
evi dence on the grounds that three of the purported

i nstances of actual confusion involve foreign entities; that
t he docunents in support of opposer’s claimconstitute

i nadm ssi bl e hearsay; and that the evidence falls short of
show ng actual trademark confusion. Applicant further
contends that, to the extent opposer’s evidence shows actual
confusion, the confusion is de mnims.

Al t hough we have considered all of the purported
i nstances of actual confusion, the three involving foreign
entities are entitled to | ess probative weight than the
others. W say this after taking into account differences
in language, and the significant point that the |ikelihood
of confusion analysis centers on donestic custoners.

As to applicant’s hearsay objection, hearsay is an out-
of -court statenent offered to prove the truth of the matter
asserted. Fed. R Evid. 801(c). Courts have responded to
the hearsay objection in varying ways. See generally, J.T.

McCart hy, McCarthy on Trademarks and Unfair Conpetition, 8§

23:15 (4'" ed. 2004).

We have not considered M. Wite's testinony and
rel evant exhibits for the truth of the matter asserted. W
have accepted the testinony and evi dence to show, however,

t hat opposer received m sdirected paynents and inquiries
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that were neant for applicant. Thus, we deemthe testinony
and evidence to be adm ssible.

As to the probative value of the testinony and
evidence, M. Wite indicated that he did not know the
identities of the specific persons nmaking the m stakes, or
the reason why the persons made the m stakes. In the
absence of such corroborating evidence about these
m sdi rected paynents and inquiries, we are reluctant to
pl ace significant weight on this evidence. Had the specific
i ndi viduals who were purportedly confused been identified
and nade avail able for cross-exam nation, they could have
expl ained their reasons for their m sdirected
communi cations. VWhile M. Wite testified, not
surprisingly, that the reason for the m sdirected
comuni cations was the simlarity between the marks and the
goods and/or services sold thereunder, we would prefer to
hear it fromthe individuals thenselves. See Toys “R Us,
Inc. v. Lanps R Us, 219 USPQ 340 (TTAB 1983) [Wiile sales
clerk’s testinony is not excluded as hearsay, the evidence
has little weight if there is no evidence to indicate
whet her “the reason for the question as to affiliation was
the result of the simlarity of the marks.”].

In sum we have accorded only m ninmal weight to
opposer’s evidence on this factor. W also agree with

applicant that such occurrences are so few in nunber, over a
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period of five years of contenporaneous use, that they are
de m nims.
This factor is neutral.

Concl usi on

Based on the record before us, we see opposer’s
I'i kel i hood of confusion claimas anobunting to only a
specul ative, theoretical possibility. Language by our
primary reviewing court is helpful in resolving the
I'i kel i hood of confusion controversy in this case:

We are not concerned with nere

t heoretical possibilities of confusion,
deception, or mstake or with de mnims
situations but with the practicalities
of the commercial world, with which the
trademark | aws deal

El ectronic Design & Sales Inc. v. Electronic Data Systens
Corp., 21 USPQ2d at 1391, citing Wtco Chem cal Co. v.
Whitfield Chem cal Co., Inc., 418 F.2d 1403, 1405, 164 USPQ
43, 44-45 (CCPA 1969), aff'g 153 USPQ 412 (TTAB 1967).

We have carefully considered all of the evidence
pertaining to the relevant duPont factors, as well as all of
the parties’ argunents with respect thereto (including any
evi dence and argunents not specifically discussed in this
opi nion), and we concl ude that opposer has not proved its
Section 2(d) claimof |ikelihood of confusion, as based on

its common | aw rights.

Deci sion: The opposition is dism ssed.
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