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Qpi nion by Hairston, Adm nistrative Trademark Judge:

La Tortilla Factory Inc. has filed an application to
regi ster the mark SOY BUENO (in standard character form for
“tortillas.”?

Regi strati on has been opposed by EIl Encanto, Inc. d/b/a

Bueno Foods on the ground that applicant’s mark, when

! Serial No. 76422163, filed on June 17, 2002, which is based on
a bona fide intention to use the mark in commerce. The
application contains the statenment that “The English translation
of *SOY BUENO is ‘I amgood.’”
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applied to applicant’s goods, so resenbl es opposer’s

previ ously used and regi stered marks, shown bel ow, for the
goods identified in the respective registrations, as to be
likely to cause confusion under Section 2(d) of the
Trademark Act.?

1) Registration No. 1,538,311 for the mark shown bel ow
for tortillas. The word “BUENO is disclained.

2) Registration No. 2,374,448 for the mark BUENO (i n
standard character form for a variety of Mexican
foods including corn tortillas, blue corn
tortillas, and flour tortillas. The registration
I ssued under Section 2(f).

3) Registration No. 2,190,265 for the mark shown bel ow
for tortillas. The registration includes a Section
2(f) claimwith respect to the word “BUENO’; a
statenment that “The English translation of ‘BUENO
iIs “G0O0OD ”; and a disclainmer of the wording “Since
1951.”

2 (pposer pl eaded ownershi p of several other marks. However, in
its brief on the case, opposer argued its claimof |ikelihood of
confusion only with respect to the above marks. Thus, we have
not listed the other marks or given them any consideration.
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Applicant, in its answer, has denied the salient
allegations set forth in the notice of opposition. As an
affirmative defense, applicant asserts that “opposer’s
rights inits mark are of a narrow or limted scope because
the mark i s weak and because of nunerous third party uses of
simlar marks.” (Paragraph 15).

Evidentiary matters

At the outset, we nust discuss several evidentiary
matters. Acconpanyi ng opposer’s notice of opposition are
phot ocopi es of opposer’s pl eaded registrations Nos.

1,538, 311; 2,190, 265; and 2, 374, 448 subm tted pursuant to
Trademark Rule 2.122(d). Applicant has objected to the
phot ocopi es of the registrations, arguing that they are not
adm ssi bl e evidence because they do not show the current
status of and title to the registrations. Under Trademark
Rul e 2.122(d), the original or photocopy of a pleaded
registration submtted with a notice of opposition wll be
received in evidence and nade part of the record if it
“[shows] both the current status of and current title to the
registration.” |Inasnuch as the photocopies of Registration
Nos. 1,538,311 and 2, 374,448 do not show current status and
title, and opposer has not submtted any further
docunentation issued by the PTO as to the status and title

of these registrations, applicant’s objections to these
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registrations are well taken.® Such registrations do not
conply with Rule 2.122(d), and are not part of the record in
this proceeding. However, insofar as the photocopy of
Regi stration No. 2,190, 265 is concerned, opposer also, with
its notice of reliance, submtted a photocopy of the Notice
of Acceptance of the affidavit of use which was issued by
the PTO on July 29, 2004. Because the Notice shows that
during the pendency of this proceeding the registration was
current and owned by opposer, we find that together the
phot ocopy and the Notice of Acceptance satisfy the
requi renent that the copy of the registration show current
status and current title. Thus, applicant’s objection to
this registration is overruled and the registration is
accordingly considered part of the record in this
pr oceedi ng.

Acconpanyi ng opposer’s brief on the case is the
affidavit (with exhibits) of Monica Camarillo. Applicant
objected to the affidavit and exhibits on the ground that

such evidence was not properly nmade of record. Opposer

® Moreover, these two registrations issued too far in advance of
the filing of the notice of opposition to show current status and
current title.
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subsequently withdrew the affidavit and exhibits, and we
have gi ven them no consideration.*

As “evi dence” that opposer has been involved in other
proceedi ngs before the Board, applicant requests,
inits brief on the case, that the Board take judicial
notice of several term nated oppositions in which opposer
was plaintiff, as well as the applications involved therein.
Opposer does not object to the Board taking judicial notice
of the proceedi ngs and the applications, and indeed
mai ntai ns that the proceedi ngs denonstrate that opposer is
the owner of the registrations pleaded in the notice of
opposition herein. Although the parties have agreed that
the Board may take judicial notice of these proceedings, the
records were not submtted, so we cannot treat them as
stipul ated evidence. In any event, opposer nmay not rely on
prior proceedings in which it was the plaintiff to establish
that it is the ower of the registrations pleaded herein.

Finally, each party has submtted, under notice of
reliance, the adverse party’s answers to requests for
production of docunents and things. Wile there is no

provision in the Trademark Rules of Practice for filing

“ W should add that applicant’s objection is well taken. A
party may not subnit testinony by affidavit unless the adverse
party has stipulated thereto. Also, exhibits and evidentiary
materials attached to a party’s brief can be given no

consi deration unless they were properly nmade of record during the
party’s testinony period.
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answers to requests for production of docunents and things
under notice of reliance, we deemthe parties as having
stipulated to the subm ssion of the answers.

The record therefore consists of the pleadings; the
file of the opposed application; and opposer’s pleaded
Regi stration No. 2,190, 265. Opposer submtted, under notice
of reliance, applicant’s answers to opposer’s
interrogatories and requests for production of docunents and
t hi ngs; opposer’s own answers to applicant’s
interrogatories® a copy of the file history of the opposed
application® and, as previously noted, a copy of the Notice
of Acceptance of the affidavit of use for Registration No.
2,190, 265. Applicant submtted, under notice of reliance,
opposer’s answers to applicant’s interrogatories and
requests for production of docunents and things; dictionary

excerpts for the words “bueno” and “soy;” and copi es of
third-party registrations for marks that include the word
BUENO (BUENA). Neither party took testinony.

Opposer and applicant filed briefs on the case; neither

party requested an oral hearing.

® Aparty normally may not rely on its own answers to
interrogatories. However, applicant did not object thereto, and
i ndeed subnmitted the identical materials with its notice of
reliance.

® This is superfluous inasmuch as the file of the opposed
application is automatically part of the record, w thout any
action by either party.
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Standing and Priority

The phot ocopy of opposer’s pl eaded Registration
No. 2,190,265 along with the Notice of Acceptance of the
affidavit of use show that the registration is valid and is
owned by opposer. In viewthereof, we find that plaintiff
has established its standing to bring the opposition.
Moreover, priority is not at issue with respect to the mark
and goods in this registration. See King Candy Co. v.
Eunice King’'s Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108,
110 (CCPA 1974). However, opposer failed to nake its
pl eaded Regi stration Nos. 1,538,311 for the mark BUENO and
desi gn and 2, 374,448 for the mark BUENO properly of record.
Mor eover, opposer failed to take testinony in order to
establish prior proprietary rights in these marks. See OQto
Roth & Co. v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ
40 (CCPA 1981).7 (pposer’s answers to applicant’s
interrogatories and requests for production of docunents are
insufficient to establish such rights. As the plaintiff in
this proceeding, it was incunbent upon opposer to submt

evidence to denonstrate its prior proprietary rights in

" As discussed infra, the word “bueno” is laudatory. Were an
opposer is relying on an unregistered mark that is not inherently
di stinctive, the opposer nust show that the nark had becone
distinctive of its goods prior to applicant’s first use of its
mark or, in the case of an intent-to-use applicant, the filing
date of the application
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t hese pl eaded marks. Qpposer failed to neet its burden in
this regard with respect to the marks in Registration Nos.
1,538,311 and 2, 374, 448, and thus cannot prevail on its
claimof |ikelihood of confusion based on these marks. 8

Li kel i hood of Conf usion

The only issue to be determ ned, therefore, is whether
applicant’s mark SOY BUENO if used in connection with
tortillas, so resenbles opposer’s mark in Registration No.
2,190, 265 for tortillas, that confusion as to the source or
sponsorship of the parties’ products is |ikely.

As indicated, neither party took testinony. Thus, the
only informati on we have about the parties conmes from each
party’s answers to the adverse party’s interrogatories and
requests for production of docunents and things.

Qpposer is a manufacturer and distributor of
Sout hwestern food products and services. (Qpposer’s answer
to Interrogatory No. 4). Qpposer sells its products
nati onw de to distributors, grocers, restaurants and ot her
food service businesses and sells directly to consuners by
mai | order and the Internet. (Qpposer’s answer to

Interrogatory No. 19). Opposer advertises on television and

8 W note that in response to applicant’s Docunent Request No. 1,
opposer stated that it adopted its BUENO mark in 1951. However,
it is not clear fromthis response which of the pleaded BUENO
mar ks opposer adopted in 1951. As noted, it is opposer’s burden
to prove prior proprietary rights in each of the pleaded marks
and we will not assune that this response related to all three of
t he pl eaded marks.
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radi o, on billboards, in nagazi nes and newspapers, and at
poi nt of purchase in restaurants and grocers. (Opposer’s
answer to Interrogatory No. 14).

Appl i cant has not begun use of the mark SOY BUENQ.
(Applicant’s answer to Interrogatory No. 1). Wth respect
to its adoption of the SOY BUENO mark, applicant states:

Applicant’ s devel opnent of |ow calorie and | ow

carbohydrate tortillas and its use of soy base

products suggested to its executive staff that use

of a product nane incorporating the word “SOY”

woul d be appropriate. Addition of the Spanish

| anguage word “BUENO was deened appropriate given

the popularity of Applicant’s products anong the

Spani sh speaki ng community, and because of the

play on words arising fromthe fact that the words

“SOY BUENO' nean “1 am good” in the Spanish

| anguage.

(Applicant’s answer to Interrogatory No. 11).

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the issue of whether there is a
i kelihood of confusion. Inre E. |I. du Pont de Nenours &
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). However, as
i ndicated in Federated Foods, Inc. v. Fort Howard Paper Co.,
544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any
I'i kel i hood of confusion analysis, two key considerations are
the simlarity or dissimlarity in the goods at issue and

the simlarity or dissimlarity of the respective marks in

their entireties.
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Considering first the goods, they are obviously
identical. Although applicant argues that it intends
to sell soy tortillas which are different fromthe corn
and flour tortillas marketed by opposer, it is well
settled that the question of |ikelihood of confusion
must be determ ned based on an anal ysis of the goods
recited in applicant’s application vis-a-vis the goods
recited in opposer’s registration, rather than what the
goods are asserted or shown to actually be. Canadi an
| nperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1
USPQ2d 1813, 1815 (Fed. Cir. 1987). Here, the goods
recited in applicant’s application and in opposer’s
registration are sinply tortillas.® Further, we nust
presune that the parties’ goods would travel in all the
normal channels of trade for goods of this type, e.g.,
grocery stores and conveni ence stores, and that they
woul d be purchased by the sane class of custoners,
nanmel y ordi nary consuners.

Applicant’s argunent that tortillas are bought by
sophi sti cated purchasers who exercise a high degree of
care in purchasing such goods is not persuasive. Apart

fromthe fact that applicant has offered no support for

° W should add that even if the goods recited in applicant’s
application were soy tortillas and the goods recited in opposer’s
registration were corn and flour tortillas, such goods would
still be highly rel ated.

10
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this argunent, it is conmon know edge that tortillas
are inexpensive food itens. Sales of tortillas may
of ten be subject to inpul se purchasing.

Notw t hstandi ng the identity of the goods, trade
channel s and purchasers, in this case, opposer’s nmark
and applicant’s mark are so significantly different in
sound, appearance, neaning and commerci al inpression
that there is no |ikelihood of confusion.

Initially, we find that in applicant’s mark, shown

bel ow, the dom nant feature is the word GRANDMA' S.

This is because the word GRANDVA' S is in |large, bold
lettering, which stands out in sharp contrast to the
wor di ng FROM OQUR FAM LY TO YOURS SI NCE 1951 and BUENO
in smaller non-distinct lettering. See In re National
Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cir.
1985) [It is not inproper to give nore or |ess weight

to a particular feature of mark].

11
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Furt her, because purchasers are likely to use
CGRANDIVA' S when referring to or calling for opposer’s
goods, the design does not create a strong commerci al
inpression. See In re Appetito Provisions Co. Inc., 3
USPQ2d 1553 (TTAB 1987). [The word portion of a mark
conprised of both a word and a design is normally
accorded greater weight because it would be used by
purchasers to request goods]. As a result of the
dom nant role that GRANDMVA' S pl ays in opposer’s nark,
the marks in their entireties are different in
appearance and pronunci ati on.

In terns of neaning, applicant’s mark transl ates
as “I amgood,” and also is a play on the word, “soy,”
the product fromwhich applicant’s tortillas will be
made. Qpposer’s mark, on the other hand, due to the
dom nant word “GRANDMA' S,” connotes tortillas from
Grandma or Grandnme’s recipe. Thus, the marks differ in
connot ati on.

Lastly, we find that, because of the various
di fferences di scussed above, the overall comerci al
i npressions of the marks differ.

In finding that the marks in their entireties are
dissimlar, we have not overl ooked that the marks share
the term “BUENO. " However, the nmere inclusion of this

word in both parties’ marks is an insufficient basis to

12
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find that the marks, in their entireties, are simlar.
As evidenced by opposer’s Section 2(f) claimand the
meani ng of “bueno” as “good” in English', the word is
hi ghly |l audatory as used in connection with tortillas.
The third-party registrations made of record by
appl i cant corroborate the |audatory significance of the
word as used in connection with Mexican-style food. !
In sum we find that confusion is unlikely to
result from contenporaneous use of opposer’s mark and
applicant’s mark, even where the marks are used on
i dentical goods marketed in the sane trade channels to
the sanme class of purchasers. W find that the
dissimlarity of the marks sinply outwei ghs the other
relevant du Pont factors. See e.g., Kellogg Co. v.
Pack- Em Enterprises Inc., 14 USPQRd 1545 (TTAB 1889),
aff’d, 951 F.2d 330, 21 USPQ2d 1142 (Fed. Cr. 1991).

Deci sion: The opposition is dism ssed.

10 Applicant subnmitted the follow ng excerpt from Vox Conpact
Spani sh and English Dictionary (Second Edition):

bueno, -a: good
1 For exanple, the mark QUE BUENO i s registered for Mexican
f oods, sauces and spices; ROGELI O BUENO i s registered for Mexican
sauces and flour tortillas; BUENO CHH LADA is registered for
Mexi can-styl e food; BUENO SIZE is registered for restaurant
services; and BUENO EXPRESS is registered for restaurant
servi ces.
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