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By the Board:
Jinmmy Buffett (“applicant”) seeks to register the mark

CHEESEBURGER | N PARADI SE and design in the follow ng form

HEESEBUR
C ~ara

for “jewelry, |apel pins and watches” in International C ass
14; ! “peverage gl assware, shot gl asses and foam dri nk

hol ders” in International O ass 21;2 “clothing, namely

! Application Serial No. 78211424, filed on February 5, 2003 and
based on an assertion of a bona fide intent to use in comrerce
under Trademark Act Section 1(b), 15 U S.C. Section 1051(b).

2 Application Serial No. 78211429, filed on February 5, 2003
under Trademark Act Section 1(a), 15 U S.C. Section 1051(a), and
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shirts, T-shirts, sweatshirts and baseball caps” in

| nternational O ass 25;% and “ni ghtclub services and
providing information in the field of nightclub services,
nanely |live entertai nnment event cal enders, |ocation
information and driving directions via the Internet” in

I nternational O ass 41 and “restaurant and bar services, and
providing information in the field of restaurant and bar
services, nanely food and drink nenus, location information
and driving directions via the Internet” in International
Class 45.% Applicant also seeks to regi ster CHEESEBURGER | N

PARADI SE and design in the follow ng form

al l eging June 1, 2002 as the date of first use and date of first
use in conmerce

3 Application Serial No. 78211430, filed on February 5, 2003
under Trademark Act Section 1(a), 15 U S.C. Section 1051(a), and
al l eging June 1, 2002 as the date of first use and date of first
use in commerce

* Application Serial No. 78211448, filed on February 5, 2003
under Trademark Act Section 1(a), 15 U S.C. Section 1051(a), and
al l eging June 1, 2002 as the date of first use and date of first
use in commerce. The application includes the follow ng
concurrent use statenent:

Registration linited to the area conprising the entire
United States except for the state of Hawaii pursuant
to the decree of the United States District Court for
the central District of California Western division,
Cv98-1730 CM (Al Jx), dated June 8, 1999. Concurrent
registration with Jimy Buffett, 424-A Flem ng Street,
Key West, Florida 33040 and Cheeseburger in Paradise,
Inc., P.O Box 10875, Lahai na, Hawaii .
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for “jewelry, lapel pins and watches” in International C ass
14;° “beverage gl assware, shot gl asses and foam drink
hol ders” in International Cass 21;° and “cl ot hing, namely
shirts, T-shirts, sweatshirts and baseball caps” in
I nternational dass 25.°

Regi stration of the marks in the above-identified
applications in all classes has been opposed by Cheeseburger
in Paradise, Inc. (“opposer”) on the ground of a |ikelihood
of confusion under Trademark Act Section 2(d), 15 U S.C
Section 1052(d), with its famly of marks which are conposed
of the followng: (1) opposer’s previously used and
regi stered marks CHEESE BURCGER | N PARADI SE and design in the

following form

°> Application Serial No. 78211425, filed on February 5, 2003 and
based on an assertion of a bona fide intent to use in comrerce
under Trademark Act Section 1(b), 15 U S.C. Section 1051(b).

® Application Serial No. 78211432, filed on February 5, 2003
under Trademark Act Section 1(a), 15 U S.C. Section 1051(a), and
al l eging June 1, 2002 as the date of first use and date of first
use in commerce

" Application Serial No. 78211449, filed on February 5, 2003
under Trademark Act Section 1(a), 15 U S.C. Section 1051(a), and
al l eging June 1, 2002 as the date of first use and date of first
use in comrerce
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CHEESE (%) BURGER

"l'.r"ﬂ“" I:"'“"I’_\" ":".-I'ulr 5 E

as used in connection with “restaurant and bar services” in
| nternational O ass 42,% and CHEESE BURGER and design in the

followng form

CHEESE @ BURGER

(hereinafter “Cheese Burger mark”) as used on “househol d
utensils, nanely, pots, frying pans, spatulas, serving
spoons, and m xi ng spoons; containers for household or
kitchen use; trivets; coasters not of paper or table |inen;
di shes; beverage gl assware; water bottles sold enpty; and
mugs” in International Cass 21 and “pronotional

nmer chandi se, nanely, ornanental novelty pins, ornanental

novelty buttons” in International Oass 26;° (2) opposer’s

8 Registration No. 1765057, issued on April 13, 1993 and reciting
Cctober 25, 1989 as the date of first use and date of first use
in coomerce. The registrationis linited to the area conpri sing
Hawai i pursuant to the decree of the United States District Court
for the Central District of California, Western Division, in
Civil Action No. CV 98-1730 CM (AlJx) and identifies applicant as
an excepted cconcurrent user. Applicant’s petition to cancel
this registration was instituted as Cancellation No. 92025148 and
remai ns pendi ng before the Board.

® Registration No. 2795196, issued Decenber 16, 2003 and reciting
February 1, 1990 as the date of first use and date of first use
in conmerce
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previously used “Cheese Burger mark” in connection with
“restaurant and bar services” in International O ass 42;%
and (3) opposer’s constructively used “Cheese Burger nmark”
for “headwear; footwear; and clothing, nanely, caps, shirts,
t-shirts, tanktops, blouses, jackets, coats, sweaters,
sweat shirts, shorts, pants, beachwear, sw mmear, sSw nsuits,
pareos, caps, visors, and hats” in International O ass 25.%
This case now cones up for consideration of the
follow ng notions: (1) applicant’s notion (filed April 29,
2004) for leave to anend his answer in Qpposition No.
91159413 to assert a conpul sory counterclaim (2)
applicant’s notion (filed April 29, 2004) for summary
judgnment in Qpposition No. 91159413; (3) applicant’s notion

(filed Cctober 7, 2004) for summary judgnent in Qpposition

0 pposer’s mark as used in connection with these services is the
subj ect of application Serial No. 75838294, filed Novenber 2,

1999 and reciting February 1, 1990 as the date of first use and
first use in comerce. Subsequent to the filing of opposer’s
notice of opposition that commenced Qpposition No. 91159413, this
application natured on February 3, 2004 into Registration No.
2810903. The registration includes a disclainmer of any right to
use CHEESEBURGER apart fromthe mark as shown.

1 pposer’s pl eaded “Cheese Burger mark” for “headwear; footwear:;
and cl ot hing, nanely, caps, shirts, t-shirts, tanktops, bl ouses,
jackets, coats, sweaters, sweatshirts, shorts, pants, beachwear,
SW maear, swinsuits, pareos, caps, visors, and hats” in
International Cass 25 is the subject of application Serial No.
75981924, filed Novenber 2, 1999 and based on an assertion of a
bona fide intent to use the mark in comrerce under Trademark Act
Section 1(b), 15 U S.C. Section 1051(b). Following the filing of
opposer’s statenment of use in this application, a final refusal
of registration based on |ikelihood of confusion under Section
2(d) with applicant’s Registration No. 1935684 for the mark
CHEESEBURGER I N PARADI SE in typed formfor “T-shirts and
sweatshirts” in International C ass 25 was issued on Cctober 25,
2004.
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No. 91161263; and (4) opposer’s notion (filed Cctober 27,
2004) to consolidate the above-referenced proceedi ngs. The
nmoti ons have been fully briefed.

Turning first to opposer’s notion to consolidate, the
Board notes that such notion was filed after the Board's
i ssuance of orders (on May 20, 2004 in Qpposition No.
91159413 and on Qctober 17, 2004 in Opposition No. 91161263)
suspendi ng the above-capti oned proceedi ngs pendi ng
di sposition of applicant’s notions for summary judgnent and
advising the parties that any papers which were not gernane
to the notions for summary judgnent woul d receive no
consideration. Although the notion to consolidate is not
germane to applicant’s notions for sunmary judgnent, the
Board notes that the parties were told in the notices
instituting each of the above-capti oned proceedings that, if
they are parties to other Board proceedi ngs involving
related marks, or if during the pendency of those
proceedi ngs they becone parties to such proceedi ngs, they
should notify the Board i mmedi ately so that the Board can
consi der whether consolidation is appropriate. Accordingly,
the Board wi |l consider opposer’s notion to consolidate.

The Board notes initially that applicant has filed his
answer in both of the proceedings for which consolidation is
sought. See TBMP Section 511 (2d ed. rev. 2004). The Board

may consol i date pendi ng cases that involve commobn questions
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of law or fact. See Fed. R Cv. P. 42(a); see also,
Regatta Sport Ltd. v. Telux-Pioneer Inc., 20 USPQ2d 1154
(TTAB 1991) and Estate of Biro v. Bic Corp., 18 USPQ2d 1382
(TTAB 1991). Inasmuch as the parties to the respective
proceedi ngs are the sane and the proceedi ngs invol ve conmobn
questions of law or fact, the Board finds that consolidation
of the above-referenced proceedings is appropriate.

In view thereof, opposer’s notion to consolidate is
hereby granted. (Opposition Nos. 91159413 and 91161263 are
hereby consolidated and may be presented on the sane record
and briefs.

We turn next to applicant’s notions for sunmary

j udgnent . 12

I n support thereof, applicant contends that, in
view of a settlenent agreenent in a civil action between the
parties, opposer is precluded from opposing registration of
applicant’s involved marks.®® In particular, applicant

contends that the district court found in a Septenber 16,

2 I nasnuch as applicant’s reply briefs in connection with his
notions for summary judgnment rebut argunents rai sed by opposer in
its briefs in response to the notions for sunmary judgnent and
clarify issues before us, we have considered those reply briefs.
See Trademark Rule 2.127(a). However, because Rule 2.127(a)
expressly prohibits the filing of any further papers in
connection with notions in Board inter partes proceedi ngs, we
have not consi dered either opposer’s sur-reply briefs or
applicant’s replies to opposer’s sur-reply briefs in connection
with the notions for summary judgnent.

13 The civil action is styled Janes W Buffett v. Cheeseburger in
Par adi se, Inc., Case No. CV 98-1730 CM (Al Jx), filed in the
United States District Court for the Central District of

Cal i fornia.
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1998 decision that applicant, having coi ned the phrase
“Cheeseburger in Paradise,” used his mark prior to opposer;
that the district court, noting that applicant coined the
phrase “cheeseburger in paradise” in a 1978 song that
applicant wote, recorded and perforned, found that
opposer’s use of the CHEESE BURGER | N PARADI SE mark for
restaurant and bar services was confusingly simlar to
appl i cant’ s CHEESEBURCGER | N PARADI SE nmark and therefore
ordered the cancell ation of opposer’s Registration No.
1765057; that the parties subsequently entered into a

settl enent agreenent in June 1999 whereby the parties agreed
that the geographic scope of opposer’s Registration No.
1765057 would be Iimted to the state of Hawaii and that
opposer woul d be barred fromobjecting to the use or

regi stration of applicant’s CHEESEBURGER | N PARADI SE mar ks,
except in certain limted situations that are not at issue
in this proceeding; that applicant has several pending
applications and owmns two registrations for CHEESEBURGER | N

PARADI SE mar ks, one of which is incontestable:;?* and that,

¥ The registrations of which applicant clains ownership in his
notions for sumrmary judgment are as follows:

Regi stration No. 1935684 for the mark CHEESEBURGER | N PARADI SE
intyped formfor “T-shirts and sweatshirts” in Internationa
O ass 25, issued Novenber 14, 1995 and alleging 1984 as the date
of first use and date of first use in comerce. Section 8
affidavit accepted, Section 15 affidavit acknow edged.

Regi strati on No. 2468644 for the mark CHEESEBURGER | N PARADI SE
in typed formfor “sandwi ches” in International O ass 30, issued
July 17, 2001 and alleging 1987 as the date of first use and date
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notw t hst andi ng t he foregoing, opposer filed notices of
opposition in which it asserted that its rights inits
“fam|ly” of Cheese Burger marks woul d be danaged by the

regi strations sought by applicant, but failed to nention in
the notices of opposition that its rights in its pl eaded

mar ks are substantially limted by the parties’ settl enent
agreenent. Applicant further contends that opposer does not
have a real interest in maintaining these proceedi ngs
because the district court has already determ ned that
applicant is the prior owner of the CHEESEBURGER | N PARADI SE
mar k; and that opposer cannot prove either prior use of its
mark or that it will be damaged by the registrations sought
by applicant. Applicant has included as an exhibit in
support of each of his notions a copy of the district
court’s decision in which it entered partial sunmmary

j udgnent agai nst opposer (as defendant in the civil action)
and ordered the cancell ation of opposer’s Registration No.
1765057. Accordingly, applicant asks that the Board enter
summary judgnent in his favor on opposer’s |ikelihood of

confusion claimand dismss these oppositions.

of first use in comerce. The registration includes a disclainer
of any exclusive right to use CHEESEBURCGER apart fromthe mark as
shown. The registration is |limted to the area conprising the
entire United States except for the state of Hawaii pursuant to
the decree of the United States District Court for the Central
District of California, Case No. CVv98-1730 CM (Al Jx), dated June
8, 1999.
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I n response, opposer contends that it does not object
to applicant’s registration of the word mark CHEESEBURGER | N
PARADI SE, but instead objects only to the registration of
the specific design nmarks at issue; that the district
court’s finding that applicant was the senior user of the
word mar k CHEESEBURGER | N PARADI SE is irrel evant because
opposer is not opposing registration of the word mark; that
the parties’ settlenent agreenent preserves opposer’s right
to oppose registration of applicant’s marks which viol ate
opposer’s rights; that opposer may rely on its rights in the
“Cheese Burger marks” in support of its Section 2(d) claim
agai nst applicant’s involved marks; and that there are
genui ne issues of material fact with regard to its Section
2(d) clainms. In support of its briefs in response, opposer
has included the declaration of its president, Laren
Gardner. Accordingly, opposer asks that the Board deny
applicant’s notions.

In reply, applicant contends that opposer’s argunents
violate the well-settled rule that marks shoul d be
considered in their entireties and not dissected into their
conponent parts; that there is no |ikelihood of confusion
between the marks at issue; and that it is fraudul ent for

opposer to seek relief via these opposition proceedings.

> To the extent that applicant’s reply brief in Cpposition No.
91159413 asks that sanctions be entered agai nst opposer, the
Board notes that the request is not subnmitted to the Board as a

10
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Appl i cant included excerpts fromthe parties’ settlenent
agreement in the civil action with his reply briefs.?!®

The purpose of sunmary judgnent is to avoid an
unnecessary trial where additional evidence would not
reasonably be expected to change the outcone. See
Pure Gold, Inc. v. Syntex (U S.A) Inc., 730 F.2d 624, 222
USPQ 741 (Fed. Cir. 1984). See also TBWMP section 528.01 (2d
ed. rev. 2004) and cases cited therein. Generally, summary
judgnent is appropriate in cases where the noving party
establishes that there is no genuine issue of material fact
which requires resolution at trial and that it is entitled
to judgnent as a matter of law. See Fed. R Cv. P. 56(c).
An issue is material when its resolution would affect the
out cone of the proceedi ng under governing |aw. See Anderson
v. Liberty Lobby, Inc., 477 U S. 242, 106 S. C. 2505
(1986); and Octocom Systens Inc. v. Houston Conputers
Services, Inc., 918 F.2d 937, 16 USPQ2d 1783, 1786 (Fed.
Cr. 1990). A fact is genuinely in dispute if the evidence

of record is such that a reasonable fact finder could return

separate filing and that applicant has not indicated that he has
conplied with the safe harbor requirenents of Fed. R Cv. P
11(c)(1). Accordingly, applicant’s request for entry of
sanctions is not properly before us and will receive no further
consideration. In any event, the Board does not award | egal fees
and/ or expenses. See Trademark Rule 2.127(f). See also TBMP
Section 502.05 (2d ed. rev. 2004).

1 Al'though applicant filed only excerpts fromthe settlenent

agreenent as exhibits in connection with his notions for summary
judgnent, applicant filed a conplete copy of the settlenent

11
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a verdict in favor of the nonnoving party. 1d. However, a
di spute over a fact that would not alter the Board s
decision on the legal issue will not prevent entry of
summary judgnent. See, e.g., Kellogg Co. v. Pack 'Em
Enterprises Inc., 951 F.2d 330, 21 USPQ2d 1142 (Fed. G
1991).

The question of whether applicant is entitled to
summary judgnent on the basis of the settlenent agreenent
requi res construction of the terns of the agreenent. W
have construed the agreenent in accordance with the | aws of
the State of California pursuant to paragraph 21 of the
agreenent. Applying the principles of contract construction
to this agreenent, we have no difficulty concluding that
applicant is entitled to judgnent dism ssing these
oppositions as a matter of law. The | anguage of the
agreenent is clear. The parties’ settlenent agreenent in
the civil action includes the follow ng rel evant portions.

As used herein, “the Mark” shall nean (1) [T]he

phrase CHEESEBURGER | N PARADI SE, or any mark

confusingly simlar thereto; and/or (2) any mark

t hat includes either the phrase ‘ Cheeseburger in

Par adi se’ or both of the words ‘cheeseburger’ and

‘ par adi se.’

Settl enent Agreenment at paragraph 1(d).
This Settlenment Agreenent inposes no restrictions

of any nature or kind on [applicant], and
[ opposer] shall not object to any use of the Mark

agreenent as an exhibit to each of his answers in the above-
capti oned proceedi ngs.

12
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anywhere in the world in any capacity by
[ applicant] except that

(i) .[Applicant] shall not use the Mark
(1) on or in connection wth the
operation or provision of any
restaurant, bar, nightclub, casino,

| odgi ng or resort services in [the state
of Hawaii, or in Mexico and Japan]; or
(2) as the nanme of any restaurant, bar,
ni ght cl ub, casino, | odging
establishment, or resort or separate
area therein.

(i) [Within Hawaii, Mexico and Japan
only, [applicant] shall not use the Mark
to refer to or identify a food itemon a
menu for an establishnment in those

geogr aphic areas, ...and shall not use
“Cheeseburger in Paradise” on a food
menu ot her than in an ornanental manner
with at |east, and no nore prom nently

t han, one ot her song, book, play title,
or other word mark of [applicant], or as
a mark for or in connection with

mer chandi se itens, provided other

mer chandi se itens wi thout that nmark al so
appear or are nentioned in the sane
section of the nenu;

(ii1) [Within Hawaii, Mexico and Japan
only, [applicant] shall not hand out or
di stribute nmenus other than those
perm ssi bly used under this Agreenent in
Hawai i, Mexico or Japan; and

(iv) [Applicant] shall not use or

di splay the Mark anywhere in the world
in the manner specifically depicted in
..Regi stration No. 1765057.

Settlement Agreenment at paragraph 7(a).?'’

" The settlenment agreenent expressly linmts opposer’s right to
use the CHEESE BURCGER | N PARADI SE nark in the United States to
restaurant and bar services in Hawaii, nmenu itens at those
restaurants, and pronotion of those restaurants. See Settl ement
Agreenment at paragraphs 4-5. The settlenent agreenent further
[imts opposer’s right to register the CHEESE BURGER | N PARADI SE
mark in the United States to restaurant and bar services and nenu
items in Hawaii. See Settlenent Agreenment at paragraph 6.

13
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[ Applicant] shall have the right to register or
apply to register the Mark anywhere in the world
for any goods and services, and [opposer] shal
not object to such registration, except that,

wi thin Hawaii, Mexico and Japan, [applicant] shal
not register or seeks to register the Mark: (i) on
or in connection with any restaurant, bar,

ni ght cl ub, casino, |odging establishnment or
resort; (ii) as the nanme of any restaurant, bar,
ni ght cl ub, casino, |odging establishnment or
resort; (iii) as the nane of any separate area
wthin a restaurant, bar, nightclub, casino,

| odgi ng establishment or resort; or (iv) as the
name of a food item appearing on a nenu.

Settl enment Agreenent at paragraph 8(a).

[ T]he Parties shall not interfere with or object

to, oppose, challenge, or seek to cancel the other

Party(ies)’ pending or future applications to

regi ster or registrations for the Mark for any

goods, services, or businesses, so |long as such

applications and registrations are permtted by,

and conply with, this Agreenent.
Settl| enent Agreenent at paragraph 9(b). 18

The wording in each of applicant’s involved marks
consists entirely of the phrase CHEESEBURGER | N PARADI SE.
As such, the involved marks are plainly within the purview
of the settlenent agreenent, and that settl enent agreenent
expressly precludes opposer from opposing registration of

applicant’s involved marks. Although the settl enent

agreenent permts opposer to object to, or take action

8 |'n addition, the parties have reserved each party’ s right to
object to, or take action against, the other for any actions that
are prohibited thereby and have stipulated that the parties wll
litigate any disputes arising fromthat agreenment in the state
and federal courts of the State of California and that the
parties have consented to the jurisdiction of, and venue in, the

14
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agai nst, any application containing the phrase CHEESEBURGER
| N PARADI SE that is prohibited thereby, a review of the
i nvol ved applications indicates that they are in conpliance
with the settlenent agreenent.?!®

Accordingly, we find that, under the agreenent, opposer
is precluded from opposing registration of applicant’s
i nvol ved marks. Based on the foregoing, we find that there
i's no genuine issue of material fact that opposer |acks
standi ng to oppose registration of applicant’s involved
mar ks, and that applicant is entitled to entry of judgnent
in his favor as a matter of [|aw

In view thereof, applicant’s notions for summary
j udgnent are hereby granted. The oppositions are dism ssed
W th prejudice.

We turn next to applicant’s notion for | eave to anmend

his answer in Opposition No. 91159413 to add a

California courts. See Settlenent Agreenment at paragraphs 12 and
22.

9 We note that applicant’s involved application Serial No.
78211448 for the mark CHEESEBURGER | N PARADI SE and desi gn for
“nightclub services and providing information in the field of

ni ghtclub services, nanely |ive entertai nment event cal enders,

| ocation information and driving directions via the Internet” in
International Cass 41 and “restaurant and bar services, and
providing information in the field of restaurant and bar
services, nanely food and drink nmenus, |ocation informtion and
driving directions via the Internet” in International C ass 45
seeks a registration, which is “limted to the area conprising
the entire United States except for the state of Hawaii,” in
accordance with the parties’ settlenent agreenent, while the
remai ni ng i nvol ved applications are geographically unrestri cted,
as permtted by such agreenent.

15
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counterclaim?® By such counterclaim applicant seeks to
restrict the geographic scope of opposer’s Registration Nos.
2795196 and 2810903, both of which are for the “Cheese
Burger mark,” in all classes to the state of Hawaii. 1In
response thereto, opposer argues that, pursuant to Trademark
Rul e 2.133(a), geographic limtations cannot be determ ned
in an opposition proceeding and instead can only be
determ ned in a concurrent use proceedi ng.

On June 7, 2004, applicant filed a “reply nenorandunt
in connection with his notion for |eave to anend his
pl eadi ng. However, he included a second anended answer and
count ercl ai m seeki ng cancel | ati on of opposer’s Regi stration
Nos. 2795196 and 2810903.2! (pposer, on June 10, 2004,
filed a response to the “reply nenorandum” Therein,

opposer contends that applicant’s reply nmenorandumis in

20 cur dismissal of opposer’s oppositions supra does not by
itself preclude applicant fromgoing forward as plaintiff in his
counterclainms. See, e.g., Syntex (U S A) Inc. v. EER Squibb &
Sons, Inc., 14 USPQ2d 1879 (TTAB 1990). In addition, we note
that, by his counterclaim applicant seeks to cancel or restrict
registrations for the “Cheese Burger mark” which is not the

subj ect of the parties’ settlenent agreenent.

21 Both the first and second amended answers and countercl ai ns,
were filed electronically via the El ectronic System for Tradenark
Trials and Appeal s (ESSTA) and contained no signature in the
signature block thereof. Followi ng the issuance of the Board's
August 27, 2004 order in Opposition No. 91159413, in which the
Board required applicant to submit signed copies of the first and
second anended answers and counterclains, applicant filed signed
copi es thereof on Septenber 23, 2004.

Nonet hel ess, the parties are advised that, under the Board's
recent decision in PPG Industries, Inc. v. Quardian Industries
Corp., __ UsSPQd __ (TTAB, QOpposition No. 91162329, February 3,

16
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fact a new notion for leave to anend its pleading and that
the new notion for |l eave to anend is not properly before the
Board. In particular, opposer contends that, by captioning
his June 7, 2004 filing as a reply nmenorandum applicant is
i nproperly seeking to prevent opposer fromrespondi ng
thereto; that the reply nmenorandum i ntroduces new argunments
which are inproperly raised in the context of a reply brief;
and that, because applicant’s reply nenorandumis in fact a
new notion, its filing is in violation of the Board s My
20, 2004 suspension order, which stated that any papers

whi ch are not germane to the notion for sunmary judgnent and
nmotion for |leave to anmend his pleading that applicant filed
on April 29, 2004 wll not be considered.

The Board agrees with opposer that applicant, by way of
his “reply nmenorandum” inproperly raises new argunents and
seeks to introduce a second anended pl eading in Opposition
No. 91159413. See Carbino v. West, 168 F.3d 32 (Fed. Cr
1999). As such, applicant’s “reply nmenoranduni is actually
a new notion for |eave to anend applicant’s pleading in that

proceedi ng. 2> Because the new notion is apparently intended

2005), the electronic signature on the ESSTA filing formis
considered to pertain to any signature in that filing.

22 Accordingly, applicant’s first notion for | eave to anmend his

pl eadi ng and first anended answer and counterclaimare deened to
have been withdrawn by the filing of the second notion and second
amended pl eadi ng.

In any event, opposer’s argunent that geographic limtations

are properly raised only in the context of concurrent use
proceedings is well-taken. See Trademark Rule 2.133(c). As

17
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to correct defects in applicant’s first anended answer and
counterclaim the new notion is germane to the first notion
for leave to anend his answer and therefore is properly
before the Board. However, because the new notion was
captioned as a reply nenorandum opposer believed that it
was prohibited fromfiling a brief in opposition thereto.
The Board further notes that the conpul sory
counterclaimin applicant’s second anended pleading in
Qpposition No. 91159413 seeks cancellation or restriction of
the sanme registrations on the sane grounds as he does in the
counterclaimthat he subsequently included as part of he
answer in Opposition No. 91161263.2 |f applicant failed to
tinmely plead his conpul sory counterclains in Opposition Nos.
91159413, he cannot circunvent that failure by asserting the
counterclains in Opposition No. 91161263. See Consol i dated
Foods Corporation v. Big Red, Inc., 231 USPQ 744 (TTAB
1986); 6 Wight, MIller, and Kane, Federal Practice and
Procedure Civil 2d, Section 1417 (1990); TBMP Section 313. 04
(2d ed. rev. 2004). Accordingly, before these proceedi ngs

go forward on the counterclaim the Board finds it necessary

such, the counterclaimthat applicant sought to add herein by way
of the first anended pl eadi ng could not be allowed under the
Trademark Rules, and applicant’s first notion for |eave to anmend
hi s pl eadi ng woul d have been denied. See Foman v. Davis, 331

U S 178, 182 (1962); Fed. R Cv. P. 15(a); TBMP Section 507.02
(2d ed. rev. 2004).

2 |t is unnecessary to file essentially the sane counterclaimin
each proceedi ng.
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to resolve the question of whether applicant may anend his

answer in Qpposition No. 91159413 to assert the conpul sory

counterclaimtherein. Therefore, we deemit appropriate to
defer consideration of applicant’s new notion for |eave to
file a second anended pleading to allow for full briefing

t her eof .

Opposer is allowed until twenty days fromthe nmailing
date of this order to file a brief in opposition to
applicant’s new notion for leave to file a second anended
pl eadi ng. %

Proceedi ngs herein otherw se remai n suspended.

24 Any reply brief in connection therewith is due in accordance
with Trademark Rule 2.127(a).
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