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By the Board:

This case now conmes up for consideration of (1)
opposer’s notion to anend the notice of opposition pursuant
to Fed. R CGv. P. 15(a); (2) applicant’s cross-notion to
di sm ss the case; and (3) opposer’s notion for sunmary
j udgnent .

By way of background, applicant applied to register the

mar k di spl ayed bel ow

! By this order, the caption of this proceeding has been amended
to reflect opposer’s correct nane. The parties should therefore
caption all further submni ssions in the above manner.



for “pre-cast concrete products for building, nanely, w ndow
sills, lintels, cornices, fireplace mantels, stepping
stones, well rings and covers, countertops, planters, postal
bases, panels, neter boxes, vaults, houses, curbstone, pier
caps, piers, parking | ot bunpers, |ight bases, custom
archi tectural designs, coping bandi ng, bal ustrades,
bal usters, rails, stairs, |andings, arches, keystones, grave
mar kers, nonunents, scul pture, fountains, coins” in
| nternational Oass 19.2 The mark was published for
opposition on Decenber 2, 2003.

On Decenber 29, 2003, a party identified as "Florida
Engi neered Construction Products Corporation” filed a
request to extend the tinme to oppose the involved
application. The Board granted the extension request. On
January 27, 2004, a party identified as "Cast-Crete,

formerly known as Fl orida Engi neered Construction Products

2 Application Serial No. 78030642, filed Cctober 14, 2000,
al l eging Cctober 2, 1997 as the date of first use anywhere and in
comer ce.



Corporation"” filed the notice of opposition. The notice of
opposition contains the follow ng salient allegations:

1. Cast-Crete Corporation of Florida . . . had
adopted and had used the trademark CAST CRETE
for a wide variety of concrete products,
including lintels, sills, manhol es, catch basin,
sl abs, beans, and bl ocks.

2. Cast Crete Corporation of Florida
first used the trademark CAST CRETE in
interstate comerce on August 30, 1962.

4. On or about January 31, 1987, Florida

Engi neered Construction Products Corporation
purchased Crete-Corporation of Florida

including all goodw Il and all marks associ at ed

therewith .

5. On or about January 1, 2004, Florida
Engi neered Construction Products Corporation
changed its nane to Cast-Crete Corporation

6. Cast-Crete Corporation assuned all goodw ||
and all marks associated with Florida Engi neered
Construction Products Corporation, including the
trademar k CAST CRETE

17. The term CAST CRETE, alleged to be used by

Applicant in association with concrete products,

is confusingly simlar in appearance, sound,

connotation and commercial inpression to CAST

CRETE, the trademark of Qpposer, used in

association with concrete products.

In its answer to the notice of opposition, applicant
denied the salient allegations and asserted vari ous
affirmati ve defenses.

We now turn to the notions pending before us.

Opposer’s Motion to Amend the Notice of Qpposition and
Applicant’s Cross-Mdtion to Dism ss the Case



Opposer now seeks to anend the notice of opposition to
name Fl orida Engi neered Construction Products Corporation as
the proper party plaintiff and to correct the Cast Crete
Corporation and Flori da Engi neered Construction Products
Corporation nmerger date from January 31, 1987 to Decenber 1
1995. (pposer argues that on August 23, 1962, Cast-Crete
Corporation (“Cast-Crete”) began using its trademark in
interstate commerce; that on Decenmber 1, 1995, Florida
Engi neered Construction Products Corporation nerged with
Cast-Crete, with Florida Engi neered Construction Products
Corporation acquiring the rights in the CAST-CRETE
trademark; that at the tinme opposer filed its notice of
opposition (January 27, 2004), it m stakenly believed that
Fl ori da Engi neered Construction Products Corporation had
changed its nane to Cast-Crete; that subsequent to the
filing of notice of opposition, Florida Engi neered
Construction Products Corporation |earned that it had not
changed its nane to Cast-Crete but that rather a wholly
owned subsidiary conpany of Florida Engi neered Construction
Products Corporation, Anrerican Enterprise Solutions, had
changed its nane to Cast-Crete on February 26, 2004; that
the identification of Cast-Crete was a m stake; that the
proper party in interest is Florida Engi neered Construction
Products Corporation; that the proposed anendnent shoul d be

al | owed because it does not involve the substitution of a



different party; and that applicant will not be prejudiced
because during the course of the proceedi ng, applicant has
been aware of the existence of Florida Engi neered
Construction Products Corporation. |In support of its
nmotion, applicant has submtted the declaration of M. Craig
M Parrino, Vice President of Engineering of Florida
Engi neered Construction Products Corporation with various
exhi bits attached thereto attesting to the above facts; an
anended notice of opposition, and the declaration of M.
Ral ph W Hughes, Chairman of Florida Engi neered Construction
Product s Cor porati on.

In response, applicant argues that opposer has
subm tted no evidence that Florida Engi neered Construction
Products Corporation, and Anerican Enterprise Solutions are
related entities, and that because opposer failed to use
diligence inits filing of the notice of opposition, the
case should be dism ssed.

Qpposer’s notion to anend its pleading and
applicant’s notion to dism ss present the sane issue,
that is whether the msidentification of Cast-Crete in
the notice of opposition is a type of m stake
contenplated by Fed. R Cv. P. 15(a) such that the
Board nmay now al | ow opposer to anend the notice of
opposition to nane Florida Engi neered Construction

Products Corporation as party plaintiff. Based on the



record before us, we find that opposer's

m sidentification of the opposer in the notice of
opposition is the type of m stake which nay be
corrected.

Under Fed. R Cv. P. 15(a), leave to anend pl eadi ngs
shal|l be freely given when justice so requires. The Board
liberally grants | eave to anmend pl eadi ngs at any stage of
t he proceedi ng when justice requires, unless entry of the
proposed anendnment would violate settled | aw or be
prejudicial to the rights of the adverse parties or parties.
Section 512.04 of the TBMP (2d ed. rev. 2004) states in
rel evant part:

When it is shown to the satisfaction of the

Board that a party in whose nane a Board

proceedi ng conplaint was filed was m sidentified

therein by m stake, the Board nmay all ow

anendnent of the conplaint, or pursuant to Fed.

R Cv. P. 15(a), to correct the

m sidentification and/or to substitute the

proper party in interest.

For exanple, in Davidson v. Instantype, Inc., 165 USPQ
269 (TTAB 1970), the Board applied Rule 15(a) and
permtted opposer to anend its notice of opposition to
substitute the real party in interest where it was
shown that the incorrect party was naned due to a

m stake. In that case, the opposition was filed in

the name of an individual. Wile taking the testinony

of opposer, it becane clear that the proper plaintiff



was not the individual named in the notice of
opposition, but rather a corporation where the

i ndi vi dual worked. It also becane evident that the
named i ndividual and his wife owned the stock in the
corporation. The Board, after determning that the
corporation controlled the use of the trademark at
issue in the case, allowed opposer tine to substitute
the party plaintiff. As the Board renarked:

In the instant case, it is apparent that
the filing of the notice of opposition in
the nane of the individual rather than in
the nane of the corporation which he
represents occurred because of an innocent
m sconcepti on made either by M. Davidson
or his attorney. Since Rule 15 of the
Federal Rules of Civil Procedure provides
that | eave to anend "shall be freely given
when justice so requires” it is our opinion
t hat opposer should be granted | eave to
anend its opposition to substitute the
proper party-in-interest and that applicant
wi |l not be unduly prejudiced thereby.

ld. at 271.

In addition, Trademark Rule 2.102(b), which pertains to
m sidentifications in extensions of tinme to oppose, provides
a useful analogy. The rule states in relevant part:

Any opposition filed during an extension of
time should be in the name of the person to
whom t he extension was granted, but an
opposition may be accepted if the person in
whose nane the extension was requested was
m sidentified through m stake or if the
opposition is filed in the nane of a person
in privity with the person who requested
and was granted the extension of tine.



To illustrate an application of this rule, in Custom
Comput er Services Inc. v. Paychex Properties Inc., 67
USPQ2d 1638 (Fed. Cir. 2003) a party identified as
"Cust om Conputer Services, Inc., fornmerly known as The
Payrol|l People"” filed two requests to extend the tine
to oppose the involved application. The Board granted
each extension request. Thereafter, a party
identified as "The Payroll People, Inc." filed the
noti ce of opposition. The Board, failing to note the
difference in the identification of the parties who
filed the extension requests and notice of opposition,
instituted the proceedi ng without requesting an
expl anation, and naned Custom Conputer Services, Inc.
as opposer. Qpposer sought to anend the notice of
opposition to nane The Payroll People, Inc. as party
plaintiff. The Board granted applicant's notion to
di sm ss, and deni ed opposer's notion for |eave to
anend the notice of opposition to correct the party
plaintiff on the ground that The Payroll People, Inc.
failed to denonstrate the requisite privity with
Cust om Conput er Services, |Inc.

On appeal, the Federal G rcuit reversed the
Board finding that while substantial evidence

supported a finding of a lack of privity, a m stake



was made within the paraneters of the rule. The
court’s reasoning was as foll ows:

It is not the case that the entity nanmed in
the extensions is a “different existing

| egal entity.” Cass Logistics, 27 USPQd at
1077 (enphasis added). The PTO s reliance
on Cass Logistics is thus unsound, as there
were two i ndependent existing |egal
entities involved in that case. Her e,

t here never has been an entity naned
“Cust om Conputer Services, Inc., formerly
known as The Payroll People.” There is an
entity presently naned * Cust om Conput er

Services, Inc.,” but it was never fornmerly
known as “The Payroll People.” Instead, we
have here a m stake in the formof one
entity’'s nanme, i.e., Payroll People, a

m st ake consistent with the PTO s
definition of a mstake. To be sure, the

m st ake that occurred here was an incorrect
belief that a corporate nanme had changed.
However, that was a m stake as to the form
of the correct entity, not an attenpt to
substitute one entity in the place of a
different existing legal entity.
Accordingly, all evidence unanbi guously
supports the finding that the m stake in
this case was one within the neani ng of
82.102(b), and the decision of the Board
was therefore |acking in substantial

evi dence.

The circunstances presented here are
simlar to both cases discussed above. The
declaration of M. Craig Parrino, vice president
of Engi neering of Florida Engi neered
Construction Products Corporation, clearly
states that the identification of Cast-Crete in
the notice of opposition was an innocent

m st ake, and was a mstake in the formof the



entity, not an attenpt to substitute an entirely
different conpany. According to M. Parrino,
whi | e searching corporate records in order to
respond to applicant's discovery requests, he

| earned that his good-faith belief regarding the
date of the corporate nerger as well as the nane
change was erroneous, and was due to "a m stake
and/ or an innocent m sconception” on his part.
Mor eover, based on the record before us, the

m stake in the identification of opposer and
nmerger date has not unduly prejudiced applicant
in ternms of taking discovery or otherw se
defending itself against the opposition. Thus,
by applying Rule 15(a) to the present case and
the sanme principles enbodied 2. 102(b), justice
woul d require allow ng opposer to correct its

m st ake.

In view thereof, opposer’s notion to anend the notice
of opposition to nane Florida Engi neered Construction
Products Corporation as the proper party in interest is
hereby granted and applicant’s notion to dismss is denied.

Opposer’ s anended notice of opposition is now the operative



pleading in this case.?
1. Opposer's Motion for Summary Judgnent

Next, we consi der opposer's notion for summary judgnment
on the grounds of I|ikelihood of confusion and priority. On
t he issue of |ikelihood of confusion, opposer maintains that
i nsofar as opposer's first set of adm ssion requests have
been deened adm tted by applicant, applicant has adnmtted to
a likelihood of confusion between the parties' respective
marks.* As to the issue of priority, opposer contends that
it has conclusively established that through its predecessor
in interest and the evidence submtted with its notion that
opposer first used its mark CAST-CRETE in interstate
commer ce on August 30, 1962, and that such use has been
continuous.® In support of its notion for sunmary judgnent,
opposer has attached the declarations of M. Craig Parrino,
vi ce president of opposer and M. Ral ph W Hughes, chairman
of opposer, with various exhibits attached thereto; as well

as excerpts fromthe discovery deposition transcripts of M.

® Wth regard to opposer’s request that the exhibits attached to
the original notice of opposition “remain of record,” opposer is
advi sed that exhibits attached to a pleading are not evidence on
behal f of the party to whose pl eading they are attached unl ess
they are thereafter, during the time for taking testinony,
properly identified and introduced in evidence as exhibits. See
Trademark Rule 2.122(c).

* On Decenber 15, 2004, the Board granted as conceded opposer's
notion to deemadnitted its first set of admission requests. See
Fed. R Gv. P. 36(a) and Trademark Rule 2.127(a).

®> (pposer states that it inadvertently allowed its federa

Regi stration No. 0836555 to expire.



Gail Brewer, president of applicant and Gen S. Petrosso, a
corporate representative of applicant; opposer's first set
of requests for adm ssions; and opposer's first set of
interrogatories and applicant's responses thereto.

Applicant, in response to opposer's notion for summary
j udgnent, argued the issue of |ikelihood of confusion onits
merits, and does not address opposer's assertions regarding
the effect of applicant's adm ssions. On the issue of
priority, applicant maintains that the "key test" is whether
"the first user's market penetration at the tine of the
second user's entry is significant enough to pose a real
I'i kel i hood of confusion"; that opposer has failed to
denonstrate prior use under this standard; that in addition
opposer's interstate use of its mark has been sporadi c and
not continuous; and that opposer's docunentation is
insufficient for establishing prior use. Applicant
submtted with its responsive brief the declaration of M.
Br ewer .

Inits reply brief, opposer contends that applicant has
applied the wong test for priority. QOpposer submtted
therewith a second declaration fromM. Parrino regarding
opposer's inadvertent expiration of its federal
regi stration

Before further discussing the nerits of opposer's

summary judgnent notion, we will consider applicant's



objections to the declarations of M. Craig Parrino and M.
Ral ph W Hughes, and the exhibits attached thereto.
Appl i cant has objected to the declarations and a nunber of
the exhibits of the grounds that they contain inadm ssible
hearsay statenents and are irrel evant.

Applicant's objections are overruled. Wth respect to
applicant's hearsay objections, the statenents of both
decl arants were nade with personal know edge and not based
on out-of-court statenents of persons other than the
decl arants. See Fed. R Evid. 802. Moreover, the
decl arations and exhibits attached thereto are being
submtted for the purpose of showi ng prior use, the extent
of opposer's use of its mark throughout the United States,
and public recognition of opposer's mark. See Fed. R Evid.
802. As to applicant's objections on rel evancy, the
decl arations and exhibits submtted therewith are clearly
relevant to the issues |likelihood of confusion and priority
presented in this case. See Fed. R Evid. 402.

W will now di scuss whether sunmary judgnment is
warranted in this case. Sunmary judgnent is an appropriate
met hod of di sposing of cases in which there are no genui ne
i ssues of material fact in dispute, thus |leaving the case to
be resolved as a matter of law See Fed. R Cv. P. 56(c).
A party noving for sunmary judgnent has the burden of

denonstrating the absence of any genuine issue of materi al



fact, and that it is entitled to sunmary judgnent as a
matter of law. See Celotex Corp. v. Catrett, 477 U S. 317,
106 S.Ct. 2548 (1986). The nonnoving party must be given
the benefit of all reasonable doubt as to whether genuine
i ssues of material fact exist, and the evidentiary record on
summary judgnent, and all inferences to be drawn fromthe
undi sputed facts, nmust be viewed in the |ight nost favorable
to the nonnoving party. See OQpryland USA, Inc., v. Geat
American Miusic Show, Inc., 970 F.2d 847, 23 USPQRd 1471
(Fed. Cr. 1992). Wen the noving party's notion is
supported by evidence sufficient to indicate that there is
no genui ne issue of material fact, and that the noving party
is entitled to judgnent, the burden shifts to the nonnoving
party to denonstrate the existence of specific genuinely-
di sputed facts that nust be resolved at trial. The
nonnmovi ng party may not rest on the nere allegations of its
pl eadi ngs and assertions of counsel, but nust designate
specific portions of the record or produce additional
evi dence show ng the existence of a genuine issue of
material fact for trial.

A plaintiff noving for summary judgnment in its favor on
a Section 2(d) claimnust establish that there is no genui ne
dispute that (1) it has standing to maintain the proceeding;
(2) contenporaneous use of the parties' respective marks on

their respective goods would be |ikely to cause confusion,



m st ake or to deceive consuners; and (3) it is the prior
user of its pleaded nmark. See Hornbl ower & Weeks, Inc., V.
Hor nbl ower & Weeks, Inc., 60 USPQ2d 1733 (TTAB 2001).

We first turn to the facts alleged in opposer's
requests for adm ssion, which stand adm tted pursuant
to the Board' s Decenber 15, 2004 order. The facts
establ i shed by applicant's adm ssions include the
followng: that applicant did not use its mark in
interstate commerce until COctober 2, 1997 (adm ssion
no. 2); that applicant uses its mark in connection
wth sills, window sills, thresholds, parking
bunpers, sl abs, beans, and scuppers (adm ssion nos.
3-10); that the parties' goods are sold through the
sane trade channels and to the sane types of
purchasers (adm ssion nos. 11 and 12); and that the
parties' marks are identical in sound, pronunciation,
meani ng and comrerci al inpression (adm ssion nos. 13,
14 and 15). These adm ssions denonstrate that no
genui ne issue of material fact exists as to opposer's
pl eaded claimof |ikelihood of confusion under
Section 2(d) of the Trademark Act.

The adm ssion requests, however, by thenselves do not
establish opposer's priority. As to that issue, we find
t hat opposer has satisfied its burden on summary judgnent of

denonstrating prior use by virtue of the evidence it has



submtted in conjunction with its notion for sunmary
j udgnent .

Before turning to a discussion of this evidence, we
note that opposer is correct that applicant has argued its
case under the wong standard for assessing priority in
Board proceedings. To establish priority on a likelihood of
confusi on cl ai m brought under Trademark Act Section 2(d), a
plaintiff nust prove that it owns "a mark or trade nane
previously used in the United States ... and not
abandoned...." Trademark Act Section 2(d), 15 U S.C. Section
1052(d). The geographic extent of such use is irrel evant
except in the context of a concurrent use proceeding. See
Pinocchio’s Pizza Inc. v. Sandra Inc., 11 USPQRd 1227 (TTAB
1989). A plaintiff may establish its own prior proprietary
rights in a mark through actual trademark use or through use
anal ogous to trademark use, such as use in advertising
brochures, trade publications, catal ogues, newspaper
advertisenents and Internet websites which creates a public
awar eness of the designation as a trademark identifying the
party as a source. See Trademark Act Sections 2(d) and 45,
15 U.S.C. Section 1052(d) and 1127; T.A B. Systens v. PacTel
Teletrac, 77 F.3d 1372, 37 USPQ2d 1879 (Fed. Cir. 1996),
vacating Pactel Teletrac v. T.A B. Systens, 32 USPQ2d 1668
(TTAB 1994). Thus, applicant's argunents regardi ng nmarket

penetration are irrel evant here.



Furthernore, applicant's assertion that opposer nust
denonstrate continuous use of its pleaded mark in order to
prevail on the issue of priority is msplaced. |In Wst
Florida Seafood Inc. v. Jet Restaurant, Inc., 31 USPQ2d 1660
(Fed. Cir. 1994), the Federal Crcuit, in reversing the
Board, held that a plaintiff in a Board proceedi ng need not
show conti nuous use unless the defendant is asserting the
affirmati ve defense of abandonnent. The Court, in reaching
its conclusion, highlighted the follow ng | anguage fromthe
Trademark Act:

The governing statute does not speak of

"conti nuous use," but rather of whether the mark

or trade nane has been "previously used in the

United States by another and not abandoned." 15

U S.C. Section 1052(d)(enphasis in original).

In this particular case, applicant has not asserted the
affirmati ve defense of abandonnment. Furthernore, we find
t hat opposer has denponstrated use of its mark at |east as
early as 1996 which is sufficient to show use prior to the
Oct ober 14, 2000 filing date of the involved application
whi ch, in the absence of any proof of earlier use, is the
earliest date on which applicant is entitled to rely.
According to the declarations of M. Parrino and M. Hughes,
opposer first used the mark CAST-CRETE in interstate
commer ce on August 30, 1962, and such use has been

continuous. Docunentary evidence of such use includes a

phot ograph from a publicati on show ng the mark CAST- CRETE



inprinted on a box containing opposer’s goods dated Apri
1977, submtted as Exhibits 21 and 22 to the declaration of
M . Hughes; photographs froma publication show ng the mark
CAST- CRETE i nprinted on a box containing opposer’s goods
dated 1974-1981, submtted as Exhibits 24 and 25 to the
declaration of M. Hughes; a photograph of a truck inprinted
with the mark CAST- CRETE transporting opposer's goods froma
publication dated “Fourth Quarter 1990”, submtted as
Exhibit 34 to the declaration of M. Hughes and acconpani ed
by the statenent in the declaration that the trucks are used
to transport opposer's goods in interstate comrerce; and a
phot ograph of a truck inprinted with the mark CAST- CRETE
transporting opposer's goods froma publication dated July
1, 1996, submitted as Exhibit 38 to the declaration of M.
Hughes and acconpani ed by the statenent in the declaration
that the trucks are used to transport opposer's goods.
Based on this evidence, opposer has established its claimof
priority.

Further, we find that the evidence of opposer's prior
use of the CAST-CRETE mark shows, and there is no dispute,
t hat opposer has standing to bring this case. As such, no
genui ne issue of material fact exists on the issue of

st andi ng.



Based on the foregoing, we find that there is no
genui ne issue of material fact and that confusion is |ikely
to result as a matter of law. See Fed. R Civ. P. 56(e).°

Accordingly, in view of the foregoing, the opposition
is sustained, and registration of applicant's mark is

r ef used.

® Applicant’s request to “nodify its application to limt the
goods . . . so as to avoid a |likelihood of confusion” in the
event that the Board determ nes that opposer has met its burden
of proof on sunmary judgnent is denied. Applicant has nmade no
formal notion to anend its application but has nerely attenpted
to reserve the right to nodify its application in an attenpt to
avoi d judgnent.



