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By the Board:
Backgr ound
On Novenber 5, 2002, Mchles & Booth, P.A (hereinafter
“applicant”) filed an application for the mark DON T BE A
VICTIM TWCE for services described as “advertising of |aw
firnmt based on an alleged bona fide intention to use the
mark in comrerce.® During the course of examnation, the
exam ning attorney issued an O fice action in which he
i ndi cated the follow ng:
The wordi ng “advertising of law firni in the
recitation of services is unacceptable as indefinite.
It does not appear fromthe record that the applicant
intends to be in the business of advertising law firns
for others but rather intends to offer services of a
law firmin relation to the proposed mark. For
exanpl e, the wording “services of a law firm nanely

| egal services” is acceptable and may be adopted, if
accur at e.

! Application Serial No. 78181658, filed Novenber 5, 2002.
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Appl i cant responded that it was not in the business of
advertising law firns for others and anended its recitation
of services to that proposed by the exam ning attorney. The
mar k was subsequently published for opposition.

Mur phy Law Fi rm (herei nafter “opposer”) opposed
regi stration based on allegations of priority of use of the
identical mark for “legal services” and a |likelihood of
confusion due to applicant’s mark for its |egal services;
the i nproper broadening of applicant’s recitation of
services in the involved application; and applicant’s |ack
of bona fide intent to use its mark in comerce in
connection with the services identified in the application
as originally filed.

Applicant, in its answer, denied the salient
all egations of the notice of opposition and asserted the
affirmati ve defenses of estoppel and |ack of standing.?

This case now cones up for consideration of opposer’s
motion (filed on August 3, 2004) for summary judgnent on the
i ssue of whether applicant inproperly broadened the
recitation of services in the involved application or, in
the alternative, whether applicant | acked a bona fide intent
to use the mark in connection with the services as

originally identified; and applicant’s cross-notion (filed

2 Al though applicant also pleaded the affirmative defense of
uncl ean hands, the Board, on June 14, 2004 granted opposer’'s
nmotion to strike such defense.
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Septenber 14, 2004) for summary judgnent in its favor on
those two issues as well as for summary judgnent on the
i ssue of priority of use. The notions have been fully
briefed by the parties.?

Summary judgnent is an appropriate nethod of disposing
of cases in which there is no genuine issue of material fact
in dispute, thus |leaving the case to be resolved as a matter
of law. See Fed. R Cv. P. 56(c). The party noving for
summary judgnent has the initial burden of denonstrating the
absence of any genuine issue of material fact. See Cel otex
Corp. v. Catrett, 477 U.S. 317 (1986), and Sweats Fashi ons
Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQd 1793
(Fed. Cr. 1987). A factual dispute is genuine, if, on the
evi dence of record, a reasonable finder of fact could
resolve the matter in favor of the non-noving party. See
Opryland USA Inc. v. Great American Music Show Inc., 970
F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992), and O de Tyne
Foods Inc. v. Roundy's Inc., 961 F.2d 200, 22 USPQ2d 1542
(Fed. Cr. 1992). The evidence nust be viewed in a |ight
nost favorable to the non-novant, and all justifiable

inferences are to be drawn in the non-novant’s favor. See

3 Applicant’s consented notion (filed Septenber 3, 2004) to
extend its time to respond to opposer’s notion for sumary
judgnent is hereby approved; and opposer’s consented notion
(filed Septenber 21, 2004) to extend its tinme to file a reply
brief for its summary judgment notion is hereby approved.
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LI oyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25
UsP@d 2027 (Fed. G r. 1993), and Opryland USA, supra.

The nmere fact that both parties have filed notions for
summary judgnent does not necessarily nean that there is no
genui ne issue of material fact, and that trial is
unnecessary. See University Book Store v. University of
W sconsin Board of Regents, 33 USPQRd 1385 (TTAB 1994); and
10A Wight, MIller & Kane, Federal Practice & Procedure:
Gvil 3rd, § 2720 (1998).

St andi ng

We turn first to the question of if there is a genuine
issue of material fact as to whether opposer has standing to
bring this opposition. In Rtchie v. Sinpson, 170 F. 3d
1092, 50 USPQ2d 1023 (Fed. Cir. 1999), the Court of Appeals
for the Federal Crcuit enunciated a |iberal threshold for
determ ning standing, that is, whether one's belief that one
wll be (is) damaged by the registration is reasonable and
reflects a real interest in the case.

In its notion, opposer has provided the declaration of
Peyton P. Miurphy, a principal in opposer’s law firm who
decl ares that opposer has continuously used DON T BE A
VICTIM TWCE as a service mark for | egal services since
before the Novenber 5, 2002 filing date of the involved
application. Specifically, M. Mrphy avers that opposer’s

tel evision commercial using the phrase DON T BE A VI CTI M
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TWCE aired at least as early as July 15, 2002 and, since
then, it has aired two hundred to three hundred tines per
year; and that opposer has also used the phrase in
advertising in the yell ow pages and on its letterhead
stationery since before Novenber 5, 2002, and continuing to
the present. In support of its notion, opposer includes a
copy of the television broadcast invoice and a copy of
opposer’s brochure.

In response, applicant argues that opposer does not
have standi ng because applicant first used DON T BE A VICTIM
TWCE in 2001 and opposer first used the sane mark in 2002;
t hat because applicant has prior use of the service nark,
opposer cannot denonstrate that it will suffer danage if
applicant registers the mark; and that, as such, opposer
does not have standing to bring this opposition.

Wil e not pleaded as a basis for its standi ng, opposer
argues in reply that it has conclusively denonstrated its
standing by submtting evidence of its use of the identical
mark in connection with [ egal services prior to the filing
date of the involved application. Opposer has submtted a
copy of the Ofice action notifying it of the suspension of
opposer’ s application* pending determination of the

registrability of the involved application.

* Application Serial No. 78251783, filed May 19, 2003.
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It is pointed out that applicant’s argunents are
directed to the issue of priority of use rather than
standi ng, which requires only a showng of a real interest
to bring this proceeding. Qpposer’s subm ssion of the
O fice action referenced above sufficiently denonstrates
that, contrary to applicant’s contentions, there is no
genui ne issue of material fact as to opposer’s standing in
that it has a real interest in this proceeding. See
Cunni ngham v. Laser CGolf Corp., 222 F.3d 942, 55 USPQd 1842
(Fed. GCr. 2000); and The Hartwell Co. v. Shane, 17 USPQd
1569 (TTAB 1990).

Cross-Motions for Summary Judgnent on the |Issue of whether
Appl i cant | nproperly Broadened the Recitation of Services in
the I nvol ved Application

Opposer mai ntains that applicant’s anendnment of the
recitation of services in its involved application
effectively constitutes a whol esal e repl acenent of
applicant’s original recitation (advertising services) with
a conpletely different recitation (legal services). Opposer
further argues that the standard in ex parte cases--that an
applicant can anmend the application to clarify or limt, but
not to broaden, the recitation of services--should apply to
inter partes cases as well. Opposer’s rationale is that if
a broadeni ng anendnment is permtted, prejudice nmay result
against third parties who search the USPTO records during

t he period between the original filing date and the entry of
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t he anmendnent and act, or do not act, in reliance on the
original recitation of services.

I n response, applicant provides the declaration of
Marcus J. Mchles, Il, a principal in applicant’s law firm
who declares that the original recitation of services in the
i nvol ved application was intended to reflect applicant’s
intent to use the service mark in its efforts at marketing
the | egal services applicant provides; that in response to
the examning attorney’s statenent that the wording of the
recitation of services was indefinite, applicant anmended its
recitation of services to that suggested by the exam ning
attorney, who then accepted the anmendnent. Applicant relies
on TMEP § 1402.07(b) (3d ed. Rev. 2), to support its
posi tion.

In reply, opposer argues that the word “adverti sing”
identifies a well-recogni zed, separate service for which
applicants may apply to register nmarks.

In this case, we agree with applicant that its
anendnent is permssible to clarify an anbiguity. As stated
in TMEP § 1402.07(b) (3d ed. Rev. 2), in pertinent part:

An applicant may anend an anbi guous identification

of goods or services (i.e., an identification that

fails to indicate a type of goods or services) in

order to specify definite goods or services within

the scope of the indefinite term nol ogy....

Li kewi se, if the applicant includes wording in an

indefinite identification of goods or services

that, in context, is obviously surplus, the

applicant nmay anend the identification to specify
goods or services within the scope of the
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indefinite termnology. In many cases, the
surplus wording will not restrict the range of
perm ssi bl e anendnent s.

Exanple - If the applicant begins an
indefinite identification of goods with
surplus wordi ng such as “sale of . . .,

“publishing of . . .,” “advertising of

. .," “manufacture of . . .,” or simlar
wor di ng, the applicant may anmend to
specify either goods or services within
the scope of the existing
identification. However, the specific
ternms used to preface the goods do
establish some limtation as to scope.
“Sale of” may justify an anmendnent to
retail or mail order services for

speci fic goods, but not to custom

manuf acturing or advertising agency
services related to those goods.

Opposer’s argunents woul d have sonme nerit if
applicant had initially identified its services in the
application as “advertising services of lawfirm” W
find, however, that as a matter of |aw, applicant
properly clarified its ambiguous recitation of services
rat her than inpermssibly broadening such. The anended
recitation, that is “services of a law firm nanely
| egal services,” is the operative recitation of

servi ces.

Accordi ngly, opposer’s notion for summary judgnent
on this issue is denied and applicant’s cross-notion

for sunmary judgnment on this issue is granted.
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Cross-Motions for Summary Judgnent on the Alternative |ssue
of whether Applicant Lacked a Bona Fide Intent To Use the
Mark in Connection with the Services as Oiginally

| dentified

In the alternative, opposer argues that applicant
admtted, in response to opposer’s request for adm ssion,
that it did not have a bona fide intent to use the mark in
connection with “advertising of law firnf and, in response
to the examning attorney’s O fice action, stated that “[i]t
is true that we are not in the business of advertising |aw
firms for others. W only intend to offer the services of a
law firmin relation to the proposed mark.” Opposer has
i ncluded a copy of applicant’s signed response to opposer’s
request for adm ssion, and a copy of applicant’s response to
the exam ning attorney. As such, opposer argues that
applicant did not have the requisite bona fide intent to use
the mark on the services recited in the application as
originally filed.

| nasmuch as we have determ ned that applicant properly
anended its initially anbiguous recitation of services from
“advertising of law firn’ to “services of a law firm nanely
| egal services,” opposer’s notion for sunmary judgnment on
the alternate ground that applicant |acked the requisite
bona fide intent to use the mark in connection with

“advertising of law firnf is not well taken.
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Accordi ngly, opposer’s notion for sunmary judgnment on
this issue is denied; and applicant’s cross-notion for
summary judgnent on this issue is granted.

Applicant’s Mtion for Summary Judgnent on the |Issue of
Priority of Use

Pursuant to Section 2(d) of the Trademark Act, a
plaintiff nust assert, and then prove, at trial or on
summary judgnent, that defendant’s mark, as applied to its
goods or services, so resenbles plaintiff’s previously used
or registered mark or its previously used trade nane as to
be likely to cause confusion, m stake or deception. It is
noted that the only real issue raised in applicant’s notion
for summary judgnment, and in opposer’s response, is the
guestion of priority of use. Neither party has attenpted to
establish that a genuine issue of material fact exists in
regard to the question of likelihood of confusion, since in
essence the parties claimrights in the identical mark for
i denti cal services.

Applicant has included with its notion the declaration
of Marcus J. Mchles, Il, a principal in applicant’s |aw
firm who declares that in |late 2001, he created the phrase
DON'T BE AVICTIMTWCE to be used as a service mark in
connection with the firms advertising efforts for its |egal
services; that in Decenber 2001, the firmarranged for the
production of a television advertisenent using the mark

DONT BE AVICTIMTWCE for its |egal services which aired

10
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for the first time on Decenber 31, 2001, and ran for a
mont h; that since that tinme applicant has continued using
the mark in connection with its services and has expanded
its use to print and radi o adverti sing.

In support of its notion, applicant includes copies of
its business records relating to the television, radio and
print advertisenents, specifically (i) an invoice from
Vi si on Design Productions, dated Decenber 18, 2001,
referencing two thirty second tel evision conmmercials; (ii)
undated transcripts of radio advertisenents; (iii) print
advertisenents, including one dated April 11, 2003; and (iv)
i nvoi ces showi ng advertising in these nedia during the tine
frame of February 12, 2002 to March 14, 2004.

I n response, opposer argues that applicant has not
i ndi sputably established a date of use as a service mark
prior to opposer’s July 15, 2002 date of use and, therefore,
cannot claimpriority over opposer. In particular, opposer
mai ntai ns that applicant has not nmade of record speci nens of
its clainmed use via radio and tel evision comrercials and,
therefore, has not established that such usage constitutes
service mark usage (as opposed to descriptive,
informational, or generic usage). |In addition, opposer
argues that the print advertisenents for which applicant has
provi ded copi es show dates of such use that are subsequent

to opposer’s use of July 15, 2002. Further, opposer submts

11



Opposition No. 91159613

t hat opposer’s explicit statenent that its use was “at | east
as early as July 15, 2002” plainly allows for the
possibility at sonme future tinme in this proceeding to subm't
evi dence of use earlier than July 15, 2002. Opposer
concludes that the insufficiency of the evidence submtted
by applicant to establish applicant’s use of the termDON T
BE AVICTIMTWCE results in a genuine issue of materia

fact with respect to priority of use.

In reply, applicant argues that opposer has failed to
put forward evidence necessary to support its claim of
priority of use. Specifically, applicant naintains that
applicant has cone forward with evidence that it first used
DON'T BE A VICTIMTWCE in commerce on or about Decenber 31,
2001, and that it has continued to use the mark in the
mont hs and years that followed. Applicant further argues
that despite having the opportunity to do so, opposer has
failed to come forward with any evidence of its own use
prior to Decenber 31, 2001; and that the only evidence
opposer has produced indicates that opposer’s first use is
six nonths after applicant’s first use. Further, applicant
argues, opposer’s statenent that later in the proceeding it
may prove use earlier than applicant’s Decenber 31, 2001
date fails to satisfy opposer’s obligation to defend agai nst
applicant’s notion for sunmary judgnent on the issue of

priority of use.

12
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In response to opposer’s contention that it is
i npossi ble to conclude that applicant used the mark DON T BE
AVICTIMTWCE to identify and distinguish the source of
applicant’s services, applicant argues that the transcripts
of its radio advertisenents show that the mark i s used
therein in a prom nent position, preceded by information
regarding the legal services offered by applicant and
i mredi ately followed by the applicant’s nane and cont act
i nformati on.

Included with applicant’s reply is the declaration of
Mar gar et Edwards, an enpl oyee of applicant, who decl ares
that in Decenber 2001, applicant arranged for the production
and broadcast of two television advertisenents using the
mark DON' T BE A VICTIM TW CE, copies of which appear on the
vi deot ape submtted with the reply brief.

The Board has viewed the speci nens for which applicant
clains its earliest use date, nanely the videocassette for
the two commercials applicant’s principal declares were
aired on Decenber 31, 2001. Before the actual commercial, a
page appears on the screen that shows the Decenber 31, 2001
date. The commercials clearly show service mark use of the
mark DONT BE AVICTIMTWCE in relation to | egal services.
The comercials identify applicant’s law firmand a
t el ephone nunber so that potential clients may contact the

firmfor legal services. The phrase is enphasized by the

13
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appearance of the words DON T BE A VICTIM TWCE on the
screen at the sane tine the speaker speaks them and by the
speaker pausing before and after speaking the phrase.

Applicant’s evidence shows that it has used the mark
DON' T BE A VICTIM TW CE since Decenber 31, 2001 and
continuing to the present.

We di sagree with opposer’s argunent that the phrase
DON'T BE A VICTIM TWCE nay be used in a descriptive,

i nformational or generic manner. Qpposer submtted no
evidence to support this argunent. Furthernore, the
argunent i s sonewhat disingenuous since opposer is using the
i dentical phrase for the identical services. W find that
when viewed in connection with the services recited in the
application, there is no uncertainty as to the service mark
significance of the phrase.

W find no nerit in opposer’s argunent that opposer may
of fer proof of use earlier than applicant has established at
sone tinme later in this proceeding. Applicant offered
evidence of its claimof priority of use of the mark and it
was opposer’s responsibility to come forward with its own
evidence, if available, of use earlier than that which
applicant established by its notion for summary judgnent.

In countering a notion for sunmary judgnent, nore is
requi red than nere assertions of counsel. The non-novant

may not rest on its conclusory pleadings but, under Fed. R

14
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Cv. P. 56, nmust set out, usually in an affidavit by one
w th know edge of specific facts, what specific evidence
could be offered at trial. Sweats Fashions v. Pannill
Knitting Co., 4 USPQ2d 1794 (Fed. Cr. 1987).

Applicant’s evidence has established that there is no
genui ne issue as to priority of use; that it is applicant
whi ch has priority of use rather than opposer; and that
applicant is entitled to judgnent as a matter of law on this
i ssue.

Accordingly, applicant’s notion for summary judgnent on
the issue of priority of use is granted.

Havi ng decided all the issues raised in the notice of
opposition in favor of applicant, the opposition is

di sm ssed.
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