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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Transfl o Corporation has filed applications to register
the mark "TRANSCEND' in standard character form for "web-based
software for freight transportation |ogistics planning,
managenent, tracking, billing and paynments” in International
Class 9 and "consulting services in the area of freight

transportation |ogistics managenent” in International O ass 35'

' Ser. No. 78156062, filed on August 20, 2002, which is based on an
all egation of a bona fide intention to use such nark in comrerce.
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and the mark "TRANSCEND' and design, in the special form show
bel ow,

—
——

TRANSCEND

v
T —————

for "consulting services in the area of freight transportation
| ogi stics managenent” in International C ass 35 and "providing
tenporary use of non-downl oadabl e software for freight
transportation logistics planning, managenent, tracking, billing
and paynents" in International O ass 42.°

Transcend Logistics, Inc. has opposed registration on
the ground that, as set forth in the notices of opposition
respectively filed in connection with these consoli dated
proceedings,’® it has "pronoted the mark TRANSCEND LOG STICS to
create in the mnds of the purchasing public the concept of a
national ly recogni zed organi zation offering freight
transportation logistics"; that it has done so "since a tine
earlier than Applicant"; and that applicant's use of its
"TRANSCEND' marks "is likely to cause confusion in the m nds of

n 4

t he purchasi ng publi c.

? Ser. No. 78231960, filed on March 31, 2003, which alleges a date of
first use of such nmark anywhere and in comrerce of January 1, 2003.

° Pursuant to an uncontested notion therefor, proceedings herein were
consol i dated by the Board in an order dated July 14, 2004.

* Al 't hough each notice of opposition also alleges, as to the respective
mar ks of applicant, that applicant's use thereof "dilutes the

uni queness and exclusivity of the mark TRANSCEND LOd STICS as enpl oyed
by the Qpposer since at |east March, 2002, well in advance of
Applicant's use," such allegation was not pursued at trial or argued
in opposer's briefs on the case. Accordingly, no further

consideration will be given thereto.
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Applicant, in its answers, has in relevant part
adm tted opposer's allegations, by its failure specifically to
deny such, that each of applicant's "TRANSCEND' marks "is
substantially identical and confusingly simlar to the trademarks
[sic] of Opposer," but otherw se has denied the remai ning salient
al l egations of the notices of opposition. Fed. R Cv. P. 8(b)
and (d). Briefs have been filed, but neither party requested an
oral hearing.

The record includes the pleadings; the file of each of
t he opposed applications; and, as part of opposer's case-in-
chief, the affidavits, two of which also have exhibits, of each
of the follow ng persons, which opposer filed pursuant to a
stipulation by the parties:® (i) Garth HIl, president of
opposer; (ii) Bob Waver, president and chief executive officer
of P.A'M Transport, Inc. (hereinafter "P.AM"); (ii) Larry
Goddard, chief financial officer of PPAM,; (iv) TimHlIl,
presi dent of Source Logistics, Inc.; (v) Robert R Harron,
presi dent of GHC Services, Inc.; and (vi) Delton Couch, formerly
chief financial officer of Daymark, Inc. The rest of opposer's
case-in-chief consists of a notice of reliance upon, inter alia,
an abandoned application by applicant for the mark "TRANSCEND
FULLSUPPLYCHAI N. COM' and desi gn, ° applicant's responses and

® Such stipulation, citing TBWP Section 501.01, recites in pertinent
part that "[t]he Parties nmay submt the testinony of any and al
witnesses in the formof an affidavit" as pernitted by Trademark Rule
2.123(b).

® Ser. No. 78156072, filed as an intent-to-use application on August
20, 2002 and expressly abandoned on May 22, 2003, which sought to
regi ster such mark for "web-based software for freight transportation
| ogi stics planni ng, managenent, tracking, billing and paynents" in
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objections to opposer's interrogatories and request for

7

production of docunents and things,  and applicant's suppl enental
response to opposer's interrogatories and request for
production.® Applicant's case-in-chief consists of the
affidavit, with exhibits, of Belinda Hess, its director of
marketing and | ogistics, which it filed pursuant to the above-
noted stipulation by the parties and its notice of reliance on
opposer's answers to applicant's interrogatories, opposer's
responses to applicant's first request for production of

docunments and things,® |l etters between counsel for the parties

relating to and confirm ng suppl enentati on of discovery

International Cass 9 and "consulting services in the area of freight
transportation | ogistics managenment" in International C ass 35.

" While Trademark Rule 2.120(j)(3)(i) provides that interrogatories and
answers thereto nay be made of record by tinely filing a notice of
reliance thereon, such rule does not pernit the filing of a notice of
reliance on objections to interrogatories. In addition, Trademark
Rule 2.120(j)(3)(ii), as a general matter, does not permt the filing
of a notice of reliance on requests for production and the responses
thereto, stating in particular that: "A party which has obtained
docunents from anot her party under Rule 34 of the Federal Rules of
Civil Procedure nmay not make the docunents of record by notice of
reliance alone, except to the extent that they are adm ssible by
notice of reliance under the provisions of 82.122(e)" as official
records or printed publications. Nonetheless, inasnmuch as applicant
inits brief has not objected to opposer's notice of reliance upon
various inproper subject matter, such matter is considered to be
stipulated into the record. See TBMP Sections 704.10 and 704. 11.

° Al though applicant's suppl enental response consists of correspondence
fromits attorney to opposer's counsel and thus, strictly speaking, is
not proper subject nmatter for a notice of reliance under Tradenark
Rules 2.120(j)(3)(i) and (ii) for the reasons previously explained in
footnote 7, applicant has not objected thereto in its brief. In view
t hereof, such matter is considered to be stipulated into the record.
See TBMP Sections 704.10 and 704. 11.

°® Wiile, as previously indicated, Trademark Rule 2.120(j)(3)(ii) does
not as a general proposition pernit the filing of a notice of reliance
on responses to requests for production, such responses are considered
to formpart of the record since opposer has not objected thereto in
its briefs. See TBMP Section 704.11



Opposition Nos. 911159666 and 91159708

responses, *

and opposer's answers to applicant's requests for
adm ssion. Opposer did not offer any rebuttal evidence.

According to the record, opposer was incorporated under
t he nane of Transcend Logistics, Inc. in the State of Indiana on
April 24, 2002. Prior thereto, opposer's president, M. Hll,
"operated for a short period as an unincorporated sol e
proprietorshi p under the designati on TRANSCEND LOG STI CS. ™
(Garth H Il aff. at 71.) Opposer, which has offices in Arkansas,
Texas, Kkl ahoma, M ssissippi and Florida, "is a full service
| ogi stics, supply chain and transportati on managenent resource
conpany."” (ld. at 13.) Such services, for exanple, include
"custonmers [who] outsource nmanagenent of their transportation of
raw materials and products to" opposer. (1d.)

According to opposer's president, in the spring of
2002, he "had the capability to provide | ogistics, supply chain
and transportati on managenent services and began soliciting
custoners.” (ld. at Y4.) On March 28, 2002, a date which is
prior to opposer's incorporation, he "nade a sal es and marketing
presentation on behal f of Transcend Logistics to Porter Paints, a
prospective custonmer [located in Louisville, Kentucky], and used
the tradenane [sic] and trademark TRANSCEND LOQd STICS to identify
our services." (ld. at 15.)

Beginning in April 2002, opposer's president "had

nmeetings with TimH Il of Source Logistics, Inc. of Russellville,

" Al't hough such letters technically are not proper subject matter for
a notice of reliance under Trademark Rules 2.120(j)(3)(i) and (ii) for
the reasons set forth above in footnote 7, opposer has not objected
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Arkansas to discuss the possibility of Transcend Logistics, Inc.
providing | ogistics services to Source Logistics, Inc.” (lLd. at
16.) During such neetings, opposer's president "nade sal es and
mar keti ng presentations under the TRANSCEND LOQ STI CS tradenamne
[sic] and trademark."” (1d.) Likew se, according to TimHll, he
acknow edges that he net with opposer's president "on several
occasions, beginning in April 2002[,] to discuss the possibility
of ... [opposer providing |ogistics services to Source Logistics,
Inc.” and that, "[d]uring each of those neetings, Garth [Hill]
made sal es and marketing presentations under the TRANSCEND

LOGE STICS tradenane [sic] and trademark and solicited business

from Source Logistics, Inc.” (TimHIIl aff. at 72 and 3.)

Del ton Couch, who "sat in on a neeting between Garth Hll ... and
TimH Il ... which took place in April 2002," confirns that
"Garth discussed the possibility of ... [opposer] providing

| ogi stics services to Source Logistics, Inc.” and that "[d]uring
that neeting, Garth nmade a sal es and marketing presentation under
t he TRANSCEND LOd STICS tradenane [sic] and trademark and
solicited business from Source Logistics, Inc.” (Couch aff. at
192 and 3.)

In April 2002, opposer's president also "held phone
nmeetings with Joe Metkler of PPG Inc., a prospective custoner,
concerning providing |ogistics managenent services ... to PPG
Inc. in Delaware, Chio." (Garth HIl aff. at 17.) "In each of

such neetings," according to opposer's president, he "used the

thereto in its briefs. Such matter is therefore considered to be
stipulated into the record. See TBMP Sections 704.10 and 704. 11.
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tradenane [sic] and trademark TRANSCEND LOGQ STICS to identify our
services." (1d.)

Al t hough opposer's president testified that, "[o]n or
about April 23, 2002, Transcend Logistics, Inc. acquired the
domai n nanmes of Transcendl ogi stics.com Transcendl ogi stics.org[;]
and Transcendl ogi stics. net through Network Solutions," the
docunentary evidence submtted with respect thereto, which
consists of printouts fromthe Network Sol utions website, recites
the follow ng as the owner of such nanmes: "Registrant: Hill,
Garth E" (lLd. at 8 and Ex. B.) Nonethel ess, opposer's
president further testified that opposer, in connection with its
busi ness, has "utilized one or nore of those domai n name
designations since that tinme" and a copy of an advertisenent in

t he January 2003 issue of Inbound Logistics nagazi ne evi dences

opposer's use of the "www. transcendl ogi stics.coni domain. (ld.
at 18 and Ex. F.)

On April 25, 2002, the day after its incorporation,
opposer "made an offer to purchase assets of a business, Daynark,
Inc., under the TRANSCEND LOd STICS trademark or tradenane
[sic].” (ld. at 19.) Beginning in May 2002, opposer's president
"met on several occasions wth Robert Harron of GHC Servi ces,
Inc., a prospective customer, to discuss the possibility of
[ opposer] providing transportation, |ogistics and consulting
services for GHC Services and its clients.” (ld. at 910.)
"During each of those neetings,"” opposer's president "nmade sal es
and marketing presentations under the TRANSCEND LOQd STI CS

tradenane [sic] and trademark.” (1d.) M. Harron, noting that
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"GHC Services, Inc. is a transportation and distribution services
conpany and has custoners | ocated throughout the United States
and Mexico," corroborates neeting with opposer's president "on
several occasions, beginning in May, 2002." (Harron aff. at 193
and 4.) According to M. Harron, "[d]uring each of those
nmeetings,"” he "met with Garth Hill ... to discuss the possibility
of ... [opposer] providing supply chain nmanagenent services to
GHC Services, Inc.” and that, "[a]t these neetings," he and
"Garth H Il ... also discussed the possibility of ... [opposer]
providing transportation, logistics and consulting services for
GHC Services and its clients.” (ld. at Y5 and 6.) M. Harron
confirms that, during the course of such neetings, opposer's
presi dent "nmade sal es and marketing presentations under the
TRANSCEND LOd STICS tradenane [sic] and trademark.” (lLd. at {5.)
In May 2002, opposer also "registered with the Counci
of Logistics Managenent ('CLM) as a nenber.” (Garth H Il aff.
at 111.) CLM which "is now known as [the] Council of Supply
Chai n Managenent Professionals,” "is a professional association
for logistics providers.” (Hess aff. at Y15.) Such
or gani zati on, according to opposer's president, publishes "the
| eadi ng i ndustry magazi ne for |ogistics nmanagenent."” (Garth Hil
aff. at f11.) However, "[a]ccess to nmenbership information is
only available to other logistics professionals.” (Hess aff. at
115.)
In June 2002, opposer's president "held a phone neeting
wi th Darl ene Kl apper of Procter and Ganbl e, a prospective

custoner, regarding [opposer] providing |ogistics services to
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Procter and Ganble,"™ which services opposer "offered to provide
under the designation TRANSCEND LOd STICS." (Garth H Il aff.
at Y12.) Also, in June 2002, opposer's president "had a neeting
wi th Bob Weaver and Larry Goddard of P.A M ..., a prospective
custoner, to discuss [opposer] providing |ogistics services."
(Id. at 113.) In particular, according to the affidavits of Bob
Weaver and Larry Goddard, their June 2002 neeting with opposer's
president involved a discussion of opposer "providing supply
chai n managenent services to PPA M" (Waver aff. at 12; and
Goddard aff. at Y2.) Messrs. Waver and Goddard corroborate
that, during his "sales and marketing presentation,” opposer's
president "utilized the TRANSCEND LOQ STICS tradenane [sic] and
trademark."” (Weaver aff. at {2; Goddard aff. at Y2; and Garth
Hll aff. at Y13.) In August 2002, opposer's president "held a
neeting wwth Rick Gallagher of Prinme, Inc. in Springfield,
M ssouri, a prospective custoner[,] to discuss [opposer]
providing |logistics services to Prinme, Inc.” in which he
"utilized the TRANSCEND LOd STICS tradenane [sic] and trademark."
(Garth Hi Il aff. at Y14.) Subsequently, on Septenber 19, 2002,
P.A M "acquired" opposer as a subsidiary.' (ld. at 715.)
Opposer "advertises and markets its services through
various channel s, including Inbound Logistics Magazi ne" as well
as both opposer's and P. A M's websites. (ld. at Y16.) For

i nstance, in January 2003 two advertisenents for opposer, both of

" Both Messrs. Weaver and Goddard confirmthat the acquisition by
P.A.M of opposer occurred "in Septenber of 2002." (Waver aff. {3;
and Goddard aff. 13.)
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which featured its "TRANSCEND Logi stics, Inc.” |ogo and one of
whi ch al so included the "TRANSCEND LOG STI CS" mark, "appeared in
t he annual planner issue of ... Inbound Logistics Mgazine" and
such logo "was included on the Inbound Logistics Magazi ne website
for the entire year of 2003." (ld. at Y717 and 18 and Ex. F.)

Li kewi se, the website for "Inbound | ogistics PLANNER 2004," as
well as the website ("www transcendl ogi stics.com') for opposer
and its parent, both display the "TRANSCEND LOQd STICS" mark and

t he "TRANSCEND Logistics, Inc.” logo. (ld. at Exs. D and E
respectively.) In addition, the "PLANNER | NDEX & RFP" page from
t he January 2003 edition of the print version of such nagazi ne
lists the nanmes of 48 advertisers, including opposer; invites
readers thereof to "Check the conpanies you' re interested in and
fax this page to" Inbound Logistics; and states that "Inbound
Logistics ... is published 12 tinmes a year on the 15th of the
nmont h for 55,050 people who buy, specify, or recomend | ogistics,
| ogi stics technol ogy, transportation and related services." (ld.
at Ex. F.)

For the year 2003, opposer "nade sal es and marketing
presentations to the follow ng custonmers and prospective
custoners using the TRANSCEND LOG STICS tradenane [sic] and
t rademar k:

MID, Inc. of Wlliard, Chio

Benj am n Moore Paints

OReilly Auto Parts of Springfield, M ssour
Trane of St. Louis, M ssour

Procter & Ganble of Cincinnati, Chio
DuPont, Inc. of WI mngton, Del awnare

Porter Paints of Louisville, Kentucky

PPG Inc. Delaware, Chio
Monarch Pai nts of Houston, Texas

T TOMmMOoOm>

10
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J Hanna's Candl es of Fayetteville, Arkansas
K Al I en Canni ng Conpany of Sil oam Spri ngs,
Ar kansas
L Utimate Distribution, Inc. of Edison, New
Jersey

M NYK Logi stics/ ETA of Bentonville, Arkansas

N. BONUS Stores of Colunbia, Mssissippi[.]"

9.) "In sone cases, an electronic (' Power point')

presentation was nmade and a copy of the first page or slide

prom nently featuring TRANSCEND LOQd STICS" is of record. (l1d.)

Except for the date and nane of the targeted custoner, each slide

(wth the further exception of the one with a logo for "PTSI

Quality Transportation” instead of opposer) is identical and

di spl ays the "TRANSCEND Logistics, Inc.” logo. (ld. at Ex. G)
Opposer "provided | ogistics services to MID, Inc. in

2002 in the total amount of $15,000; and in 2003 in the total

amount of $60,000. It provided |logistics services to OReilly

Auto Parts, Inc. and MID, Inc. in the first quarter of 2004 for

[an amount totaling] $65,000, ... in the second quarter of 2004

for [an anmobunt totaling] $40,000 and ... in the third quarter of

2004 for [an ampount totaling] $40,000." (ld. at 920.) 1In

particul ar, opposer nmaintains that "MID, Inc. was provided with

services ... in October, Novenber and Decenber of 2002 and that

t he TRANSCEND trademark was used begi nning in Novenber or

Decenber of 2002 with MID, Inc.," although no supporting

docunents or any other evidence pertaining thereto has been nade

of record. (Supplenentation of discovery responses as set forth

in July 8, 2004 letter fromopposer's counsel to applicant's

attorney.) |Instead, to the extent that it is |egible, opposer

further indicates that it "provided $15,000 worth [of services]

11



Opposition Nos. 911159666 and 91159708

to MID, Inc. in 2002 by providing those services through Decker
(a part of parent) [P.AM]" (Supplenentation of discovery
responses as set forth in June 18, 2004 letter from opposer's
counsel to applicant's attorney.” In short, as to the actual
rendering of its services, opposer "admts that during the |ast
gquarter of 2002, Opposer provided |ogistics services for
conpensation to one custoner” and that, "in 2003 and 2004,
Opposer provi ded services for conpensation to one additional
conpany."” (Answer to Applicant's Req. for Adm Nos. 10 and 11.)

Opposer deni es havi ng not spent any nobney on or
ot herwi se not doing any advertising in 2002, although no amount
of any expenditures for advertising in 2002 has been indi cat ed.
(Answer to Applicant's Req. for Adm Nos. 4 and 5.) In 2003,
opposer "spent $5,015 for advertising and $4,136 in the first
quarter of 2004 for advertising." (Garth HIl aff. at 21.)

In the opinion of opposer's president, applicant's
services, as recited in its involved applications, "overlap and
conflict with the services offered by Opposer.” (l1d. at 123.)
Qpposer, however, "has no information, know edge or docunents
regardi ng any instance of confusion, mstake or deception.”
(Answer to Applicant's Interrog. No. 8.) Qpposer, furthernore,
mai ntains that it did not becone aware of applicant's use of
applicant's "TRANSCEND' mark until "Novenber 19, 2002." (Answer

to Applicant's Interrog. No. 7.) QOpposer "has not filed any ...

' Such letter, as shown in the single-page photocopy thereof, contains
a crease in the first page which serves to obscure portions of such
page whil e nost of the second page of the letter is masked by bei ng
covered by the first page.

12
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trademar k applications which incorporate the term TRANSCEND. "
(Answer to Applicant's Interrog. No. 4.)

Applicant, in connection wth its adoption of its
"TRANSCEND' mar ks, had a search conducted by a third party prior
to the filing date of the earliest of its involved applications.
The resulting search report is dated August 14, 2002. Prior to
recei pt of the notices of opposition in this consolidated matter,
applicant was not aware of any use of the mark "TRANSCEND
LOd STI CS" by opposer, although in |ight of the search report it
"was aware of a registered domain nane with no active website on
August 15, 2002." (Reply to Opposer's Interrog. No. 26.) 1In
particul ar, according to applicant's director of marketing and
| ogi stics, Belinda Hess:

During the tinme that we were

investigating the availability of the

TRANSCEND mark in connection with

transportation logistics services, we were

not aware of any commercial activity by

Qpposer. There were no trademark

applications and no indications of

[ opposer’'s] use in internet searches.

(Hess aff. at 7.) Further, she notes that "[i]t is our
experience that many domain nanes are reserved and never used or
sinply bought to be sold." (Ld. at 19.) Thus, while "[t]he only
hint of a planned use was the discovery of the registration of
the transcendl ogi sti cs. com donai n nanme," inasmuch as "no active

website could be found at that address, we found no trace of

public, active comrercial activity." (l1d. at 98.) Applicant

13
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"first learned that Opposer was actually engaged in busi ness when
contacted by Opposer in Decenber 2003." (ld. at 11.)
Applicant first used its "TRANSCEND' mark, both

"locally and in interstate commerce,” "on the web"” and "in
brochures” on "Septenber 27, 2002" in connection with "freight
transportation |logistics consultation services and software.”
(Reply to Opposer's Interrog. No. 7.) Applicant provides its
"TRANSCEND' services in "all of North Anmerica (including Mxico,
Canada and the United States)". (Reply to Opposer's Interrog.
No. 8.) Belinda Hess, in her affidavit, confirns that as to use
of its "TRANSCEND' mark, applicant "began commercial and
interstate use of the mark on Septenber 27, 2002," stating that
such mark "was introduced in brochures and on the Transfl o. net
website at that time in all of North Anerica."” (Hess aff. at
16.) She also states that applicant first used its "TRANSCEND
and design mark in connection with its services "in interstate

conmerce in January 2003." (ld. at Y4.) Applicant regards
the custonmers for its "TRANSCEND' services as being
"sophi sticated comercial consunmers.” (Applicant's Reply to
Qpposer's Interrog. No. 9.) Such services "are marketed and
offered to the bulk freight shipping conmunity.” (Applicant's
Reply to Opposer's Interrog. No. 10.)

Qpposer, inits main brief, asserts that the parties

"agree that Opposer's TRANSCEND LOG STICS [mark] is substantially
simlar to Applicant's TRANSCEND word mark and word mark with
design" and maintains that "[b]Joth parties use the designation

TRANSCEND i n connection with freight transportation | ogistic[s]

14
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services and rel ated software.”™ Applicant, in its brief,
essentially concurs, stating that the "threshol d determ nations
of ... simlarity of the marks as applied to the [respective
goods and] services is not disputed by the Parties.” Likew se,
the parties do not dispute that opposer's trade nane, Transcend
Logistics, Inc., is confusingly simlar to applicant's
"TRANSCEND' marks.” W agree with the parties that, when
considered in their entireties, the marks and trade nane at issue
are substantially simlar in sound, appearance, connotation and
commercial inpression. Such is due to the shared presence in
each of the arbitrary term "TRANSCEND, " whi ch constitutes the
dom nant and/or distinguishing el enent of applicant's marks and,
in view of the genericness of the term"LOG STICS," is also the
dom nant and di stingui shing portion of opposer's mark and trade
name. See, e.d9., Inre Dixie Restaurants Inc., 105 F.3d 1405, 41
USP2d 1531, 1533-34 (Fed. Gr. 1997); and In re National Data
Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir. 1985). Thus,
because cont enporaneous use of the respective nmarks and trade
name in connection with essentially identical services in the
area of freight transportation |ogistics nmanagenent and software
related thereto would be likely to cause confusion, the

di spositive issue in this proceeding is which party has priority

of actual, technical service mark use or use anal ogous thereto.

* Al though not pleaded in the notices of opposition, we find that the
i ssue of whether applicant's use of its "TRANSCEND' marks for the
goods and services set forth in its involved applications is likely to
cause confusion with opposer's trade nane as used in connection with
its business was in fact tried by the inplicit consent of the parti es.
The pl eadings are accordingly deened to be anended so as to conformto
the evidence with respect to such issue. Fed. R Cv. P. 15(b).

15
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Opposer argues in its main brief that the record shows
that, "beginning in March 2002, Opposer offered its services to
prospective custonmers under the designati on TRANSCEND LOG STI CS"
and has "al so used and uses the ... designati on TRANSCEND
LOE STICS on its website ...." (Opposer insists that, "[b]y
virtue of its extensive and continuous use, the trademark [and
trade nane] TRANSCEND LOQd STI CS has becone cl osely associ at ed
wi th Opposer both in connection with its services and with its
corporate identity.” Among other things, opposer points in
support thereof to the fact that, in addition to "an extensive
and on-goi ng program of sales and marketing presentations using
the trademark and tradename [sic] TRANSCEND LOQd STICS in offering
its services,"” it was "incorporated under the corporate nane
Transcend Logistics, Inc. on April 24, 2002"; that it assertedly

"acquired the Internet domain nanes Transcendl ogi stics.com

Transcendl ogi stics.org and Transcendl ogi stics.net on April 23,

2002; and that it "registered with the Council of Logistics
Managenment in May 2002." QOpposer nmaintains that such activities,
spanni ng the period from March 2002 t hrough August 2002,
"constitute extensive and continuous actions of the Cpposer using
the trademark [and trade nanme] TRANSCEND LOG STICS." Thereafter
it further insists, it "supplenented and foll owed up these
activities wth usage of the trademark and trade name TRANSCEND
LOA STICS in various activities including print adverti sing,
internet website advertising and sales of services.” In view

t hereof, and inasnuch as "custonmers and prospective custoners

have testified to their identification of the trademark and trade

16
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name TRANSCEND LOG STICS as associated with the Qpposer,” opposer
argues that it is entitled to priority and hence to prevail
her ei n.

Applicant, on the other hand, contends in its brief
t hat :

Section 7(c) of the Lanham Act provides
that filing an application to register a
trademark on the principal register confers a
nati onw de constructive use priority right
agai nst any ot her person except one who,
prior to such filing, has used the mark. 15
US. C 8 1057(c). Section 2(d) precludes
registration of a mark or trade nane
previously used in the United States and not
abandoned where it will cause a |ikelihood of
confusion. 15 U S.C. 8§ 1052(d). To succeed
i n opposing Applicant's applications, Opposer
nmust establish priority over Applicant's
constructive use date. T.A B. Systens v.
Pactel [sic] Teletrac, 77 F.3d 1372, 1374; 37
US P.Q2d 1879 (Fed. Cr. 1996). Since
Qpposer has no application or registration
for the mark at issue, it nust establish
common | aw priority to overconme Applicant's
constructive priority date. Lucent
| nf or mati on Managenent, Inc. v. Lucent
Technol ogies, Inc., 186 F.3d 311, 317-318; 51
U S P.Q2d 1545 (3rd Gr. 1999), cert.
denied, 528 U.S. 1106 (2000). The burden of
establ i shing comon |aw priority is greater
than that to support registration, and even
hi gher when it seeks "to stifle the efforts
of others to use a simlar mark." MDonald's
Corporation v. Burger King Corporation, 107
F. Supp.2d 787, 789 (D. M ch. 2000) (i nternal
citations omtted).

Arguing, furthernore, that for purposes of determ ning whether
opposer has priority, "[t]he focus of the inquiry is [on] the
perception of the relevant potential custonmer pool, not the

subj ective intention of the adopter of the mark," applicant urges
t hat opposer has failed to make a significant inpact on the

rel evant mar ket .
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In particular, applicant asserts in its brief that
(italics in original):

Opposer had no customers prior to August
20, 2002. Accordingly, it cannot rely on
actual use of the service mark in conjunction
with the provision of services in conmerce to
support its opposition. An opposition may be
grounded on use anal ogous to service mark
use. T.A B. Systens v. Pactel [sic]
Teletrac, 77 F.3d 1372, 1375; 37 U S.P.Q 2d
1879 (Fed. Cir. 1996). However, opposer must
have use that is "sufficiently clear,
wi despread and repetitive to create the
requi red association in the mnds of the
potential purchasers between the nmark as an
i ndi cator of a particular source and the
service to becone available later.” 1d., at
1376. See also, Blue Bell, Inc. v. Farah
Mg. Co, Inc., 508 F.2d 1260, 1266 (5th Cr
1975). This significant inpact on purchaser
per ception nust involve nore than an
i nsubstanti al nunber of potential custoners.
T.A. B. Systens, 77 F.3d at 1377; Herbko Int']
Inc. v. Kappa Books Inc., 308 F.3d 1156, 1162
(Fed. Cir. 2002). Lucent, supra, 186 F.3d at
316.

In the instant case, Opposer's sole
advertisenment prior to Applicant's priority
date consi sted of power point presentations
to a handful of prospective clients. Even if
we count the nmenbership in the trade
associ ati on, whose rolls are unavailable to
the general public, QOpposer's pronotions were
extremely limted in this period and only
touched the awareness of an infinitesinm
segnent of the potential freight
transportation logistics market. The website
and magazi ne advertisenents that were
avai l able only after Applicant's filing date
constitute the only additional pronotions in
2002- 2003 outside of |ess than a dozen
addi ti onal personal presentations to new
prospective custoners. The infrequent forays
into the market prior to Applicant's
applications did not grow to a substanti al
mar ket presence even a year later. COpposer's
comercial activity was inadequate in the
time at issue to establish priority rights
over Applicant. See, Lucent, supra, 186 F.3d
at 317 and Duffy d/b/a Retirenent Report Card
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v. Charles Schwab & Co., 97 F. Supp.2d 592,
54 U.S.P.Q2d 1820 (D. N.J. 2000).
(presentations to a few prospective custoners
is insufficient to establish priority).

Finally, applicant insists that in order to have
priority, opposer has to do nore than nerely prepare to do
busi ness under its mark and trade nanme. Specifically, applicant
mai ntai ns that:

Mor eover, anal ogous trademark use i s not
adequate in itself to establish priority. It
must be followed by actual trademark use
within a reasonable time. Dyneer Corp. V.
Aut onpotive Products, PLC, 37 U.S.P.Q 2d 1251
(TTAB 1995); Evans Chenetics, Inc. v.
Chemetics Int'l Ltd., 207 U S.P.Q 695 (TTAB
1980). Mere pronotional activities and
materials do not constitute trademark use for
priority purposes. Sweet wat er Brew ng Co.
LLC v. Geat Anmerican Restaurants, Inc. d/b/a
Sweet wat er Tavern, 266 F. Supp.2d 457, 464
(E.D. Va. 2003). QOpposer obtained a single
client by the end of 2002, roughly seven
mont hs after incorporation and several nonths
after Applicant's priority date. It added
one additional customer for 2003 and 2004.
Sporadi ¢ and i nfrequent sales al so cannot
sustain a claimof comon |aw priority.
Moment um Luggage & Lei sure Bags v. Jansport,
Inc.[,] US. Dst. LEXIS 18122 (S.D.N. Y. Nov.
8, 2001). .... Weighing in the small nunber
of custoners, slow growth, and m ni ma
advertising as earmarks of Opposer's market
penetration during the rel evant period and
for the next year or so beyond does not
change ... [matters]. Opposer has not net
hi s burden of establishing conmon | aw
priority of use of the TRANSCEND [ LOd STI CS]
mar K.

As a starting point for our analysis regarding which

party has priority of actual, technical service mark use or use

4

anal ogous thereto,” we note that it is well established that, in

“ Gven that the exanples of record of opposer's use of its trade nane
i nclude the use thereof in a logo format 1 n which the " TRANSCEND
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t he absence of testinony or other proof which denonstrates that
the actual use of the mark which an applicant seeks to register
is prior to the filing date of its involved application, the
earliest date upon which such an applicant can rely in an
opposition proceeding is the filing date of the involved
application. See, e.qg., Lone Star Mg. Co., Inc. v. Bil

Beasl ey, Inc., 498 F.2d 906, 182 USPQ 368, 369 (CCPA 1974);

Col unbia Steel Tank Co. v. Union Tank & Supply Co., 277 F.2d 192,
125 USPQ 406, 407 (CCPA 1960); Zirco Corp. v. Anmerican Tel. &
Tel. Co., 21 USPQ2d 1542, 1544 (TTAB 1991); and M ss Uni verse,
Inc. v. Drost, 189 USPQ 212, 213 (TTAB 1975). Thus, on the
record in this consolidated case, while applicant has proven a
date of first use anywhere and in comerce of Septenber 27, 2002
in connection with its "TRANSCEND' mark, as to that mark it is
nonet hel ess entitled for priority purposes to rely on the earlier
August 20, 2002 filing date of its intent-to-use application for
such mark.”™ Furthernore, although the parties, in their briefs,
chiefly focus their attention on applicant's attenpt to register
its "TRANSCEND' mark and therefore tend to overl ook the fact that
applicant also seeks to register its "TRANSCEND' and desi gn mark,

the record reflects that applicant has proven a date of first use

Logi stics" portion thereof also functions in the nanner of a service
mar k, we need not consi der whether opposer has prior trade nane use of
"Transcend Logistics, Inc." See, e.q9., In re Univar Corp., 20 USPd
1865, 1869 (TTAB 1991). Mbreover, despite its insistence that prior
trade nanme use alone is sufficient for it to prevail, opposer has not
pointed to a single instance in which its use of its trade nane solely
as such is earlier than its use of the logo format thereof.

" W observe in this regard that opposer does not maintain otherw se
inits briefs.
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in commerce of January 2003 in connection with such mark.*
| nasmuch as such date is obviously prior to the March 31, 2003
filing date of its involved application for the "TRANSCEND' and
design mark, the earliest date upon which applicant is entitled
to rely herein for purposes of priority as to that mark is its
January 2003 date of actual first use thereof.

Accordingly, in order for opposer to prevail herein, it
nmust prove a date of its actual or anal ogous service mark use of
the term "TRANSCEND LOQ STI CS" anywhere (although, contrary to

7

the thrust of applicant's argunents,’ such use does not have to
be in interstate or foreign conmerce; it may instead be wholly

intrastate™) which is on or before August 20, 2002 vis-a-vis

' Qpposer, we al so note, does not contend to the contrary inits
briefs.

' Applicant contends in effect that opposer nust have use in commerce,
argui ng that opposer "cannot rely on actual use of the [ TRANSCEND

LOG STICS] service mark in conjunction with the provision of services
in commerce to support its opposition" (enphasis added) if opposer had
no custonmers. Section 45 of the Trademark Act, 15 U. S. C. 81127
defines "use in comerce" in relevant part as foll ows:

The term"use in comerce" neans the bona fide use of
a mark in the ordinary course of trade, and not nade nerely
to reserve aright in a mark. For purposes of this Act, a
mark shall be deenmed to be in use in comerce--

... on services when it is used or displayed in the
sal e or advertising of services and the services are
rendered in comerce, or the services are rendered in nore
than one State or in the United States and a foreign country
and the person rendering the services is engaged in comrerce
in connection with the services.

* Proof of prior and continuous use in intrastate comerce is
sufficient to preclude registration. See, e.qg., National Cable

Tel evision Ass'n v. Anerican Cnenma Editors, Inc., 937 F.2d 1572, 19
UsP@d 1424, 1429 n.4 (Fed. Cir. 1991) ("Section 14 [of the Tradenark

Act, 15 U. S.C. 81064,] requires only prior use; 'in commerce' is
noti ceably absent"). However, like "use in comrerce," use of a mark
which is wholly intrastate nust still be bona fide use in the ordinary

course of trade, and not use which is nmade nerely to reserve a right
in a mark.
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applicant's "TRANSCEND' mark and on or before January 2003 vis-a-
vis applicant's "TRANSCEND' and design mark. Wile the oral
testimony, even of a single witness, can nonetheless suffice to
prove priority if "sufficiently probative,” the testinony as to
opposer’s first use cannot be characterized by contradictions,
i nconsi stencies or uncertainties. Powermatics, Inc. v. d obal
Roofing Products Co., Inc., 341 F.2d 127, 144 USPQ 430, 432 (CCPA
1965) .

Moreover, as set forth in Herbko International Inc. v.
Kappa Books Inc., 308 F.3d 1156, 64 USPQ2d 1375, 1378 (Fed. G
2002):

To establish priority, the [opposer or]
petitioner nust show proprietary rights in
the mark that produce a |ikelihood of
confusion. Qto Roth & Co. v. Universal
Foods Corp., 640 F.2d 1317, 1320, 209 USPQ
40, 43 (CCPA 1981). These proprietary rights
may arise froma prior registration, prior
trademark or service mark use, prior use as a
trade nane, prior use anal ogous to trademark
or service mark use, or any other use
sufficient to establish proprietary rights.
ld.; see, e.qg., Nat'l Cable Television [Ass'n
v. Anerican Cnema Editors, Inc., 937 F.2d
1572 at 1582 (canceling [registration of a]
mar k based on petitioner's prior use of trade
nanme); Kni ckerbocker Toy Co. v. Faultless
Starch Co., 467 F.2d 501, 508-09, 175 USPQ
417, 422 (CCPA 1972) (permtting reliance on
copyrighted appearance of stuffed rag doll in
opposition and cancel |l ati on proceedi ngs).

Before a prior use becones an anal ogous
use sufficient to create proprietary rights,
the [opposer or] petitioner must show prior
use sufficient to create an association in
the m nds of the purchasing public between
the mark and the [opposer or] petitioner's
goods [or services]. MalcolmN col & Co. v.
Wtco Corp., 881 F.2d 1063, 1065, 11 USPRd
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1638, 1639 (Fed. Cir. 1989). A show ng of

anal ogous use does not require direct proof

of an association in the public mnd. T.A B.

Sys. v. Pactel Teletrac, 77 F.3d 1372, 1375,

37 USPQ2d 1879, 1882 (Fed. Cir. 1996).

Neverthel ess, the activities clained to

create such an associ ati on nust reasonably be

expected to have a substantial inpact on the

purchasi ng public before a |ater user

acquires proprietary rights in a mark. Id.
In essence, the approach often followed by tribunals in making
such an assessnent involves an evaluation of the totality of the
ci rcunstances in each case. See, e.qg., Chance v. Pac-Tel
Teletrac Inc., 242 F.3d 1151, 58 USPQ2d 1222, 1228 (9th Cr
2001).

Appl yi ng such an approach, we find that opposer has not
di scharged its burden of proof and thus has failed to establish
priority. As to actual or technical service mark use of the mark
"TRANSCEND LOd STICS," the record shows that the earliest that
opposer may have rendered its freight transportation |ogistics
services was sonetine in the last two nonths of 2002. While such
services, in particular, were rendered to a single custoner, MID
Inc., in the amunt of $15,000, it is unclear as to whether that
figure represents a substantial anmount of business in the
| ogi stics managenent field. However, even if it does, it is
uncl ear whet her opposer itself actually commenced rendering its
freight transportation |ogistics services to MID, Inc. beginning
i n Novenber 2002 or a nonth later in Decenber 2002. Tellingly,
there are no invoices or any other docunentation bearing the mark

"TRANSCEND LOd STICS" as it was allegedly used by opposer during

such period. WMreover, it appears that a third party by the nane
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of Decker, which is part of opposer's parent P.A M, may have
provi ded the $15,000 of freight transportation |ogistics services
to MID, Inc. in the last nonth or two of 2002 instead of opposer.
Many of the same uncertainties and other deficiencies
pertain to the evidence of opposer's sales of its services in
2003 and 2004. For instance, although opposer's sales to MID
Inc. in 2003 anpbunted to a total of $60,000 for the entire year,
there is no evidence that any such sales were for services
rendered during January 2003 or even at any tine during the first
gquarter of such year. There also is absolutely no docunentary
evi dence of any kind show ng the manner of use of the mark
"TRANSCEND LOQ STICS" in connection with freight transportation
| ogi stics or any other services rendered by opposer in 2003.
Wi | e opposer nonet hel ess appears to have comrenced adverti sing
under such mark in 2003 with respect to freight transportation
| ogi stics services, as well as in connection with supply chain
management services,” in the anount of $5,015, its sole print
advertising featuring the "TRANSCEND LOQ STI CS" mark and/or the
"TRANSCEND Logi stics, Inc."” logo consisted of just two ads

appearing only in the January 2003 edition of lnbound Logistics

magazi ne. There notably are no exanpl es, however, of the manner
i n which opposer's "TRANSCEND Logi stics, Inc." |logo assertedly

appeared on the I nbound Logistics website throughout the year in

Al 't hough, as previously indicated, opposer has deni ed not spending
any funds for advertising in 2002, no anount of any expenditures for
advertising in such year is of record and the sole exanples of its
pronotional efforts in 2002 are the slides featuring its "TRANSCEND
Logi stics, Inc." logo, which were not used in the rendering of its
services but instead were utilized only in attenpts to solicit

busi ness.
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2003 and there is no information as to the frequency with which
t he ww. t ranscendl ogi stics.com website of opposer and its parent,
whi ch does show such | ogo di splayed al ong with the "TRANSCEND
LOd STICS" mark, was visited.

Finally, while opposer, in 2004, added a second
custoner, OReilly Auto Parts, Inc., and retained MID, Inc. as a
custoner, the volune of its business was just $65,000 in the
first quarter of 2004, in which it spent $4,136 on adverti sing,
and busi ness vol ume was only $40,000 for each of the follow ng
two quarters. Again, however, there is an absence of any
i nvoi ces or other docunmentary evidence featuring the mark
"TRANSCEND LOd STICS" and only a single website ad, which appears
under the banner "inbound | ogistics PLANNER 2004, " displays the
mar k " TRANSCEND LOQ STI CS" and the "TRANSCEND Logistics, Inc.”
| ogo. Such ad nonetheless states, inter alia, with respect to
services avail abl e from opposer, that "Transcend Logistics is a
full service logistics, supply chain, and transportation
managenent resource offering a wide array of services to
custoners spanning nmultiple industries.”

Considering the totality of the circunstances, it
sinmply cannot be said on this record that opposer has
sufficiently established that prior to either August 20, 2002 or
January 2003, it was engaged in the bona fide use of a mark
consisting of or promnently featuring the designation "TRANSCEND
LOE STICS" in the ordinary course of trade with respect to

providing freight transportation | ogistics services and/or supply
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chai n managenent services. G ven the above-noted contradictions,
i nconsi stencies and indefiniteness in the record as a whole, and
in particular the scarcity of supporting docunentary evidence,
the record is insufficient to denonstrate that, technically,
opposer was actually rendering a commercially significant |evel

of freight transportation |ogistics services and/or supply chain
managenent services under its "TRANSCEND LOQ STICS" mark and/ or
"TRANSCEND Logi stics, Inc."” logo on or prior to the earliest
dates of use upon which applicant can rely herein with respect to
its "TRANSCEND' narks.

Nonet hel ess, as previously pointed out, opposer nmay
still prevail herein if the record establishes that it has
priority based on use which is anal ogous to service mark use.
However, as set forth in, for instance, T.A B. Systens v. PacTel
Tel etrac, 37 USPQRd at 1882, anal ogous use priority demands that
opposer nust have use that is "sufficiently clear, w despread and
repetitive to create the required association in the m nds of
potential purchasers between the mark as an indicator of a
particul ar source and the service to becone available later.” In
order to constitute a significant inpact on purchaser perception,
such use "nust involve nore than an insubstantial nunber of
potential custonmers.” [1d. at 1883; see also, Herbko Int'l Inc.

v. Kappa Books Inc., 64 USPQ2d at 1378; and Lucent Information
Managenment Inc. v. Lucent Technol ogies Inc., 45 USPQ2d at 1024.

In this case, however, opposer has offered insufficient

proof that its efforts to publicize and attract business under

t he designation "TRANSCEND LOGd STICS' did in fact create the
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necessary prior association or public identification of such
designation with opposer. Unlike, for instance, the situation in
Dyneer Corp. v. Autonotive Products plc, supra at 1255 (TTAB
1995), in which a party's pronotional materials bearing the mark
in issue, which were presented to upwards of a dozen prospective
custonmers over a 16-nonth period during which actual neetings
with the potential buyers took place, were held sufficient to
establish an initial identification of the subject mark "anong a
very substantial group of relevant manufacturers” inasnuch as
such group consi sted of nost of the "immedi ately recogni zabl e
maj or manufacturing concerns in the United States that coul d have
becone purchasers ... or licensees,” the totality of the
circunstances herein are nore closely anal ogous to those in
T.A. B. Systens v. PacTel Teletrac, 37 USPQ2d at 1882-84.

Specifically, as pointed out therein by our principal
reviewng court (italics in original):

[ T] here [cannot] be any doubt that

pur chaser perception must involve nore than

an insubstantial nunber of potenti al

custoners. For exanple, if the potenti al

mar ket for a given service were 10,000

persons, then advertising shown to have

reached only 20 or 30 people as a matter of

| aw coul d not suffice. However close the

I i nkage between the mark and the future

servi ce, anal ogous use could not be shown on

such facts because the actual nunber of

potential custonmers reached, not the strength

of the linkage for some "reasonabl e potenti al

custoner,"” is the focal point of the

anal ogous use inquiry. As noted above,

what is required is "public exposure of a

mar k that woul d be expected to have any
significant inpact on the purchasing public."”
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This is not to say that a fixed
percentage, |like 20% nuch | ess 51% of the
potential customers nust have formed in their
mnd the required "prior public

identification.” As we noted above, it
sinply requires "nore than a negligible
portion of the relevant market." In other

wor ds, advertising of sufficient clarity and
repetition to create the required
identification nmust have reached a
substantial portion of the public that m ght
be expected to purchase the service. Thus,
the [putative prior] user nust prove that the
"necessary associ ation" was created anong
nore than an insubstantial nunber of
potential custonmers. Oherw se, he cannot
show "significant inpact on the purchasing
public."

It is true, for exanple, that seven
fl eet owners saw a slide show about PacTel's
tracki ng service that included display of the
mark. But, as we noted, in the absence of
any proof by PacTel of the size of the
market, it is sinply inpossible for us to
concl ude that seven custoners was nore than a
negligi ble or insubstantial nunber. PacTel
utterly failed to prove the size of the
mar ket. Moreover, since one of the conpeting
and inconsistent marks it used during the
sane period, CORPORATE FLEET LOCATOR SERVI CE
suggests that every corporation that has a
fleet of cars falls within the rel evant
mar ket, one can only assune that the nmarket
may i nclude many thousands of conpanies. |If,
for exanple, PacTel had shown that its
service was directed only to major car rental
conpani es, then it m ght have established
that the rel evant market consisted of only a
dozen or two potential custoners, of which
seven would clearly have been a substanti al
nunber. However, there was no such proof.

Id. at 1883. After further noting deficiencies due to, anong
ot her things, the absence of any evidence of PacTel's advertising
efforts, including even the | ack of "gross dollar figures on

advertising expenditures” or "any indication of 'readership of

any ads, id., the court concluded its discussion of the PacTel's
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failure of proof with respect to anal ogous service mark use by
enphasi zi ng t hat:
Whet her adequate proof was in fact

avai |l abl e but sinply not gathered and

proffered by PacTel is not a subject on which

we can, should of do speculate. Rather, we

nmust take the record as PacTel nade it.
Id. at 1884.

Li kew se, the evidence of opposer's assertion of prior
anal ogous service mark use of the designation "TRANSCEND
LOGE STICS" is insufficient to support a conclusion of public
association or identification of such termw th opposer on or
before the August 20, 2002 and January 2003 dates of first use on
whi ch applicant is entitled to rely as to, respectively, its
"TRANSCEND"' and "TRANSCEND' and design marks. Priority is not
established by using a mark in prelimnary steps to |aunch a
busi ness, such as opposer's incorporation on April 24, 2002 and
the acquisition by its president, on the precedi ng day, of three
domai n nanes, each of which featured "Transcendl ogi stics" as the
di stinguishing portion thereof. See, e.qg., Maritec Industries
Inc. v. Sterling Powerboats Inc., 75 USPQ2d 1145, 1148 (M D. Fl a.
2004). Prior to February 2003, opposer's only public use of the
designati on "TRANSCEND LOG STICS" consisted of: (i) soliciting
busi ness t hrough various presentations which were nmade by

opposer's president, initially on behalf of hinself and | ater on

behal f of opposer, to just seven potential custoners;” (ii)

 While the record indicates that opposer additionally made sal es and
mar keti ng presentations under the "TRANSCEND LOG STICS" designation to
14 firnms in 2003, nobst of which had not previously been solicited,
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maki ng an offer to purchase the assets of a single business,
Daymark, Inc.; (iii) joining CLM the professional association
for logistics providers which is presently known as the Counci

of Supply Chai n Managenent Professionals; and (iv) advertising on
at |l east one or two of several websites and in the industry

| eadi ng trade journal, Inbound Logistics magazi ne.

Col l ectively, such activities are insufficient to
establish prior anal ogous service mark use since it sinply cannot
be reasonably inferred that a substantial public association or
identification of the mark "TRANSCEND LOG STICS" with opposer was
created in the marketplace for freight transportation |ogistics
and/ or supply chain managenent services. Cearly, as in PacTel,
maki ng presentations to at nost only seven prospective clients
for opposer’'s "TRANSCEND LOG STICS' services constitutes an
i nsubstantial nunber of potential custonmers. The fact that such
presentations were corroborated, in the case of three of those
custoners, is inconsequential inasnuch as it is the actual nunber
of prospective custoners reached which matters for purposes of
est abl i shing anal ogous service mark use priority. A nere seven
prospective custoners, at nost, plainly are a negligible portion
of the relevant market and, thus, opposer's efforts to solicit
t heir busi ness cannot be expected to have had any significant
i npact on the purchasing public as a whol e.

Mor eover, because there is no proof by opposer as to

the size of the market for services of the kinds involved herein,

there is sinply no proof that any of such presentations occurred
during January 2003.
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it is sinply inpossible to conclude, as was al so the case in

PacTel, that seven potential customers is nore than a negligible

or insubstantial nunber. Nonetheless, judging fromthe fact that
two of opposer's prospective custonmers in 2002, nanely PPG Inc.
and Proctor & Ganble, are inmediately recogni zable as major (if
not Fortune 500) corporations, it may be assuned that the market
for opposer's services spans a w de range of firnms, including
virtually all nmediumto |arge size manufacturers and producers.

Coupled with the fact that a page fromthe January 2003 edition

of the print version of |Inbound Logistics nmagazine lists the

names of 47 advertisers in addition to opposer and states that
such nmagazine is published 12 tines a year for 55,050 people who
buy, specify, or recomend |ogistics, |ogistics technol ogy,
transportation and related services, a fair inference therefrom
is that the market for opposer's services is considerably |arger,
at a mnimum than one of which the nere handful of firnms to

whi ch opposer personally directed its solicitations for business
woul d be representati ve.

Furthernore, it is obvious that opposer's offer to
purchase the assets of Daymark, Inc. involved the exposure of
only that single firmto the "TRANSCEND LOd STI CS" desi gnhati on
and it is not even known whether such firmwas part of the market
for services of the kinds involved herein. As to the inpact on
others in the marketplace for opposer's services fromits having

registered with a professional association for |ogistics
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providers, suffice it to say that no effect on the rel evant

public is apparent or otherw se discernable from such action.
On the other hand, while opposer's advertising on at

| east one or two of several websites and in both the web-based

and print versions of I nbound Logistics nagazi ne nay have had

sone inpact on the market, it is not possible to know whet her
such advertising was of sufficient clarity and repetition to
create or neaningfully assist in the creation of the required
identification of the designation "TRANSCEND wi th opposer's
servi ces anong a substantial portion of the public that m ght be
expected to purchase those services. There are no exanpl es of
opposer's use of such designation on its or its parent P.AM's
websites on or before January 2003, nor is there any indication
as to the frequency with which those in the industry visit such
websites. No advertising figures have been furnished for 2002
and, of the $5,015 spent on advertising in 2003, there is no
indication as to what portion thereof was expended in January
2003. Instead, the sole evidence of opposer's advertising in
January 2003 consists of two advertisenents for opposer which ran

in the January 2003 issue of |nbound Logistics nmagazine. Both of

such ads featured its "TRANSCEND Logi stics, Inc."” |ogo, which
al so appeared on the website for such nagazine for the entire

year (although no exanpl e thereof was furnished),® and one of the

21

Even assuming a cumnul ative inpact of sonme neasure fromthe yearl ong
exposure provided thereby, any such public recognition or association
of the logo and/or designation "TRANSCEND LOQ STICS" with opposer

whi ch was created does not relate back to January 2003 for priority
purposes. See Herbko Int'l Inc. v. Kappa Books Inc., 64 USP@d at
1379.
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ads al so included the "TRANSCEND LOG STI CS" mark. However, even
assum ng a readership of just over 55,6000 persons in the market
(as indicated by the "PLANNER | NDEX & RFP" page fromthe print

version of the January 2003 issue of |nbound Logistics), such

evidence is insufficient to establish that the necessary
association or public identification was indeed created anong
nore than an insubstantial nunber of potential custoners, given,
for instance, the absence of any indication as to the response,
if any, received to such ads and the nom nal business done by

opposer as of the end of January 2003. See, e.qg., Chance v. Pac-

Tel Teletrac Inc., supra ["mailing of ... 35,000 post cards,
whi ch generated 128 responses to ... 800 nunber and no sal es,

cannot be considered a first use under the |aw' for purposes of
anal ogous service mark use priority]. Opposer, therefore, has
failed to show anal ogous use of the designation "TRANSCEND

LOGE STICS" which is sufficiently clear, w despread and repetitive
so as to have created the requisite association in the mnds of
potential customers between such designation as an indicator of a
particul ar source and its services.

It is settled that opposer, as the plaintiff in this
proceedi ng, bears the burden of proof with respect to its claim
of priority of use and |ikelihood of confusion. See, e.qg., Bose
Corp. v. @QSC Audio Products Inc., 293 F.3d 1367, 63 USPQ2d 1303,
1305 (Fed. Cir. 2002) ["[t]he burden of proof rests with the
opposer ... to produce sufficient evidence to support the
ultimate conclusion of [priority of use] and |ikelihood of

confusion"]; Hoover Co. v. Royal Appliance Mg. Co., 238 F.3d
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1357, 57 USPQ2d 1720, 1722 (Fed. Cir. 2001) ["[i]n opposition
proceedi ngs, the opposer bears the burden of establishing that

t he applicant does not have the right to register its mark"];
Chanpagne Louis Roederer S.A v. Delicato Vineyards, 143 F.3d
1373, 47 USPQ2d 1459, 1464 (Fed. Cir. 1998) (Mchel, J.
concurring); Sanyo Watch Co., Inc. v. Sanyo Electric Co., Ltd.,
691 F.2d 1019, 215 USPQ 833, 834 (Fed. Cir. 1982) ["[a]s the
opposer in this proceedi ng, appellant bears the burden of proof
whi ch enconpasses not only the ultimte burden of persuasion, but
al so the obligation of going forward with sufficient proof of the
material allegations of the Notice of Opposition, which, if not
countered, negates appellee's right to a registration”]; and
Clinton Detergent Co. v. Proctor & Ganble Co., 302 F.2d 745, 133
USPQ 520, 522 (CCPA 1962) ["[o] pposer ... has the burden of proof
to establish that applicant does not have the right to register
its mark."]. In view thereof, and inasnuch as the evi dence of
record is insufficient to establish that, on or prior to the
August 20, 2002 and January 2003 dates upon whi ch applicant can
respectively rely herein as to its "TRANSCEND' and " TRANSCEND'
and desi gn marks, opposer either was actually rendering a
commercially significant |evel of freight transportation

| ogi stics services and/or supply chain managenent services under
its "TRANSCEND LOd STI CS" mark and/ or "TRANSCEND Logi stics, Inc.”
| ogo or that opposer had nade anal ogous service mark use of the
"TRANSCEND LOQ STI CS" desi gnation which was sufficient to expect

t hat such woul d have had a significant inpact on the purchasing

34



Opposition Nos. 911159666 and 91159708

public for its services, it is adjudged that opposer has not
satisfied its burden of proof and that the opposition nust fail.

Deci sion: The opposition is dism ssed.
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