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By the Board:

Appl i cant, EC&C Technologies, Inc., filed two
applications on Septenber 3, 2003: One to register the mark
AOD! and one to register the mark AMVMONI A ON DEMAND, 2 bot h
for “Systens for produci ng ammonia on site consisting of
urea feed stock hydrolyzers in the nature of chanbers that
provide a chem cal reaction resulting in the deconposition
of the urea for use in producing ammonia to assist in
various processes for controlling air pollution fromthe
burning of fossil fuel in electrical power production
facilities” in International Cass 11. The applications

wer e opposed by Hera, LLC on August 5 and 6, 2005,

! Serial No. 78295543, alleging a bona fide intention to use the
mark in commerce.

2 Serial No.78295514, alleging a bona fide intention to use the
mark in commrerce, and disclaimng the word “Ammoni a”.



Qpposition Nos. 91161633 and 91161648

respectively, on the ground that there is a likelihood of
confusi on between applicant’s marks and opposer’s prior use
of the sane marks for the same goods. 3

This case now cones up on applicant’s notion for
summary judgnent on the basis of priority of use, filed
February 15, 2005. As grounds for its notion, applicant
al | eges that opposer assigned its rights in the AOD nmark,

i ncl udi ng the then-pending application, to a third party in
1999; that the registration that issued for the mark was
subsequent|ly surrendered in 2003; and that there is no

evi dence of use by opposer before applicant’s constructive
use date of Septenber 3, 2003. As for the AMMONI A ON DEMAND
mar k, applicant contends that opposer has never treated
those terns as a mark, and that because opposer has not

est abl i shed that such terns function as a trademark, it
cannot establish priority of use.

Opposer responds, and contends, inter alia, that
opposer has prior use of AOD since 1998 “individually or via
use by its licensee.” and that it believes the AMMVONI A ON
DEMAND wor ds are associated with opposer or its forner

| i censee.

3 (pposer filed two applications to register the marks claimed in
its notice of opposition for the same goods listed in the opposed
applications on Septenber 22, 2005, claimng dates of first use
anywhere and first use in comerce of Novenmber 1, 1998. Seri al
No. 78303832 is for the mark AOD, and Serial No. 78303870 is for
the mark AMMONI A ON DEMAND with “Amoni a” di sclai med. Both
applications are presently suspended pending a decision in these
consol i dat ed proceedi ngs.
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The burden is on the party noving for summary judgnent
to denonstrate the absence of any genui ne issue of materi al
fact, and that it is entitled to sunmary judgnent as a
matter of law. Fed. R Cv. P. 56(c). See also Cel otex
Corp. v. Catrett, 477 U. S. 317 (1986). The evidence of
record and any inferences, which may be drawn fromthe
underlyi ng undi sputed facts, nust be viewed in the |ight
nost favorable to the non-noving party. See O de Tyne Foods
Inc. v. Roundy’'s Inc., 961 F.2d 200, 22 USPQd 1542 (Fed.
Cr. 1992). 1In considering the propriety of summary
judgnent, the Board may not resolve issues of material fact
agai nst the non-noving party; it may only ascertain whet her
such issues are present. See Opryland USA, Inc. v. Geat
Ameri can Miusic Show, Inc., 970 F.2d 847, 23 USPRd 1471
(Fed. GCir. 1993); and Lloyd’ s Food Products Inc. v. Eli’s
Inc., 987 F.2d 766, 25 USPQ2d 2027 (Fed. Cir. 1993).

The ACD War k

In support of its position that there is no genuine
i ssue of material fact regarding opposer’s lack of priority
in the use of the AOD mark, applicant has provided as
evidence: (1) a copy of the file wapper of a prior intent-
to-use application filed by opposer on February 17, 1999;

(2) opposer’s patent |icensing agreement® with a third

“ This is a redacted copy of the |icense agreenent between Hera,
LLC et al. and Environnental Elenents, executed June 8, 1999. It
was provided to applicant in response to discovery and counsel



Qpposition Nos. 91161633 and 91161648

party, Environnental Elenents, Corp. (hereinafter
“Environnental ), dated June 8, 1999; (3) a copy of the
assi gnment of opposer’s prior application® to register AOD
to Environnental Elenents,® dated Novenber 29, 1999: (4) the
decl aration of Herbert W Spencer Ill, an officer of
applicant, providing a redacted copy of a litigation
settl enment agreenent of a patent infringenent suit between
applicant et al. and Environnental Elenents, dated Cctober
3, 2003; and (5) a copy of Environnental Elenents surrender
of the registration that issued from opposer’s prior
application.’

In response to this prima facie showing as to priority
of use of the mark, opposer, as the non-noving party, has

provi ded two decl arations: one fromHoward E. Sandl er,

for Hera represented that the redacted version is conplete in
regard to the issues in these proceedings. It is a patent
license agreenment to the extent it |icenses “products.” Section
11.4 deals with tradenmarks, stating that no “right, title or
license is granted by, or shall be inplied fromthis Agreenent
under any trademark, tradenane..l.

> Application Serial No. 75638370, filed by Hera, LLC on February
17, 1999, for the mark ACD for the same goods in the current
applications, claimng a bona fide intention to use the mark in
commerce under 8§ 1(b). This application was assigned to

Envi ronnent al on Novenber 29, 1999. Environnental filed a
statenent of use on Septenber 19, 2001, claining dates of first
use anywhere and first use in commerce of May 31, 2000.

Regi strati on No. 2553144 issued to Environnmental Elenments on
March 26, 2002.

® Recorded at Reel 2001/ Frame 0005 on Decenber 7, 1999, executed
Novenmber 28, 1999, from Hera, LLC to Environnental Elenments Corp

" Reg. No. 2553144 was surrendered on COctober 3, 2003 and
cancel | ed under Section 7(e) on Novenber 18, 2003.
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counsel and an officer of opposer, and one from Felix E.
Spokoyny, an officer of opposer. These declarations state
the declarants’ beliefs as to the use of the marks and are
not supported by exhibits.?8

Havi ng carefully considered the evidence and argunents
submtted by the parties in connection wwth the notion as to
the AOD mark, we find that there is no genuine issue of
material fact that when opposer transferred its rights in
the AOD mark and its prior application to Environnental, it
t hereby assigned away any rights it may have had in the mark
along with the application.

To establish its prior use, opposer argues that
Environnental ’s use of the mark inured to its benefit
because Environnmental was its |licensee. However, this
argunent fails because Environnental was not a tradenmark
Ii censee of opposer. Environnental owned the mark, and any
use of the mark was its own and did not inure to opposer’s

benefit. Thus, opposer lost any rights it had in the mark

8 Wile opposer attached exhibits to its notices of opposition,
Trademark Rule 2.122(c)(2) specifically provides with respect to
exhibits attached to pleadings that: "Except as provided in
paragraph (d) (1) of this section, an exhibit attached to a

pl eading is not evidence on behalf of the party to whose pleading
the exhibit is attached unless identified and introduced in

evi dence as an exhibit during the period for the taking of
testinony." Thus, because the exhibits to the notices of
opposition were not specifically introduced in support of
opposer’s response to the notion for sumrary judgnment, they are
not of record and do not constitute evidence. TBWP Sections 317
and 704.05(a). Even if the Board were to consider such exhibits,
however, it woul d not change the decision herein.
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when it assigned it to Environnental. Moreover, even if the
exhi bit pertaining to the Cctober 3, 2003 “Proposal A-1308"
(ex. 6 to Notice of Opposition)was considered to be evidence
which is of record, such date is after applicant’s
constructive use date of Septenber 3, 2003. Opposer
therefore has not established priority of use, and
accordingly, applicant’s notion for summary judgnent is
hereby granted as to the ACD mark.

The AMVONI A ON DEMAND Mar k

Appl i cant has provided the foll ow ng evidence, in
support of its position that opposer does not have priority
in the use of the “ammonia on demand” mark, and that there
is no genuine issue of material fact as to opposer’s |ack of
priority:

(1) the declaration of Herbert W Spencer
11, an officer of applicant, who, with
supporting exhibits, states that he:

“conducted a search of the adverti sing,
l[iterature and websites of conpanies in
the field of providing or using systens
i nvol ving the conversion of urea to
ammoni a to neet the demand for ammoni a
needed to scrub nitrogen oxides from
the conbustion gas effluent of fossi
fuel ed el ectric generation power

plants. There is no indication that
the term “ammoni a on demand” was ever
used to signify a single source prior
to |late 2003.”

(dec. p. 1-2);

(2) a Departnment of Energy Report show ng the
use of the words “ammni a on denmand” to be used
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descriptively and applicable to nore than one
source of this technology (ex. C of dec.);

(3) Internet search results show ng
descriptive usages of the term(exhibits D - F of
dec.); and

(4) a redacted copy of the patent litigation
settl enment between applicant and Environnent al
wher eby Environnmental agreed to:

“di scontinue all use of the nanes and

mar ks “AVMMONI A ON DEMAND, ” “ AOD’ and any

name or mark confusingly simlar thereto

t hr oughout the world, and Environnental

shall not |icense or authorize any other

person to use such names or narks

anywhere in the world.”

(Ex. Ato Spencer Dec. para. 2.3).

In response, and in support of opposer’s claim of
ownership and prior use of “Ammonia on Demand” as a mark,
opposer has provided two declarations, one from Howard E
Sandl er, an officer of opposer, and one from Felix E.
Spokoyny, also an officer of opposer. Both declarations,
unsupported by exhibits, state: “.it is clear in nmy mnd
that the consum ng public identifies these marks with
opposer or its former licensee” and contends that
applicant’s “exhibits CF denonstrate such tradenmark use.” °
Additionally, in its brief, opposer argues that “the prior
pl eadings in this case are replete with exanpl es of

opposer’s prior use of the mark since 1998, either

® Those exhibits were subnmitted through the declaration of
Her bert Spencer, in support of applicant’s notion for summary
j udgnent .
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individually, or via use by its licensee Environnental” (Br.
p. 7);! and that “custoners consistently refer to the
Amoni a on Demand and/or ACD system as the system
represented by the design and manufacture of the opposer, or
of opposer’s prior Licensee, Envionnental”. (Br. p. 7).
Furt her, opposer discusses “several matters”!! that are
unsupported, and, in fact, controverted by the evidence of
record.
Federal Rule of G vil Procedure 56(c) provides:

“..The judgnent sought shall be rendered

forthwith if the pleadings, depositions,

answers to interrogatories, and

adm ssions on file, together with the

affidavits, if any, showthat there is

no genuine issue as to any material fact

and that the noving party is entitled to

aj udgnent as a matter of |aw”
Federal Rule of G vil Procedure 56(e) requires a non-noving

party to go beyond the pleadings and to designate “specific

10 pposer does not specify what evidence is in the record which
it considers to constitute “replete with exanples”. The only
evi dence of prior use of the nmark since 1998 was provi ded by
appl i cant inasnuch as opposer’'s exhibits to its Notices of
Opposition cannot be consi dered evi dence under Trademark Rul e
2.122(c)(2) since the exhibits are not part of the record.

1 These “matters” are (1) that when opposer terminated its patent
i cense agreement with Environnmental, “it was al ways an
under st andi ng anongst [sic] opposer and Environnental that
termnation for breach...or otherw se withdrawal by Environnenta
fromthe ACD Anmmoni a on Demand system business would result in a
return of the proprietary elenents to opposer, including the

tradenmarks and good will, [as] opposer requested Environnental to
make the assignnment of the trademarks in question as a part of
the witten settlenent.”; and (2) that "the return of the
tradenmar ks was di scussed, and understood by opposer to be orally
agreed to..”. (Br. at pages 5-6).
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facts showing that there is a genuine issue for trial.”
Cel otex Corp. v. Catrett, supra at 324.

In its response to the notion, opposer has not provided
any exhibits in support of its affidavits nor identified
t hose portions of the record before the Board that show that
it has used “Amoni a on Demand” as a trademark prior to
Cct ober 23, 2003. To raise a genuine issue of materi al
fact, opposer nust rely on specific facts that establish the
exi stence of an association of “Amonia on Demand” with
opposer as a “single source"” prior to applicant’s
constructive use date of Septenber 3, 2003. See PacTel
Teletrac v. T.A B. Systens, 32 USPQ2d 1668, 1671 (TTAB
1994). (Opposer’s declarations nerely state opinions and do
not provide specific facts in support of its position. And,
agai n, opposer cannot rely on Environnental’s use of the
term as Environnental was a patent |icensee, not a
trademark |icensee, so any use of the trademark by
Envi ronnmental does not inure to the benefit of opposer.
Addi tionally, the evidence shows that opposer assigned its
trademark rights to Environnental w thout qualification, and
that, as a result of Environnental relinquishing those
rights through the federal litigation settlenent, it had no

rights to assign back to opposer.!?

2 Furthernmore, as of Septenber 2, 2003, and pursuant to a
settl ement agreenent in Federal court, Environmental was enjoi ned
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Addi tionally, the evidence of use that opposer relies
upon in applicant’s exhibits CGF of the Spencer declaration
does not denonstrate trademark use, but rather, at best, is
use anal ogous to trademark use, and further, it is not use
by opposer. Finally, because the argunents of counsel are
not supported by any evidence of record, they are
insufficient to raise a genuine issue of material fact.

See, e.g., Hornblower & Weks Inc. v. Hornblower & Weks,
Inc., 60 USPQed 1733, 1736 (TTAB 2001).

Therefore, as to the AVMMONI A ON DEMAND mar k, after
havi ng carefully considering the evidence and argunents
submtted by the parties in connection with the notion, and
viewi ng that evidence in the |ight nost favorable to
opposer, we find that there is no genuine issue of materi al
fact that opposer used the wording on its website on Cctober
23, 2003 (Exh. B to applicant’s Spencer Dec. in support of
the notion for sunmary judgnent); and that applicant has a
constructive use date of Septenber 3, 2003 for the term

Thus, because the earliest date of use that opposer
m ght be able to establish!® is October 23, 2003, which is

after applicant’s constructive use date of Septenber 3,

fromusing or allow ng anyone else to use the marks anywhere in
t he worl d.

31t is not clear, however, how a single use on a website can

constitute sufficient public exposure to be use anal ogous to
tradenmark use for priority purposes.

10
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2003, opposer has not established that there is any genuine
issue of material fact as to priority of use, and
accordingly, applicant’s notion for summary judgnent is
hereby granted as to the AMMONI A ON DEMAND mar k

In sunmary, applicant’s notion for summary judgnent is
hereby granted as to both applications. The oppositions are

hereby di snissed with prejudice.

. 000.

14 In light of this order, the party's dispute over a protective

agreenent is considered noot, as is any notion to conpel.

11



