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200 Kel sey Associates, LLC

Bef ore Rogers, Wl sh and Zervas,
Adm ni strative Trademark Judges.

By the Board:
200 Kel sey Associates, LLC ("applicant") seeks to register
t he mark CHEM CAL BANK for "banking services; financial
services, nanely, financial analysis and consultation,
financial services in the field of noney | ending, noney
| endi ng, investnent fund transfer and transaction services."1
Chem cal Financial Corp. ("opposer") has opposed
regi stration on the grounds of priority of use and |ikelihood
of confusion. Specifically, opposer alleges that it and/or its
subsi di ary conpani es have been in the banking busi ness since
1917; that opposer and its subsidiaries have been using various
nanmes and marks containing the term*“Chem cal” for banking and
financial services since 1917 and the nanme and mark CHEM CAL

BANK for over 40 years; that opposer is the owner of an

1 Application Serial No. 76567833, filed Decenber 31, 2003, and
alleging a bona fide intent to use the mark in commerce. The term
“Bank” has been di scl ai ned.
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application for the mark CHEM CAL BANKZ?, that there is no issue
as to priority because the date of applicant’s intent to use
application is subsequent to opposer’s first use of the

CHEM CAL BANK mark and nane and its other nanes and mar ks using
the term“Chemcal”; that applicant’s mark is identical to
opposer’s mark and applicant seeks to register its mark for
nost of the sane services in connection with which opposer uses
its mark; and therefore, applicant's CHEM CAL BANK mark so
resenbl es opposer's previously used CHEM CAL BANK mark, and

rel ated marks and nanes, as to be likely, when applied to
applicant's services, to cause confusion, mstake or deception
and be a source of danage to opposer.

Applicant, in its answer, has denied the essential
al l egations of the notice of opposition. Applicant has al so
pl eaded the affirmati ve defenses of waiver, estoppel and
acqui escence.

This case now conmes up for consideration of opposer's
nmotion for summary judgnent on the issues of priority of use
and likelihood of confusion. |In support of its notion, opposer
argues that there are no genuine issues of material fact and
that it is entitled to summary judgnment as a matter of |aw
More specifically, opposer argues that it has decades of prior

use resulting in undisputed priority; that applicant has

2 Application Serial No. 78522836, filed Novenber 24, 2004 for
the mark CHEM CAL BANK for *“banking services; financial services,
nanely i nvest ment managenent and advice and investnment fund transfer
and transaction services; trust services, nanely investnent and
trust conpany services; and insurance agency services” and reciting
Cctober 6, 1964 as the date of first use and the date of first use
of the mark in conmerce. The term “Bank” has been di scl ai ned.
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admtted that it has made no use of the mark, at |east as of
April 21, 2005; that the parties use their marks, in part, on
i dentical services; and that the respective nmarks are
i denti cal

As evidentiary support for its notion, opposer has
submtted the declaration of its president and CEOQ David B

Ranmaker. M. Ramaker states, in relevant part that:

3. In 1962, the nanme of Chemical State Savings Bank was
changed to “Chem cal Bank and Trust” and that conpany
began to use sinply the service mark CHEM CAL BANK

4. ... Qpposer and its subsidiaries now have custoners in
all 50 states and, since 2000, they have had over $3
billion in assets.

5. Opposer and its subsidiaries offer a full array of
banki ng services as well as financial services including
i nvest ment managenent and advi ce and investnent fund
transfer and transaction services. ...Qpposer and its
subsi di ari es have been using various nanmes and marks
containing the domnant word “Chem cal” for these
banki ng and financial services since 1917, including
usi ng the nanme and mark CHEM CAL BANK for over 40 years.

6. Opposer and its subsidiaries have continuously used
their CHEM CAL BANK mark fromits adoption with the nanme
change from 1962 to the present.

M. Ranaker also attests to the history of opposer and
opposer’s and opposer’s subsidiaries’ use of nanmes and narks
including the term“Chem cal” since 1917. M. Ranaker

i ntroduces related exhibits, including: (1) a copy of an
advertisenent that appeared in the Mdland Daily News newspaper
in 1962 announci ng the Chem cal State Savi ngs Bank change of
name to Chem cal Bank and Trust Conpany, including the slogan
“Just say ‘Chem cal Bank’” (Exhibit C to the Ranmaker

Decl aration); (2) a copy of an article that appeared in the Bay
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Cty Tinmes newspaper on April 13, 1967 with the headline
“Chem cal Bank Plans Building” (Exhibit D to the Ranmaker
Declaration); (3) a copy of an article fromthe Mdland Daily
News newspaper that appeared on March 15, 1967 with the
headline “Coin display at two Chem cal Bank offices” (Exhibit E
to the Ramaker Declaration); (4) a copy of an advertisenent for
“Chem cal Bank” fromthe Al ma Rem nder publication that
appeared on March 31. [sic] 1971 (Exhibit F to the Ramaker
Declaration); (5) a copy of an advertisenent for “Chem cal
Bank” that appeared in the Mdland Daily News on Septenber 8,
1971; (Exhibit Gto the Ranaker Decl aration); (6)copies of
advertisements in which it or its subsidiaries used the
Chem cal Bank mark appearing in various publications from 1995
t hrough 2000 (Exhibit H to the Ramaker Declaration); and (7)
copies of advertising material featuring the CHEM CAL BANK mark
used by opposer in 2005 (Exhibit I to the Ramaker Decl aration).
Opposer has al so submtted applicant’s responses and objections
to opposer’s first set of adm ssions show ng that applicant has
admtted no use of its CHEM CAL BANK mark as of April 21, 2005.
Appl i cant has opposed the notion arguing that summary
judgnment is not appropriate in this case because genui ne issues
of material fact exist with respect to several DuPont3 factors,
i.e., the simlarity of the marks, the scope of protection to
be afforded the pleaded marks, the strength of the pleaded
mar ks and the sophistication of the purchasers. Mre

specifically, applicant argues that opposer has introduced

3 Inre E-I. du Pont de Nenburs & Co., 476 F. 2d 1357, 177 USPQ
563 (CCPA 1973).
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scant evidence of the CHEM CAL BANK mark standi ng al one; that
opposer has used the marks CHEM CAL BANK AND TRUST COVPANY,
CHEM CAL BANK SHORELI NE and CHEM CAL BANK WEST, anong ot her
names, for its comercial banking operation within the state of
M chi gan and, thus, the proper conparison of the parties’ marks
shoul d i nclude a conparison of all of the various iterations
used by opposer over the years. Applicant further argues that
the record does not support opposer’s assertion that its mark
is strong and well established because (1) opposer has never
operated a bank under the exact mark “Chem cal Bank” and
opposer has presented only scant evidence of advertisenents
depicting the exact mark; (2) while opposer clains to have
custoners in all fifty states, the record indicates that
opposer’s banks are | ocated exclusively in the state of
M chigan and that this regional presence mlitates against a
finding that opposer’s marks are fanmous or strong; and (3)
opposer has not stated how nuch it spends annually to market,
advertise and pronote its banking operations.

Applicant al so argues that for nore than 100 years a
third-party, Chem cal Banking Corporation, used the nane
CHEM CAL BANK in connection w th banking and financial services
and that opposer co-existed with CHEM CAL BANKI NG CORPORATI ON
until 1996, i.e., when the third-party use of CHEM CAL BANK
ceased. Applicant additionally argues that because the
custoners of each party’s banking and financial services are

likely to be highly sophisticated, they are likely to
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appreci ate and understand the difference between opposer’s and
applicant’ s banki ng operati ons.

Appl i cant has supported its position with the declaration
of one of its attorneys, Ednund J. Ferdinand II1l, introducing:
(1) a copy of opposer’s 2003 Annual Report to Sharehol ders
showi ng no use in the report of the exact CHEM CAL BANK nark;
(2) a copy of advertising produced by opposer show ng opposer’s
use of its full nane, i.e., Chem cal Bank and Trust Conpany;

(3) copies of pages fromJP Mrgan Chase show ng opposer’s
conpany size; (4) copies of Internet web cites showi ng prior
use of the Chemical Bank mark by a third party; (5) printouts
fromthe United States Patent and Trademark O fice’s TESS dat a
base of dead third-party registrations for the mark, CHEM CAL
BANK; and (6) copies of an exchange of correspondence between
t he now defunct Chem cal Bank and opposer primarily to show
that in 1988 opposer did not operate outside of the state of

M chi gan.

In reply, opposer contends that applicant has pointed to
no facts in dispute and did not dispute any evidence.

Particul arly, opposer argues that applicant did not dispute the
sworn declaration testinony of opposer’s President and CEQ
Davi d Rameker, that opposer has used the CHEM CAL BANK nmark for
over 40 years; and that applicant failed to explain why opposer
does not have rights in the mark CHEM CAL BANK si nply because
opposer may al so have rights in three variations of the mark.
Opposer al so argues that its mark is not weak because the

dom nant portion of the mark is “Chemical,” a termthat is
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arbitrary when applied to banking and financial services. As
regards applicant’s assertion of third-party use of the

Chem cal Bank mark, opposer argues that an abandoned nark does
not constitute significant third-party use, and that such
former third-party use is irrelevant to this proceeding.

Opposer further argues that even if the concurrent use of the
CHEM CAL BANK mark by opposer and a single third party weakened
opposer’ s CHEM CAL BANK mar k, opposer’s CHEM CAL BANK mark is
entitled to protection.

As regards the sophistication of the custoners, opposer
argues that the average banking custonmer is not so highly
sophi sticated to distinguish between the parties’ asserted
mar ks. For these reasons, opposer maintains that it is
entitled to sunmary judgnent.

As has often been stated, the purpose of sunmary judgnent
is one of judicial economy, that is, to save the tine and
expense of a useless trial where no genuine issue of materi al
fact remains and nore evidence than is already available in
connection with the summary judgnent notion coul d not
reasonably be expected to change the result. Pure Gold, Inc.
v. Syntex (U S.A), Inc., 739 F.2d 624, 222 USPQ 741 (Fed. Cr
1984). The burden in a notion for summary judgnment is on the
noving party to establish prinma facie that there is no genuine
issue of material fact and that it is entitled to judgnent as a
matter of law. Fed. R Cv. P. 56(c); and Celotex Corp. V.
Catrett, 477 U.S. 317, 106 S.Ct. 2548 (1986).
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Turning first to the issue of priority of use, applicant
states in footnote 1 of its brief in opposition to the notion
for summary judgnent, “[f]or purposes of this notion only,
Applicant will not chall enge opposer’s claimto priority of
rights over the CHEM CAL mark.” Accordingly, priority of use
is not in issue.*

Turning to the issue of |ikelihood of confusion, we find
that there are no genuine issues of material fact relating to
the issue of |ikelihood of confusion. Turning first to the
parties’ asserted marks, applicant’s applied for mark is
identical to one of opposer’s asserted marks, namely, CHEM CAL
BANK. Al though applicant argues that opposer has never
operated a bank under the CHEM CAL BANK mark “standi ng al one,”
we find that opposer has offered evidence show ng continuous
use of the CHEM CAL BANK mark in the pronotion of its banking
and financial services. (See Paragraphs 3, 5 and 6 of the
Ramaker Declaration and Exhibits C D, E, F, G Hand | to the
Ramaker Decl aration.) |ndeed, applicant questioned neither the
veracity nor the authenticity of the Ramaker declaration or the
attached exhibits. Instead, applicant takes issue with the

guantity of the materials show ng use of the CHEM CAL BANK

4 Even if priority were at issue, we find that opposer has
establ i shed, through the Ranmaker declaration, use of CHEM CAL BANK
as part of its trade name and as a trademark since 1962. The
earliest date on which applicant may rely, in the absence of
evidence to prove otherwise, is the filing date of its involved
intent to use application, i.e., Decenber 31, 2003. See Zirco Corp
v. Anerican Tel ephone and Tel egraph Co., 21 USPQ2d 1542 (TTAB 1991).
Mor eover, applicant, in its responses to opposer’s first request for
admi ssions, adnits that as of April 21, 2005, it had rmade no use of
t he invol ved CHEM CAL BANK nar k
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mar k. The evidentiary sanpling submtted by opposer is
sufficient to show opposer’s use of the CHEM CAL BANK mar k
“standi ng al one.”

Further, we are not persuaded by applicant’s contention
that use by opposer and/or its subsidiaries of the marks
CHEM CAL BANK AND TRUST COWVPANY, CHEM CAL BANK SHORELI NE AND
CHEM CAL BANK WEST, anong ot her trademarks and nanes for its
commer ci al banki ng operations, dimnishes the significance of
opposer’s asserted CHEM CAL BANK mark. Rather, and contrary to
applicant’s contention, we find that use by opposer of
di fferent marks and nanes containing the term*®“Chem cal Bank”
sinply reinforces public recognition of the CHEM CAL BANK mar k
by opposer and its subsidiaries.

Applicant attenpts to argue that significant third-party
use of the CHEM CAL BANK mark for banking and financi al
servi ces weakens opposer’s asserted mark. W find, however,
the admttedly abandoned third-party use unpersuasive in this
regard. Moreover, any concurrent use of the CHEM CAL BANK mar k
by opposer and a single thirty-party entity conferred no rights
upon applicant to concurrent use of the CHEM CAL BANK mar K.

As regards the parties' services, it is undisputed that
they are identical or closely related and conplenentary in
nature, all being banking and financial services. W therefore
find that there is no genuine issue of material fact that the
services provided by the parties are the sanme or sufficiently
rel ated that when sold under the involved marks, confusion is

li kel y.
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Applicant al so argues that banking custoners are so
sophi sticated that they could distinguish between the parties’
marks. The determ nation of whether a |ikelihood of confusion
exi sts is made by eval uating and bal ancing the pertinent du
Pont evidentiary factors. See Inre E. |I. du Pont de Nenours,
supra. Not every factor is equally inportant to the likelihood
of confusion analysis in every case. |In this case, even if the
parties’ banking custoners were considered sophisticated, the
parties’ identical marks and virtually identical services are
sufficient to satisfy the DuPont anal ysis.

In sum we find that opposer has carried its burden of
proving that no genuine issues of material fact remain as to
the issues of priority of use and |ikelihood of confusion and
t hat opposer is entitled to judgnent as a matter of law. In
vi ew t hereof, opposer's notion for sunmary judgnent is granted.
The opposition is sustained and registration by applicant of

application Serial No. 76567833 is refused.
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