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Rogers, Adm nistrative Trademark Judge:

By our order dated July 1, 2002, we allowed plaintiff,
over defendant’s objections, to anmend the petition for
cancel | ati on; construed each party’s request that judgnent
be entered in its favor as a notion for sunmary judgnent;
and granted summary judgnent in plaintiff’s favor on the
ground of issue preclusion, in view of a prior determnation
by a federal district court, upheld on appeal, that the mark
in defendant’s involved registration is descriptive and has
not acquired distinctiveness. Defendant now seeks

reconsi derati on of that deci sion.
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In briefing defendant’s request for reconsideration,
defendant filed a reply brief and plaintiff filed a
“rebuttal” brief in response to the reply brief. Because
Trademark Rule 2.127(a) states that no further papers beyond
areply brief will be considered in regard to any pending
notion, plaintiff’s “rebuttal” has not been consi dered.

In briefing the issues raised by the constructive cross
notions for sumary judgnent considered in our |ast order,
def endant had argued agai nst application of issue preclusion
inthis case. Specifically, defendant had argued that the
federal district court that determ ned respondent’s
registered mark is descriptive and devoid of acquired
di stinctiveness did not have jurisdiction to consider that
issue. We noted that defendant shoul d have raised the
question of subject matter jurisdiction with the district
court, not wwth the Board. Thus, we did not consider the
argunent. In the current request for reconsideration,
def endant does not contest our application of issue
precl usion. Defendant does, however, contest our granting
of plaintiff’s notion to anend its petition for cancellation
to substitute, for its original |ikelihood of confusion and
abandonment clains, the claimthat defendant’s mark is
descriptive and devoid of acquired distinctiveness, and that
res judicata -- in this instance, issue preclusion —

requires cancell ation of defendant’s registration.
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Def endant’ s argunent against allowing plaintiff to
substitute the new claimwas that, by allowng it we would
be allowing plaintiff to pursue a descriptiveness claim
after defendant’s registration had turned five years ol d.

We disagreed with that conclusion and all owed the claimon
the theory that the five-year deadline for filing a
descriptiveness clai mwould not apply when a petition was
filed prior to the five-year anniversary of issuance of the
regi stration and one of two conditions was satisfied.
Specifically, the conditions are (1) that the basis for the
proposed new or additional claimwas not known to the
plaintiff until after discovery was taken in the proceeding,
or (2) that the basis for the claim while suspected, could
not under Federal Rule 11 be pleaded until the basis for it
was confirmed through taking of discovery.

I n the decision defendant seeks to set aside, we noted,
based on the facts then before us, that plaintiff had not
obt ai ned di scovery responses before defendant noved to
suspend this case while it pursued, in the federal district
court, an infringenment claimagainst plaintiff. Therefore,
we concl uded, plaintiff had not had an opportunity to |learn,
prior to the | engthy suspension for the civil action,
whet her there was good basis for a descriptiveness claim
It appeared to us that the descriptiveness issue was not

fully explored except in the civil action, and that
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plaintiff, upon dism ssal of the civil action and filing of
its request to resune proceedings herein, pronptly sought to
rai se the claimbefore the Board.

By defendant’s request for reconsideration, defendant
has denonstrated that plaintiff’s counsel in fact did have
sound basis for pleading descriptiveness when the origi nal
petition was filed. Thus, plaintiff would not neet either
of the two conditions we set out that would effect a tolling
of the five-year bar to raising a descriptiveness claim It
woul d not satisfy the first condition because that
contenpl ates no know edge what soever of the basis for the
claim and clearly plaintiff had know edge of the basis for
t he descriptiveness claimwhen it filed its original
petition. It would also not satisfy the second, alternative
condition, insofar as having actual know edge that a claim
coul d be pl eaded precludes the possibility that one may only
have a suspicion that a claimmay be pl eaded but defer
pl eading the claimuntil after discovery is taken because of
t he shadow of Federal Rule 11.

Plaintiff, inits response to the request for
reconsi deration, essentially argues that it did not have
know edge of the basis for the descriptiveness claim
al though it appears to acknow edge that it had at |east the
suspicion of the basis for such claim Thus, plaintiff

attenpts to justify its late pleading of the claimby resort
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to the second alternative we posited, i.e., that while it
suspected the basis for raising a descriptiveness claim it
could not, consonant with Federal Rule 11, do so until it
had di scovery. This argunent, however, is unavailing, as
defendant noted in its request for reconsideration that

def endant had, in fact, responded to discovery requests
prior to defendant’s registration reaching its five-year
anni versary, so that any question plaintiff had about its
ability to plead the descriptiveness claimcould have been
resolved prior to the deadline. In its response to the
request for reconsideration, plaintiff does not deny the
contention that it had received responses to its discovery
requests. 1In any event, we find the show ng by defendant
convincing that plaintiff actually knew the basis for
bringing a descriptiveness claimwhen it filed the original
petition but |likely chose not to do so. W divine no
support for plaintiff’s contention that it deferred raising
t he descriptiveness claimout of concern that doing so would
have made plaintiff subject to possible sanctions under
Federal Rule 11 for abusive pleading.

The request for reconsideration is granted. CQur
previous order is set aside, plaintiff’s attenpt to assert a
descriptiveness claimis disallowed, and the petition for
cancellation is dismssed. Lest plaintiff argue that we

have, by this decision, failed to accord due consideration
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to the federal district court’s determ nation that
defendant’s mark is descriptive and without acquired

di stinctiveness, we note that plaintiff, as defendant in the
civil action, did not press a counterclai magainst our
defendant’s registration, and the court did not, pursuant to
Section 37 of the Lanham Act, order the registration
cancelled. Wthout a Section 37 order fromthe court to the
Comm ssioner directing cancellation of the registration, and
in the absence of any ability by plaintiff to pursue a
descriptiveness claimin this case, application of issue
preclusion will not allow the plaintiff to obtain what the
court did not itself order. Again, the petition for

cancellation is dism ssed.



