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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Excal i ber Tradi ng Corporation
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Akai Electric Conpany Limted

Ri chard W Young and Nicole M Mirray of Gardner Carton & Dougl as
LLP for Excaliber Trading Corporation.

Peter J. Toren of Sidley Austin Brown & Whod LLP for Akai
El ectric Conpany Limted.

Bef ore Seeherman, Hohein and Hol t zman, Admi nistrative Tradenark
Judges.

Qpi ni on by Hol tzman, Adm nistrative Trademark Judge:

On Septenber 30, 1997, Excaliber Tradi ng Corporation
(petitioner) filed a petition to cancel the registration owed by
Akai El ectric Conpany Limted (respondent or Akai) for the mark
AKAl for the follow ng goods:?

vi deo tape recorders; television caneras; television

receivers; parts and accessories therefor-nanmely, R F.
converters, earphones, connecting cords, batteries,

! Registration No. 930495; issued March 7, 1972 under Section 2(f) of
the Trademark Act; second renewal
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headphones, | eather cases and tripods; and | oudspeakers,
audi o frequency anplifiers, and FMreceivers.

As the ground for cancellation, petitioner alleges that
respondent has "nade no use of the mark AKAI since at | east March
1992, the date of the |ast renewal of the registration.” ¢ 3.
Petitioner also alleges that it has a bona fide intention to use
such mark in connection wth home and aut onobil e audio systens in
commerce; that it has filed an application to register the AKAI
mark for hone and autonobile audi o systens including anplifiers,
recei vers, |oudspeakers, tape decks and CD players; and that the
continued existence of the involved registrationis likely to
cause damage to petitioner by interfering with petitioner's right
to use and register its mark.

Respondent, in its answer, admts that petitioner has filed
an application to register the mark AKAl for the identified
goods, but denies the remaining salient allegations of the
petition to cancel.

Both parties introduced evidence in this case during their
respective testinony periods and both parties filed trial briefs.
An oral hearing was held.

THE RECORD
The undi sputed portions of the record include the pleadings;

the file of the involved registration; respondent's notice of
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reliance on official records consisting of additional
regi strations of "AKAI" nmarks owned by respondent (Exhibits 1
and 2); printed publications consisting of nedia articles
referring to AKAI products (Exhibits 4 - 15); and the testinony
depositions of respondent's non-party w tnesses: Norbert R
Wrsching, a consultant to international firnms in the electronics
field; and Ed Brachocki, president and CEO of Go-Video, a
consuner el ectroni cs conpany.
The di sputed portions of the record are as foll ows.
(a) Petitioner's entire notice of reliance on Exhibits A - C
(1) Exhibit A - Printed publications.
(2) Exhibit B - Docunents "provided as part of Respondent's

answers to interrogatories,” consisting of: a docunent entitled
"Busi ness History and Forecast"” ("Business History"); and a
single invoice of sale (inv. no. 240901) fromP. T. Inports Inc.
(PTI).

(3) Exhibit C - Docunents obtained in response to
petitioner's requests for production of docunents, consisting of:
an internal marketing docunent from 1998 entitled "Akai Wrl d-
wi de Activity"; a July 31, 1997 fax from Takashi Sugiyam,
mar keti ng director of the Hong Kong branch of Akai, to Toru Endo,

respondent's general manager for sales, referring to Akai's

all eged "withdrawal fromthe market"; and a January 31, 1998 fax
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fromM. Endo to Phillip Watson, an attorney for Akai, regarding
respondent’'s sales in the United States.
(b) Respondent's notice of reliance on Exhibits 3 and 16-19:

(1) Exhibit 3 — The file history of a prior opposition
bet ween Akai (opposer therein) against a third party. Petitioner
objects to this material only to the extent that respondent seeks
torely on the record in that case.

(2) Exhibits 16 through 18 - Three declarations, with
exhibits, submitted in connection with respondent’'s previous
notion for sunmmary judgnent in this case. The declarations are
from Takashi Sugi yama, David Friedmann (executive officer of PTI)
and Toru Endo. The "Business Hi story" and PTI invoice no. 240901
(which were al so submtted under Exhibit B of petitioner's notice
of reliance) are attached as exhibits to the Endo and Sugi yana
decl arati ons, respectively.

(3) Exhibit 19 - Copies of docunents "which were produced
by [respondent] in this matter"” apparently in response to
petitioner's discovery requests, consisting of: duplicates of
docunent s acconpanying the three declarations and a February 18,
1997 letter from Robert S. Rad, petitioner's president, to M.

Sugi yama regardi ng the possible licensing of the AKAI nark.?

2 However, it is not clear whether M. Rad was president of petitioner
at the tine the letter was witten or whether the letter was witten on
behal f of petitioner.
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As to the above, petitioner's objections to respondent's
notice of reliance on Exhibits 3 and 16 - 19 are manifestly
untinmely and are accordingly denied. To begin with, we note that
petitioner never raised any objections to respondent's exhibits
either inits main brief or its reply brief. Petitioner now
seeks to renmedy its perceived oversight by filing a notion to
withdraw its original reply brief and to substitute a "corrected”
reply brief that includes such objections, along with corrections
of certain factual errors in the original reply brief.

Respondent filed a response to the notion, strenuously
objecting to the substitute brief and incorporating inits
response a notion for Rule 11 sanctions against petitioner for
filing it.

Respondent's objections to the notion are well taken. By
its notion, petitioner seeks to correct far nore than nere
factual errors in its original reply brief. Raising objections
to evidence for the first tine in a "corrected” reply brief is
beyond what is appropriate for a substitute brief.® Petitioner's

notion is accordingly denied, and the "corrected" reply brief

3 Moreover, contrary to petitioner's apparent contention, such
objections, if permtted, w thout question would affect the nmerits of
t he case.
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w Il not be further considered (except to the limted extent
i ndi cat ed) . *

The nere fact that petitioner did not object to respondent’'s
evidence in its main brief would not have resulted in a waiver of
such objections since respondent, for its part, did not properly
i ntroduce the evidence into the record.® The Board will not
consi der evidence that is not filed in conpliance with the rules.
See TBWP §706 (2" ed. rev. 2004). However, petitioner treated
the evidence as of record, inits nmain brief, by expressly
acknow edgi ng such materials in its description of the record and
even addressing sone of the evidence on the nerits. As a result,
all of the evidence is considered to have been stipulated into

the record.® Petitioner's attenpt to essentially withdraw this

* To the extent we find that there are any appropriate corrections of
m sstatenents of the record, those corrections will be considered. To
the extent that petitioner's contentions in its original reply brief
are inconsistent with statements made in its main brief, or are

i nconsistent with, or directly contradicted by, the evidence of record
on its face, those contentions in the original reply brief will not be
gi ven any consi deration

> Except for the opposition file (Exhibit 3) and certain docunents

whi ch are considered to be properly of record because both parties
relied on them (see discussion regarding respondent’'s objections to
petitioner's notice of reliance, infra), none of the disputed evidence
submtted with respondent's notice of reliance was properly nade of
record.

® The opposition file (Exhibit 3) was acknow edged as of record only
for what it shows on its face. The record in that case is not evidence
in this proceeding on behalf of either party. See TBVP §704.04 (2" ed.
rev. 2004).
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stipulation in its corrected reply brief is ineffective as the
corrected brief is not being considered.

Accordi ngly, respondent's Exhibits 16 — 19, consisting of
the three declarations, with exhibits including the "Business
Hi story" docunent, are treated as if properly of record, as are
all the docunents contained in respondent's Exhibit 19, and w |
be consi dered for whatever probative val ue they may have.
Respondent's Exhibit 3, consisting of the opposition file, is
considered of record only for what it shows on its face.

Wth respect to respondent’'s notion for Rule 11 sanctions,
because respondent did not conply with the "safe harbor" and
"separate notion" requirenents of the rule, the notion nust be
and is hereby denied. See Fed. R Civ. P. 11(c)(1)(A.

W turn then to respondent's objections to exhibits
subm tted under petitioner's notice of reliance. The docunents
conprising Exhibit B of the notice of reliance, i.e., the
Busi ness History record and the PTI invoice no. 240901, have
al ready been allowed into evidence in connection with the
declaration of M. Sugiyanma and as part of respondent's Exhibit
19. As these materials are properly of record, they can be
relied on by either party for any proper purpose. Plyboo Anerica
Inc. v. Smith & Fong Co., 51 USPQ@d 1633 (TTAB 1999).

As to petitioner's Exhibit C, with certain exceptions not

appl i cabl e here, docunents obtained in response to docunent
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production requests may not be introduced into evidence by notice
of reliance. See TBMP §704.11 (2" ed. rev. 2004). Consequently,
neither the 1998 "Akai World-wi de Activity" report nor the
January 31, 1998 fax from M. Endo are considered to be of
record.

Respondent's objection to Exhibit A (printed publications)
wi |l be addressed separately bel ow.

STANDI NG

Respondent admitted in its answer that petitioner has filed
an application to register the identical mark for goods which
are, on their face, in part identical to those in the chall enged
registration. Thus, petitioner's standing, that is, its real
interest in this proceeding, has been established. See Ral ston
Purina Co. v. On-Cor Frozen Foods, Inc., 746 F.2d 801, 223 USPQ
979 (Fed. Cir. 1984).

MERI TS

Respondent, Akai Electric Conpany Ltd., is a conpany
incorporated in Japan with its principal place of business in
Japan. M. Sugiyama states that Akai has been distributing and
selling consuner electronics products in the United States under
the AKAI mark since at least 1970, and that it currently sells a
wi de array of consuner electronics products under the mark in
nore than ninety countries throughout the world including the

United States. According to M. Sugiyama, Akai has expended tens
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of mllions of dollars worldw de in connection with the
advertising and pronotion of its AKAI goods over the years with
wor | dwi de sal es anpbunting to billions of dollars. Since at |east
1970 and continuing until 1987, respondent distributed and sold
its AKAI consuner electronic products in the United States
through its subsidiary, Akai Anerica Ltd. During that sane tine
period, respondent al so began distributing its AKAl products in
the United States through P. T. Inports Inc. (PTl), a conpany

i ncor porated and doi ng busi ness in New York, and continued to do
so until at least 1999. After Akai Anmerica Ltd. shut down in
1988, M tsubishi Electric Sales Anerica served as the distributor
inthe United States until 1990. In Septenber of 1995,
respondent began selling its AKAlI products in the United States

t hrough Sansui U. S. A Between 1995 and 1999 respondent conducted
negotiations for new distributors of its AKAI products in the
United States with several conpanies, including Enerson, Go-

Vi deo, Projectvision and Sears Roebuck & Co.

Petitioner contends that respondent nade a "w dely
publici zed announcenent” of its permanent withdrawal fromthe
United States consumer electronics nmarket in 1988. Brief, p. 4.
Petitioner bases this claimon information contained in three
magazi ne articles and a statenment by M. Sugiyama all egedly
referring to Akai's "withdrawal fromthe market." Petitioner

contends that Akai's total withdrawal fromthe United States
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mar ket is shown by respondent’'s "Busi ness History" record

reflecting zero' sales in the United States from 1991 t hrough
1994"; (Brief, p. 2) and a single PTlI invoice of sale marked with
the wordi ng "FOR RE- EXPORT QUTSIDE U . S. A" for 1,990 units of
AKAI products totaling $287,000. Petitioner maintains that
respondent’'s efforts in "the late 1990s" (Brief, p. 4) to
resurrect its presence in the United States are unavailing since
they occurred after respondent had al ready abandoned the mark.
Under Section 45(a) of the Trademark Act, a nmark is deened
to be abandoned when its use has been discontinued with intent
not to resunme such use. The petitioner bears the burden of
provi ng abandonnent and nust do so by a preponderance of the
evi dence. Cerveceria Centroanericana, S.A v. Cerveceria India
Inc., 892 F.2d 1021, 13 USP@d 1307 (Fed. G r. 1989). The
petitioner may prove its case either by establishing that
respondent has di scontinued use of the mark and that it has no
intent to resune use, or by establishing the statutory prim
faci e case of abandonnent. A prima facie case of abandonnent may
be established by petitioner by proof of respondent’'s nonuse of
the mark in the United States for three consecutive years. See
Section 45 of the Trademark Act and | nperial Tobacco Ltd. v.
Philip Morris Inc., 899 F.2d 1575, 14 USPQRd 1390 (Fed. Cir.

1990) .

10
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Proof of a prima facie case "elimnates the chall enger's
burden to establish the intent el enment of abandonnent as an
initial part of [its] case,” and creates a rebuttable presunption
that the registrant abandoned the mark without intent to resune
use. See Inperial Tobacco v. Philip Mrris Inc., supra at 1393.
This presunption shifts the burden to the respondent to cone
forward with evidence to rebut the prima facie case by disproving
either the underlying facts triggering the presunption of three
years nonuse, or the presuned fact itself, i.e., nointent to
resune use. See Inperial Tobacco v. Philip Mrris Inc., supra.

We turn first to a consideration of the nmagazine articles.
One article appeared in Denpa D gest on Decenber 12, 1988. Under
t he headi ng "Vi ewpoi nt: Akai to D sappear from Anerican Market,"
the article states, in part:

For Akai Anerica it was a case of too little too |ate.
The conpany...wll withdraw fromthe U S. market by

the end of this year. ... Akai will continue to exist
and thrive el sewhere, but the brandname that was the
favorite of American audiophiles will cease to exist.

Anot her article appeared on the sane date in Consuner
El ectronics. The caption of the article is, "Akai's 2" pul | out
fromU S. raises questions in industry” and the text of the
article states (enphasis added):
...Akai's second pullout fromthe United States in as

many years led to speculation | ast week about the
growt h potential for upscale electronics and

11
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conflicting views about M tsubishi's reasons for
taking on the brand in the first place.

M tsubi shi officials who ran Akai, neanwhile,
cited an inability to procure enough products at the
right prices as the chief reason for the nove. They
also cited the strong yen and a decision to
concentrate on the Japanese and European markets,
where Akai hol ds a stronger position. The conpany
wi |l cease distribution Decenber 31

Jeff Saake, Akai's national narketing manager,
asserted that the main reason for the pullout was that
"Akai Electric of Tokyo cannot supply us with enough
product to allow us to grow at sufficient levels.” He
said the decision was "a painful, nutual decision
bet ween Akai and M tsubishi."

A second article appearing in Consunmer Electronics on July
19, 1993 under the headline, "SANYO IN RED FOR HALF" states, in
part:

Akai, which pulled out of the U S. consuner

el ectronics market in 1988 (TVD Dec 5/88 pll), had

pre-tax loss of $8.8 million for 6 nonths ended

May 20,

Petitioner, however, is seeking to introduce this evidence
for the truth of the matter asserted, i.e., that Akai w thdrew
fromthe U S nmarket in 1988. Respondent has objected to these
articles as hearsay and the objection is well taken. Petitioner
essentially argues that these articles fall within the exception
of either Fed. R Evid. 803(17) or 807, and that the statenent by
Jeff Saake is not hearsay as an adm ssion by a party under Rule

801(d) (2).

12
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Petitioner, as the proponent of the evidence, has the burden
of establishing a proper foundation for its adm ssion under an
exception to the hearsay rule. See Los Angel es News Service v.
CBS Broadcasting Inc., 305 F.3d 924, 64 USPQd 1491 (9'" Cir.
2002). Petitioner has not net this burden. The articles,
cont ai ni ng statenents made by unidentified authors who are
reporting information obtained from unidentified sources,’ are
rank hearsay and are neither included nor excepted under any
hearsay rule. They are inherently unreliable and fail to satisfy
any of the indicia of trustworthiness required for adm ssibility.
The repetition of the sane hearsay information in nultiple
articles does not nake it nore reliable.

Because the evi dence has not been shown to be reliable and
t he guarantees of trustworthi ness have not been satisfied, the
evidence fails to satisfy even the prelimnary requirenent of the
resi dual hearsay exception of Fed. R Evid. 807. Nor does the
evi dence neet the other requirenments of Rule 807 since, at a
m nimum petitioner has failed to even identify the author of the
articles as required by that rule.

Mor eover, petitioner has failed to show that the articles
are adm ssible under Fed. R Evid. 803(17). As provided therein,

the followi ng are not excluded by the hearsay rule:

" The identification of "Mtsubishi officials" as the source of the
information is hardly sufficient and noreover is itself hearsay.

13
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Mar ket reports, commrercial publications. Market

guot ations, tabulations, lists, directories, or other

publ i shed conpil ations, generally used and relied upon

by the public or by persons in particular occupations.

Here, petitioner has not established that the articles are
"conpilations"” as contenplated by such rule. Nor in our opinion
do they appear to be. The type of publications contenplated by
the rule are those which deal with conpilations of objective
facts not requiring for their statenent a subjective analysis of
other facts. See Wite Industries, Inc. v. Cessna Aircraft Co.,
611 F. Supp. 1049, 1069 (WD. M. 1985). Further, petitioner's
nere assertions in its reply brief that these publications are
generally used and relied upon by people in the consuner
el ectroni cs business are unsupported by any testinony or other
evidence and are insufficient to satisfy this basic requirenent
of the rule.?®

Petitioner's contention that the article is adm ssible as
the adm ssion of a party under Fed. R Evid. 801(d)(2) is also
unavai ling. That rule provides that a statenent is not hearsay
i f, under subsection (C), it is a statenent "by a person
aut horized by the party” to make it, or if, under subsection (D),

it is a statement "by the party's agent or servant concerning a

matter within the scope of the agency or enploynent, nade during

8 In a belated attenpt to provide a foundation for these articles,
petitioner inits reply brief makes unsupported assertions regarding
the nature of the magazi nes and the source of the information (i.e.,
anot her magazi ne).

14
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the existence of the relationship.” Wile there is no question
that the statement is being offered against a party, petitioner
has failed to show as required that the statenents were either
aut hori zed by respondent,® as required by Rule 801(d)(2)(C, or
that Jeff Saake was in fact an agent of respondent when he nade
the statements or that his statenments concerned a matter "within
the scope” of his agency, as required by Rule 801(d)(2)(D). Rule
801(d)(2) plainly states that the contents of the hearsay
statenents "are not alone sufficient to establish the declarant's
authority under subdivision (C), [or] the agency or enpl oynent
rel ati onship and scope thereof under subdivision (D)."

Finally, the statenents cannot be considered an adm ssion
by silence under Fed. R Evid. 801(d)(2)(B). There is no
evi dence that the purported withdrawal was w dely publicized, as
petitioner clains, or in any event that these nmamgazi nes are
reputable or reliable or widely read or circulated in the
i ndustry, or that respondent was even aware that the statenents
were made. Even if Akai knew about the articles, we would not
presunme to know whet her it would have been a good business

decision for Akai to challenge what nay have been erroneous

® Petitioner itself characterizes the so-called "high-1eve
representatives" nmentioned in one of the articles as only having
"apparent” authority to speak for respondent. Reply Brief, p. 4.

15
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statenments nmade by the nedia or the nedia' s inaccurate reporting
or interpretation of statenments nade by ot hers.

Al'l of this information is hearsay and of no probative
val ue. Moreover, for reasons that will becone apparent, other
evi dence submtted by petitioner fails to corroborate the
statenments made in such articles.

We turn then to a consideration of petitioner's other
evi dence of the clained abandonnent. Such evidence consists of
the single PTlI invoice of sale, M. Sugiyama's faxed letter to
M. Brachocki and respondent’'s Business Hi story record.

Respondent's Business History record covering the years 1991
to 1995 shows on its face that there were no sales of video
equi pnent in the United States from 1991 to 1995. Since
respondent’'s registration covers both audi o and vi deo equi pnent,
if anything, this is prima facie evidence of an abandonnent of
the mark AKAlI only as to the video equipnent identified in the
registration. However, a simlar Business History docunent
relating specifically to audio sales, introduced in connection
with the declaration of M. Sugiyam, indicates that there were

no audio sales in the United States for that tinme period either.

0 Not only is this evidence uncorroborated hearsay, but it is either
i nconsistent wth or contradi cted and/or expl ained by other evidence in
the record.

16
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The statenment nade by M. Sugiyanma in a fax of a letter
dated July 31, 1997 was in response to Go-Video' s request for
hi storical information about respondent's U.S. sal es and custoner
records. M. Sugiyama responded,

...we will try our best to collect and gather them

however pl ease do not expect much about it due to an

absense [sic] of the staff engaged in the marketing at that

time through a several [sic] re-organization of the conpany
during a long tine after our withdrawal fromthe narket.

On its face, and when read in its entirety, the letter is
anbi guous at best and the context of M. Sugiyama's reference to
a "wthdrawal fromthe market" is unclear. There is no
designated tine period for which the informati on was requested
and no indication as to when the purported w thdrawal occurred.
According to M. Sugiyama's declaration, AKAI branded products
have been sold in the United States since 1970. Any alleged
wi thdrawal , to the extent there was one, could have occurred
prior to the tinme period at issue in this proceeding. In
addi tion, considering the somewhat unusual phrasing and syntax of

the letter, it is not clear what the wording "w thdrawal ™ or "our
wi thdrawal " even refers to.' Thus, any connection between the

reference to a "withdrawal" fromthe narket and the absence of

1 W note M. Brachocki's statenment in his deposition that M. Sugiyanma
"was actually very difficult to understand.” Dep., p. 34. Mboreover,
M. Endo explained that M. Sugiyana was only referring to the closing
of respondent's subsidiary, Akai Anmerica Ltd., not a w thdrawal of
Akai's products fromthe U S. narket.

17
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sales figures in the Business H story record is too tenuous to
permt an inference of abandonnent during the relevant tine
period based on this evidence.

Petitioner also introduced a single invoice of sale marked
"for re-export outside U S A" and showi ng a shipnent of 1,990
units of AKAI products to the United States. Petitioner argues,
based t hereon, that whatever sales occurred were inconsequenti al
and "total ed | ess than ni ne one-hundredths of one percent"” of
respondent’'s worl dwi de video sales during the period from 1988 to
1995. Brief, pp. 2, 5. Petitioner maintains that the shipnents
do not constitute "bona fide use in the ordinary course of
trade"; that the products were inconpatible with Anerican
tel evisions; and that the products were destined for re-export
fromthe United States

Thus, only the Business Hi story record, together with the
i nvoi ce of sale, establish a prima facie case which, if
unrebutted, would be sufficient to show abandonment of the AKAI
mark from 1991 to 1995 with no intent to resune use. Respondent,
however, has conme forward with evidence disproving the underlying
facts triggering the presunption of three years nonuse.

Specifically, M. Endo has explained the absence of any
sal es recorded under the "USA" category of the docunent. He
points out that the "USA" category would only reflect sales in

the United States to conpani es other than PTlI, and that all sales

18
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to the United States were recorded under the category for PTI
The record shows that there were no other U S. distributors for
AKAI products during that tine period or at |east until Septenber
1995 when Sansui becane a distributor.

Respondent has al so nmade of record additional PTI sales
i nvoi ces for AKAI products; one from 1988, two from 1989, and at
| east one for each of the years 1990, 1992, 1993 and 1995.
Further, in response to Go-Video's request for historical
information, M. Endo indicated in its February 13, 1998 fax to
M. Watson that when respondent noved its office from Tokyo to
Yokohama on July 31, 1997 and its marketing headquarters from
Japan to Hong Kong it becane difficult to "find out old data" and
that "such old invoices"” mght have been di sposed of during the
nove. This explanation is consistent with M. Sugiyam's 1997
statenent regarding the "withdrawal fromthe market" and the
ensuing difficulty of obtaining historical records due to the
"absense of the staff" and "re organi zati ons of the conpany." It
was |i kewi se M. Brachocki's understanding that the records were
no | onger avail abl e "because the peopl e who had been there doing
that were no longer with the conpany.”

Accordingly, not only do we have evidence that the invoices
may have been destroyed or were ot herwi se unobtai nable, but in
addition M. Sugiyanma states, and respondent's business record

entitled "Convertion [sic] Table from Yen to US$ Basi s" shows,

19
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that sal es of AKAI audi o and video equi pnent to PTI from Novenber
1990 t hrough Novenber 1994 generated mllions of dollars in each
of those years, including 1992 and 1994, the years for which no

i nvoi ces were produced.

Petitioner's other argunents concerning these invoices and
what they show or do not show are entirely unpersuasive.

Petitioner clainms that sales under the mark were
i nconsequential and not in the ordinary course of trade.

Evi dence of sales ampunting to mllions of dollars a year, on its
face, does not appear to be inconsequential. |In fact, M. Endo
descri bes these sales to PTI (as reflected in the Business

Hi story record) as accounting for "a large portion"” of Akai's
wor | dwi de sal es from 1991 to 1995. Decl. T 8 As the party
bearing the burden of proof, it was incunbent on petitioner to
establish that the sales were only casual or inconsequential.
Petitioner has not done this.

Petitioner's claimthat the products were destined for re-
export fromthe United States is simlarly unpersuasive.
Petitioner bases this contention on the fact that two sal es
i nvoi ces were marked "for re-export outside U S. A" In fact,
none of the other five invoices produced by respondent contains

that statenent.!? Moreover, M. Sugiyama has stated that since at

2 petitioner also based this claim in part, on a fax from M. Endo
whi ch, as indicated earlier, has not been properly introduced into the

20
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| east 1981, respondent has continuously distributed and sol d AKAI
products in the United States and M. Friedmann stated that the
AKAI products inported by PTI have been distributed for sale at
consuner electronics stores in the United States in each year for
at | east the past fifteen years.

Furthernore, it would not nmake a difference even if the
products were only resold abroad. Under Section 45 of the
Trademark Act, "use" of a mark neans use "in comerce." That
section further provides that a mark shall be deened to be "in
use in conmerce"” on goods when "the goods are sold or transported
in comrerce.” The word "comerce" neans "all commerce which nmay
|l awful |y be regul ated by Congress.” Commerce between the United
States and a foreign country is a type of commerce that is
regul abl e by Congress. See Person's Co. Ltd. v. Christnman, supra
at 1479. See also Shelby v. Ford Motor Co., 43 USPQRd 1692, 1694
(C.D Calif. 1997) ("Section 45 makes clear that 'use...in the
ordinary course of trade' is synonynous with 'use in comerce,"

defined as '"all comrerce which may be |lawfully regul ated by

Congress' . ")

record. However, even if we did consider it, we would find that it
supports respondent's contention that AKAl products were in fact sold
inthe United States to enbassies, tourists shops, mlitary PX stores,
and governnent offices and schools. Contrary to petitioner's apparent
contention, it is irrelevant whether or not the sales were nmade in
"duty-free zones."
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Clearly then, the inportation of AKAlI products into the
United States froma foreign country constitutes use in comrerce,
and under the circunstances, a bona fide use of the mark in
comerce. See 7-11 Sales, Inc. v. Perma, S. A, 225 USPQ 170
(TTAB 1984) (petitioner made no showi ng that the marks were not
used in comrerce between the United States and a foreign country
and thus did not neet its burden). See also Cerveceria
Centroanericana S. A v. Cerveceria India Inc., supra at 1310 ("In
cases invol ving products nade abroad, proof of nonuse of the
trademark nmay require both proof of no inportations into the
United States and no donestic sales,"” citing 7-11 Sales, Inc. v.
Perma, S. A, supra); and, e.g., Alfacell Corp. v. Anticancer
Inc., 71 USPQd 1301 (TTAB 2004).

Thus, the question of whether or not the AKAI products were
conpatible wwth U S. electronic equipnent is irrelevant. In any
event, petitioner's claimthat they were inconpatible is directly
contradi cted by respondent's evidence. M. Endo, in his
declaration, identified specific nodels of VCRs that are
conpatible with U S. televisions. Sone of the invoices show
t hese nodel nunmbers. According to M. Wrsching, the advantage
of Akai's products is that many of themare "nultistandard” in
that they are conpatible with either the systemused in the
United States (NTSC) or the systemused in Europe and nost ot her

parts of the world (PAL). Dep., pp. 31,32. In addition, M.
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Endo, in his faxed letter to M. Watson, refers to the fact that
t he purchase amount of PTI for this period was |arge "due their
purchase for multi systemVCR " 1In any event, once again, the
burden was not on respondent to prove that it used the mark on
conpati bl e el ectroni c equi pnent.

Finally, it is clear fromthe testinony and ot her evi dence
of record, including acknow edgnment by those know edgeabl e about
the consuner products industry, that the nmark AKAl has at al
times, including the period of alleged abandonnent, continued to
retain valuable goodwill in the United States and a strong
reputation in the industry. See, e.g., Ferrari S. p.A Esercizio
Fabbriche Autonobili e Corse v. MBurnie, 11 USPQd 1843 (S.D.
Cal . 1989).

Wi ghing all the evidence of record, we find that respondent
has sufficiently rebutted petitioner's prinma facie show ng of
abandonnent for any consecutive three-year period. Moreover,
petitioner has failed to carry its burden of producing evidence
sufficient to denonstrate nonuse of AKAlI for any period of tine
with no intent to resunme use.

Decision: The petition to cancel is dismssed.
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