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Si npl e Shoes, Inc.
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Before Seeherman, Walters and Drost, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Admi nistrative Trademark Judge:

Deckers Qutdoor Corporation, substituted as party

plaintiff for Sinple Shoes, Inc.,! has petitioned to cancel

! Sinple Shoes, Inc. filed the petition for cancellation. After

trial and briefing, petitioner filed a notion to substitute,

whi ch was granted by the Board. The evidence shows that Sinple
Shoes, Inc. is a wholly-owned subsidiary of Decker CQutdoor

Cor por ati on.
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the registration of Shoe Show, Inc. for the mark SI MPLE

| MAGES and desi gn, as shown bel ow, for footwear.?

CHMPLE MAGES
5A®

As grounds for cancellation, petitioner has alleged that it
and its predecessors have used the tradenmark SIMPLE on shoes
and T-shirts since at | east as early as Decenber 1991 and in
interstate conmence since at |east as early as March 13,
1992; that petitioner owns a registration, No. 1805363, for
SI MPLE for men's, wonen's and children's casual and athletic
shoes and T-shirts; that respondent's registration is based
on dates of first use long after petitioner's dates of first
use; and that respondent's use and registration of SIMPLE
| MAGES is likely to cause confusion, m stake or deception.
Respondent has admitted that Registration No. 1805363
i ssued to petitioner on Novenber 16, 1993, and denied the
salient remaining allegations in the petition for
cancel l ati on. Respondent has al so asserted affirmatively
that there are at least thirteen other registrations in

Class 25 for marks that include the word SI MPLE, and t hat

2 Regi stration No. 2198930, issued Cctober 20, 1998, based on an
intent-to-use application dated Novenber 13, 1996. A statenent
of use asserted first use and first use in commerce on March 1,
1997.
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petitioner should not be allowed to now take the position
that respondent's mark is confusingly simlar to
petitioner's mark but that petitioner's mark is not
confusingly simlar to the registered marks i n existence
prior to the issuance of petitioner's registration; that the
Exam ning Attorney has already determ ned that the two marks
are not confusingly simlar; and that the design elenent in
respondent's mark further differentiates the marks.

The record includes the pleadings; the file of the
regi stration sought to be cancelled; the testinony, with
exhibits, of petitioner's witnesses Ruth Davis, petitioner's
vi ce president of marketing and brand nanager for the Sinple
brand, and respondent’'s w tnesses Jay W Manning, who is on
the executive staff of respondent, and Robert B. Tucker,
respondent's president.

Petitioner has submtted, pursuant to stipulation, the
deposition of its founder, Eric Meyer, taken in another
proceedi ng, Sinple Shoes, Inc. v. Marc Wear, Qpposition No.
106, 061. Petitioner has also subm tted, under notice of
reliance, respondent's responses to petitioner's
interrogatories. Respondent has subm tted, under notice of
reliance, various third-party registrations for marks
conprising or including the word SIMPLE;, petitioner's
responses to respondent's interrogatories; and docunents

fromrespondent's registration file and a status report
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taken fromthe USPTO TARR dat abase. The parties have al so
filed a stipulation regarding J.Jill, an online store.

Petitioner has also submtted, under notice of
reliance, respondent's responses to petitioner's docunent
production requests, and respondent has submtted
petitioner's responses to respondent’'s docunent production
requests. It should be noted that responses to docunent
producti on requests cannot be made of record by notice of
reliance. See Trademark Rule 2.120(j)(3)(ii). However,
because each party, in its brief, has treated this materi al
as being of record, we consider the responses to have been
stipulated into the record. Simlarly, respondent has
attenpted to submt, under notice of reliance, its own
responses to petitioner's interrogatories and docunent
production requests. GCenerally, a party cannot make of
record its own responses to its adversary's discovery
requests, except that, if the inquiring party makes of
record fewer than all of the responses, the responding party
may submt any other responses which should in fairness be
considered so as to nmake not m sl eadi ng what was offered by
the inquiring party. Trademark Rule. 2.120(j)(5). Here,
however, because petitioner has treated them of record, we
deemthemto have been stipulated into the record.

In its brief, petitioner states that it "objects to the

adm ssion of Registrant's Exhibit R-14, submtted during the
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trial testinmony of Jay Manning." P. 3. W believe that
this is a typographical error, and that the objection is
actually to Exhibit R 4. Petitioner did not raise any
objection to Exhibit R 14 during the testinony deposition,
but petitioner's attorney did specifically state, at the end
of that deposition, that "I'd like to add on the record that
as to Exhibit R 14, that we would object to the adm ssion of
that exhibit on the grounds of hearsay--excuse ne--
Respondent's Exhibit 4, only Respondent's Exhibit 4." It
appears that the sanme error that was initially nade in
counsel's statenent at the deposition--confusing Exhibit 14
with Exhibit 4, was sinply repeated in the brief. Wth
respect to Exhibit 4, we find the objection to be well
taken. The exhibit is a nmeno prepared by the wtness's

assi stant, reporting on research she had done for third-
party "SI MPLE'" marks. Her comrents on what she di scovered
are clearly hearsay.

Respondent has al so rai sed an evidentiary objection, to
petitioner's exhibit 14, introduced during the testinony
deposition of Ruth Davis. This exhibit is a copy of a
deci sion of the Trademark Trial and Appeal Board in another
proceedi ng, Sinple Shoes, Inc. v. Marc Wear, Opp. 106061
(TTAB March 16, 2000), involving petitioner as the opposer
therein, with respect to the mark SI MPLE LI FE. Respondent's

objection is based on the fact that the decision is nmarked
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"Not Citable as Precedent." Because petitioner was a party
in this proceeding, we believe that the decision is
relevant, in the sanme manner that decisions in other
proceedi ngs brought by petitioner against third-party marks,
e.g., Exhibits 49, 50, 51, 52 and 53 to the testinony
deposition of Eric Meyer, are relevant. NMbreover, we note
that this decisionis in the very case in which petitioner's
W tness Eric Meyer gave the testinony which the parties have
stipulated into this record. However, although we do not
strike the exhibit, we do not treat the decision as having
precedential value, nor do we consider it probative of the
findings of fact stated therein. The present proceeding
must be decided on the record before us here, not on the
record adduced i n another proceedi ng.

Finally, in its appeal brief, petitioner has also
| i sted, under evidentiary disputes, "there are occasi onal
objections to trial testinony, which objections are noted in
the transcripts of Jay Manning and Ruth Davis." P. 3. |If a
party does not maintain its objection in its brief on the
case, it may wai ve an objection that was seasonably raised
at trial. TBMP 8707.02 (2d ed. rev. 2004). The vague
| anguage used by petitioner, wthout reference to any
specific objections, is not sufficient to preserve any

"occasional" objections raised by either party during the
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testi nony depositions. Accordingly, we consider any such
obj ections to be waived.

The proceedi ng has been fully briefed. An oral hearing
was not requested.

The record shows that petitioner, through its
predecessor-in-interest, began doi ng business in Decenber
1991, and that by 1992 was using the mark SI MPLE on vari ous
styles of casual footwear, hats, t-shirts, socks, decals and
stickers. The accessory |ine subsequently expanded to
i ncl ude key chains, wallets, backpacks, socks and
sweatshirts. By 1992 petitioner had accounts in nost states
inthe United States, and by 1996 its catal og was bei ng
distributed in all 50 states to new accounts, existing
retail stores, shoe stores, clothing stores and depart nent
stores. At that point petitioner had 30 styles of shoes
bearing the mark SI MPLE.

SIMPLE is a casual footwear brand directed at the youth
market, with its target custonmer being 17-25. Anobng the
shoes it sells are sneakers, sandals and clogs. As of 1999,
the retail prices of its footwear ranged from $50 to $100.

Petitioner's sales were $600,000 in 1992; $2 million in
1993; $14 million in 1994; $23 million in 1995, and $30

mllion in 1996.% Eighty per cent of these figures

® There is sone discrepancy between the testinony of Eric Myer,

who stated that petitioner's sales for all its SIMPLE-branded
goods, sold both donmestically and internationally, was
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represent donestic sales; 95-97% of the sales are from
shoes. Sales of footwear in the United States were $29
mllion in 1997; $20 mllion in 1998 and $13 nmillion in
1999. The footwear is sold in independent shoe stores, such
as Urban Qutfitters; departnent stores such as Nordstronis;
and outdoor retailers.

Petitioner advertises primarily in magazines, including
nati onal nagazi nes such as "Nylon," "Wl |l paper” and "Junp."
Petitioner also participates in co-op advertising with
stores such as Dillard's and Lord & Taylor, as a result of
which its products are featured in | ocal newspaper ads. It
al so began advertising its products on the Internet in 1997,
and began selling themon its website in Septenber/Cctober
2000.

In addition, petitioner advertises in trade
publications such as "Footwear News," and exhibits at trade
shows such as Fannie in New York and WA (\Western Shoe
Show). Since 1992 it has distributed catal ogs twice a year
to its accounts as well as potential accounts.

Prior to 1998, when the testinony of Eric Meyer was

taken, the record shows petitioner also advertised in such

$30 million in 1996, and petitioner's response to Interrogatory
No. 12, which stated that the sales in the United States for

f oot wear under the SI MPLE mark was $36 nmillion. Simlarly, the
interrogatory response listed sales of $15 million in 1999, and
Ruth Davis testified that donmestic sales were $13 mllion. The
di screpanci es have no bearing on our decision herein, and we have
used the lower figures in our consideration of petitioner's
rights.
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nati onal nagazines as "Spin" and "Rolling Stone." It
sponsored sone professional athletes who were engaged in
action sports; filmfestivals such as the New York
Underground Fil m Festival; and concert tours such as the
Warped Tour. Its mark woul d be di splayed at these
activities, and at many events petitioner woul d have a
manned booth where it would show its goods and explain its
phi |l osophy. It also sponsored a panphl et-style magazi ne
cal l ed Moonlight Chronicles, which was on its website and
was al so distributed free-of-charge through its retailers.

Petitioner's advertising budget for 1999 was $400, 000,
and was $700,000 in 2000. In 1994 petitioner spent $750, 000
on advertising, and for the years 1995 t hrough 1997 annual
expenditures were approxinmately $1 mllion.

Petitioner has al so used variations of its SIMPLE mark
in connection with its footwear and apparel. It used SIMPLE
GUM for a conmponent of its shoes, and SIMPLE G RL and SI MPLE
with the design of a girl for its wonen's shoes.

Turning to respondent and its activities, respondent's
presi dent designed the mark SI MPLE | MAGES and desi gn because
he wanted a nmark for a "young" dress shoe. He saw the
design feature used as a prop in a nmagazi ne, decided to use
it in "hot" colors, and then chose the term SI MPLE | MAGES
because it described the design. Respondent began using the

mark in March 1997 on | adies' footwear which is directed to
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young, fashion-forward consuners. The price range for the
shoes is $25-$35. The shoes are sold only in respondent's
own stores, of which there were 730 at the tine of the
president's deposition in February 2001. These stores are
| ocat ed t hroughout the eastern half of the United States.
The SI MPLE | MAGES and design shoes are advertised only in
newspapers.

As a prelimnary matter, we find that petitioner has
established its standing by virtue of its use of SIMPLE for
shoes, the sane goods identified in respondent's
registration

The ground of |ikelihood of confusion has two
conponents: priority and |ikelihood of confusion. Wth
respect to the issue of priority, we note that petitioner
did not make of record status and title copies of its
pl eaded registration, nor did petitioner elicit any
testinmony fromits witnesses as to the status of the
regi strations which it introduced. Further, although
respondent admitted in its answer that "on Novenber 16,
1993, the U S. [P]latent and Tradenmark O fice granted to
Petitioner U S. Tradenmark Registration no. 1,805,363 for the
mark SIMPLE in International Cass 25," Answer, 12, it
denied the allegation in the notice of opposition that "said
registration is valid, subsisting and owned by Petitioner."

However, in its brief respondent asserts, in the "Statenent

10
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of Facts,"” that petitioner "is the owner of U S. Trademark
Reg. No. 1,805,363 for the word mark SI MPLE for 'nen's
wonen's and children's casual and athletic shoes and
T-shirts' in International O ass 25, which registration was
i ssued on Novenber 16, 1993." p. 7. W construe this
statenent as a stipulation that petitioner's registration is
in full force. This registration, as noted, issued on
Novenber 16, 1993, (from an application filed on Decenber
27, 1991), which filing date is earlier than the

Novenber 13, 1996 filing date of the application which
matured into respondent’'s registration. Moreover, the

evi dence submtted by petitioner, and particularly the
testinmony of Eric Meyer and the exhibits introduced
therewith, denonstrate that petitioner began using and
continued to use the mark SI MPLE on shoes and ot her products
as early as 1992, well prior to respondent's application
filing date in Novenber 1996 and prior to respondent's first
use of the mark SIMPLE | MAGES and design in 1997.
Accordingly, petitioner has shown it has priority.

Wth respect to the issue of likelihood of confusion,
our determnation is based on an analysis of all of the
probative facts in evidence that are relevant to the factors
set forthinlnre E. |I. du Pont de Nenours & Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). See also, In re Mjestic

11
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Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201
(Fed. G r. 2003).

Respondent's goods are defined as footwear in its
application; petitioner's goods include various types of
shoes. The goods, thus, nust be considered legally
identical. As such, they nust be deened to be sold in the
sanme channels of trade to the sane cl asses of consuners.

We note respondent’'s argunent that its goods and those
of petitioner are of a "vastly different style and use,"
brief, p. 16, and that they are sold in different channels
of trade, since respondent's shoes are sold only in its own
stores, which are called Shoe Dept. and Burlington Shoes,
and these stores do not carry petitioner's shoes. W also
note that at present the parties' shoes have different price
points, and may therefore appeal to a different clientele
(al t hough respondent's targeted consuner is a young,
fashi on-consci ous fenale, and petitioner's wonen's shoes are
targeted to "fashion-conscious but ..not trendy" wonen aged
17 to 25). Davis dep. p. 31. However, the question of
| i kel i hood of confusion nust be determ ned based on an
anal ysis of the mark as applied to the goods and/or services
recited in respondent's registration vis-a-vis the goods
and/or services recited in a petitioner's registration,
rather than what the evidence shows the goods or services to

be. See Canadi an I nperial Bank of Commerce v. Wells Fargo

12
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Bank, N A, 811 F.2d 1490, 1 USP2d 1813 (Fed. C r. 1987).
Because the identification of goods in respondent's
registration is not limted to specific types of footwear or
to specific channels of trade, it nmust be presuned that the
f oot wear enconpasses shoes of all types, and that they are
sold through all types of retail outlets that deal in
footwear. See Interco Incorporated v. Acne Boot Conpany,
Inc., 181 USPQ 664 (TTAB 1974). Accordingly, for purposes
of the likelihood of confusion analysis, respondent’'s goods
are legally identical to petitioner's, and are sold in
| egal Iy identical channels of trade. These two duPont
factors, thus, favor petitioner.

This brings us to the factor of the simlarity or
dissimlarity of the marks. Qobviously respondent's mark
i ncludes the word SI MPLE, which conprises the whol e of
petitioner's mark. However, because of the additional
el enments in respondent's mark, we find that it conveys a
totally different inpression frompetitioner's mark. The
design is a prom nent visual elenent in respondent's nark,
and the phrase SIMPLE | MAGES descri bes the design el enent.
The word SIMPLE in respondent's nmark, because it nodifies or
descri bes the word | MAGES, is subordinate to and
intrinsically connected to | MAGES, rather than standi ng out

on its own. The words reinforce the significance of the

13
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desi gn,

wor ds.

and the design reinforces the connotation of the

Petitioner's mark SI MPLE, on the other hand,

different connotation. It suggests that the shoes

"cl ean,

basic styles,"”

testified he was trying to achieve. Meyer dep. p.

mar k al so suggests a way of

has a

have

12.

life and a phil osophy that

the | ook that petitioner's founder

The

petitioner's advertising materials have enphasized fromthe

start,

e.g.:

Sinmple is based on good ol d fashi oned
honesty and whol esonme val ues. CQur
products are nade fromthe best
materials and we offer the best prices.
W make noney...but we're not greedy.
We're straight up, sinple.no big

mar keting scans, no fifty piece clothing
line, no high digit four color full page
ad advertising.just the best shoes and

t he best prices..and maybe a hat or

sonet hin'!

1992 cat al og

My goal is to blend performance and
style into sinple shoes wth a nodern
twist. Not everybody out there wants to
wear hyped out, over logo'd athletic
shoes and | amtrying to offer an
alternative.

* % %
It's just damm hard to find good confy
boots that aren't all fussed up..so |
made sone.
Spring 1994 catal og

Si npl e®
What that neans is like well ...less is
nore, you know...like the | ess you have

the better your life can be
Cover, Fall 1995 catal og

14



Cancel | ati on No. 92028287

Thus, although there is a slight visual and phonetic
simlarity in that both marks contain the word SI MPLE, the
additional elenents in respondent's mark result in a mark
that is very different frompetitioner's. See Lever Bros.
Co. v. Barcolene Co., 463 F.2d 1107, 174 USPQ 392 (CCPA
1972) (ALL v. ALL CLEAR); In re Ferrero, 479 F.2d 1395, 178
USPQ 167 (CCPA 1973) (TIC TAC TCE v. TIC TAC). This
situation is different fromthe cases cited by petitioner at
pages 8 and 9 of its brief, in which a party appropri ates
the entire mark of another, and adds to it a non-distinctive
termor other subordinate matter. Wen the marks at issue
are viewed in their entireties, they are different in
appear ance, pronunciation, connotation and commerci al
i npression. This duPont factor strongly favors respondent.

W have considered petitioner's argunment that "many
popul ar rmulti-word nmarks are sinplified to one word"
(citing, as an exanple, "Sears" for Sear Roebuck & Co.),
brief, p. 10. W are not persuaded by this argunent. That
a conpany m ght decide to use part of its trade nane as a
trademar k does not nean that every conpany does so. In this
case, because the words SI MPLE | MAGES were chosen to
describe the inmages, there would be no point in respondent's
shortening the word portion of its mark to SIMPLE. Nor is
there any evidence that anyone refers to respondent’'s mark

(whi ch has been in use since March 1997) as SI MPLE.

15
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Petitioner has also argued that it "has al so nade use
of common design el enments such as ovals and rectangl es on
the footwear, packaging, and in the marketing of the brand."
Brief, p. 10. However, the oval design is clearly used as a
background "carrier." Simlarly, in the instances where the
mar k SI MPLE appears on a rectangular tag that is sewn, for
exanple, into the side of petitioner's sneakers or into the
sock liner of a clog, the rectangul ar shape woul d be vi ewed
only as the label. 1In other exanples cited by petitioner
the rectangl es and squares are used as decorative el enents
inthe vicinity of the word SIMPLE.* These incidental uses
by petitioner of geonetric shapes in no way show t hat
respondent's design elenent is simlar or even rem ni scent

of petitioner's mark, or that the public would associate the

4

For exanple, Exhibit 1 to the Davis deposition, cited by
petitioner inits brief, is petitioner's Spring 99 catalog. n
the front of the catalog is the trademark S| MPLE shown in the
upper left-hand corner. In the center of the page, and clearly
separated from SI MPLE, are two overl appi ng di anond shapes in
orange and red, with a taupe-colored snaller dianond fornmed by
the overlap. Anyone view ng the cover woul d consider these

di anonds to be the "picture"” on the catal og cover, rather than
being part of the trademark. Another example is a single
advertisenment in the July 3, 2000 issue of "Footwear News," in
whi ch a neon green rectangl e appears to the left of the SIMPLE
mark. Petitioner's witness acknow edged that this was sinply a
design detail used on this particular advertisenent. Petitioner
al so sold a T-shirt during the spring 2000 season whi ch bore on
the front, in addition to the word SI MPLE, a decorative design
consisting of the map synbols for a town, urban area, and a
capital. This shirt was not being sold at the tinme of the

W tness's deposition in Septenber 2000. (It is interesting to
note that all of these exanples occurred subsequent to the filing
of the petition to cancel.)

16



Cancel | ati on No. 92028287

connotation of petitioner's mark SIMPLE with plain or
ordi nary geonetric shapes or imges.

Petitioner has denonstrated significant sal es and
advertising of its SIMPLE mark, as well as use since at
| east 1992, and this is a factor that favors petitioner.?®
At the sane tinme, however, the word SI MPLE has, as noted
above, an obvi ous suggestive significance for shoes. In
this connection, we take judicial notice of the dictionary
definitions of "sinple": "w thout enbellishnent; not ornate
or adorned; not el aborate, elegant, or |uxurious; not

"6 As a result,

af fected; unassum ng or unpretentious.
petitioner's mark is not entitled to a broad scope of
protection. The determ nation of whether marks are simlar
must consider all the elenents of the mark. |In the case of
respondent’'s mark, SIMPLE woul d not be perceived as
referring to the goods, but only to the word | MAGES.

Qur finding on the suggestiveness of petitioner's mark

is based on the neaning of the word "sinple" per se, and not

on the third-party registrations that were nmade of record by

> W wish to nmake cl ear, however, that petitioner has not

denonstrated that its mark is famous. The SI MPLE mark i s not
entitled to the wide latitude of protection accorded a fanous
mar k, nor does the factor of fanme play a dominant role in this
case. Cf. Kenner Parker Toys Inc. v. Rose Art Industries, Inc.,
963 F.2d 350, 22 USPQ@d 1453 (Fed. Cir. 1992)

® The Anerican Heritage Dictionary of the English Language,
(1970). The Board may take judicial notice of dictionary
definitions. University of Notre Dame du Lac v. J. C Gournet
Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983).

17
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respondent. These registrations are for goods and services
that are sufficiently different from shoes (the only
registration in the clothing class being SI MPLE PLEASURES
for wonen's bat hrobes and caftans) that we coul d not
conclude, fromthe registrations alone, that the term
"sinple" has a significance for shoes. See Mead Johnson &
Conmpany v. Peter Eckes, 195 USPQ 187 (TTAB 1977) (third-
party registrations are probative to the extent that they
may show the nmeaning of a mark or a portion of a mark in the
sane way that dictionaries are enployed). W also point out
that we have given no consideration to respondent’'s conments
that petitioner's mark m ght be considered nerely
descriptive. Respondent did not counterclaimto cancel
petitioner's registration on this ground, and therefore it
may not attack the registration inits brief.’

Wth respect to the factor of the conditions under
whi ch, and buyers to whom sales are made, petitioner's own
witness has testified that "footwear consuners have good
know edge of the industry, yes, brands and so on." Davis,
p. 65. Even though respondent’'s shoes, in particular, are
not expensive, the shoe-buying process, which involves

trying on shoes to assess fit and appearance, requires sone

" Nor coul d respondent have counterclainmed to cancel

petitioner's registration on the ground of mnere descriptiveness,
since the registration was five years old at the tinme petitioner
brought this action. See Section 14(1) of the Trademark Act.

18
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time and deliberation. The discrimnation of buyers, and
the care involved in the purchase, favor respondent.

The next factor we consider is the nunber and nature of
simlar marks in use on simlar goods. Respondent has
subm tted evidence of third-party uses of marks contai ni ng
the word SIMPLE. For the nost part, these uses are for
sufficiently different goods and services that they are not
hel pful to respondent's position. However, there are sone
third-party uses for clothing or clothing-rel ated goods and
services. There is evidence that SIMPLE SOLUTIONS is in use
for brassieres and hosiery, and SI MPLE PLEASURES f or
lingerie. Respondent has nmade of record a printout fromthe
websi te www. si npl eel egance. net, which features the mark
SI MPLE ELEGANCE i n connection with T-shirts, denimshirts,
sweatshirts, fleece jackets and French terry junpers.
Anot her printout, for J.Jill, operating an on-line store at
jjill.com advertises shoes under the heading "sinple suede
| oaf ers” shown in | ower case, bold type. The record shows
t hat, subsequent to respondent's making this evidence of
record, petitioner sent this conpany a cease and desi st
letter, and it ceased using the phrase, but that it
subsequently used "sinple ballet |oafers.” Petitioner sent
anot her cease and desist letter, but at the tine the parties
filed the stipulation as to these activities, J.Jill was

still using this heading.

19
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Anot her entity uses CH C SI MPLE for a series of books
about sinplifying one's life. The materials for this
conpany shows that the books in the series include the
titles "CLOTHES, " "MEN S WARDROBE, " "WORK CLOTHES, " "SHI RT
AND TI E" "SCARVES' and "WOVEN S WARDROBE. " The books
showcase products and brands. Respondent has al so nade of
record printouts fromthe aol.comwebsite featuring CH C
SI MPLE whi ch state:
Shop@\CL Chic Sinple Wardrobe is where
Chic Sinple becones your own persona
shopper. The Chic Sinple | essons of
confort, quality, and versatility are
brought to life in nodern, affordable
outfits put together from AOL's key
vendors. Though Chic Sinple is using
only the AOL vendors we independently
deci de what we feature--our only
i nfluence is what seens to work best,
not the brand or manufacturer.

The website features "Shoes closet,” which not only gives

fashi on advi ce, but advertises particul ar shoes.

Dillard' s had applied for the mark SI MPLY COVFORT f or
shoes, which application petitioner had opposed. The
opposition was settled with the agreenent that Dillard' s
coul d use and register SIMPLY COVFORT for footwear w thout
creating a likelihood of confusion provided that Dillard's
not use the term SIMPLY in a manner nore prom nent than the

term COWFORT, and that it not use SIMPLE, by itself or with

other ternms or designs, for footwear.

20
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Anot her opposition proceedi ng brought by petitioner was
agai nst Sinple Touches, Inc., which resulted in a settl enent
agreenent in which the applicant agreed to anend its
identification of goods to "originally designed cl ot hing,
nanmely, shirts, collars, vests and caps, enbroidered with
Bi bl e verses and sold through religious stores.™

This evidence of third-party use is obviously limted,
and in many instances the goods involved are substantially
different fromshoes (brassieres, shirts and junpers) or are
sold in different channels of trade (religious stores).
However, there is sone third-party use of nmarks containing
the word SI MPLE or SIMPLY for shoes and closely rel ated
goods and services, i.e., SIMPLY COVFORT for shoes, SIMLE
SOLUTIONS for hosiery, CH C SI MPLE for online sales of shoes
and books recommendi ng brands of shoes, and A SI MPLE SLI PPER
for shoes. This evidence at | east suggests that consuners
wll ook to other elenents of these marks to distinguish
them Thus, this factor nust be considered to favor
respondent, albeit slightly.

We turn next to the factors relating to actual
confusion or the lack thereof. Neither petitioner nor
respondent is aware of any instances of confusion or even of
any questions being raised as to whether there is an
affiliation or connection in source between the shoes sold

under the mark SI MPLE and those sold under the mark SI MPLE
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| MAGES and design. Although evidence of actual confusion is
not necessary in order to prove likelihood of confusion, the
absence of such evidence in this case has sone persuasive
value. It is clear fromthe record that petitioner has nade
extensive use of its SIMPLE mark, and that it has engaged in
extensive advertising. Respondent had, at the tinme of

trial, 730 stores, with nore being opened literally every
week. There is clearly geographic overlap for sales of the
parties' goods throughout the eastern half of the United
States. Al though respondent's SI MPLE | MAGES and desi gn
shoes are sold only in its own stores, the custoners for the
shoes nust be presuned to shop in other stores as well,
where they woul d be exposed to both parties' marks.

Further, respondent's stores sell a variety of brands of
shoes, including brands that petitioner considers to be its
conpetitors. Thus, consuners would not assune that shoes
sold in respondent's stores are sold only under its own
store brands. In view of the foregoing, the actual
confusion/lack of confusion factors somewhat favor
respondent.

The remai ni ng duPont factor discussed by the parties is
the extent of potential confusion. Both have essentially
repeated their argunents regardi ng such other factors as the
goods and marks. W will not repeat these argunents, or our

comments in response.
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The determ nation of |ikelihood of confusion is not
based sinply on a toting up of how many factors favor
petitioner, and how many favor respondent, with the "w nner”
being the party with the greatest nunber of duPont factors
inits favor. Depending on the case, each of the factors
may play a domnant role. DuPont, 476 F.2d at 1361, 177
USPQ at 567. Thus, in a particular case, a single duPont
factor may be dispositive. Kellogg Co. v. Pack'em
Enterprises Inc., 951 F.2d 330, 21 USPQ@d 1142 (Fed. Cr.
1991).

In the Kellogg Co. v. Pack'em Enterprises Inc. case,
that single duPont factor was the differences in the marks.
Here, too, we find that the differences in the marks to be
di spositive. As discussed above, the nmarks convey very
different commercial inpressions. Therefore, on this factor
al one, we would find no |likelihood of confusion. But in
addition, there are other factors, such as the care and
sophi stication of purchasers, that favor respondent, and add
further support to our conclusion that respondent’'s mark
SI MPLE | MAGES and design, used on footwear, is not likely to
cause confusion with petitioner's mark SIMPLE for shoes.

Deci sion: The petition to cancel is denied.
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