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Opi ni on by Seehernman, Adm nistrative Trademark Judge:

Sim Wnery, Inc. and Franci scan Vineyards, Inc.

(hereafter petitioner)! have petitioned to cancel four

1 The petition to cancel Registration No. 2219750 (Cancell ation
No. 92030168) was filed by Sim Wnery, Inc. Subsequently Simi
Wnery, Inc. was nerged with and into Franciscan Vi neyards, Inc.
As a result, Franciscan Vineyards, Inc. was joined as a party
plaintiff. Simlarly, because M. Container nerged with Sim

d obal Corporation after the conmencenent of Cancellation

No. 92030168, Sim d obal Corporation was joined as a party

def endant .
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registrations. These registrations issued to M. Container;
subsequently, M. Container nerged into Sim d obal
Corporation. Unless specifically noted, references to
“respondent” in this opinion will nean M. Container, Sim

d obal Corporation, or both conpanies. One registration,
No. 2219750, for the mark SIM, is the subject of two
cancel | ation actions. Cancellation No. 92030168 seeks to
cancel Class 32 of this registration for “beverages, nanely,
powdered soft drink m x”; Cancellation No. 92031877 seeks to
cancel Class 29 of this registration for “food seasonings,
nanmel y, bouillon cubes containing neat/poultry/vegetable
extracts.”? The other registrations are for SIM DOCTOR
(Regi stration No. 2220628, subject of Cancellation No.
92031786) for “baking soda”;® SIM TI MOTO (Regi stration No.
2226361, subject of Cancellation No. 92031728) for

“seasoning”;% and SIM in stylized form as shown bel ow,

2 |ssued January 19, 1999, froman intent-to-use application
filed May 23, 1997; Section 8 affidavit accepted. It asserts
first use and first use in commerce for the goods in Cass 29 on
June 13, 1998, and first use and first use in commerce for the
goods in Cass 32 on Novenber 3, 1997. This registration also
contains a third class, for “toiletries, nanely, toothpaste”
(Class 3); petitioner does not seek to cancel the registration in
this class.

® Issued January 26, 1999, froman application filed My 18,
1998 and asserting first use and first use in comrerce on
February 11, 1998. Section 8 affidavit accepted.

* |ssued February 23, 1999, from an application filed Muy 18,
1998, and asserting first use and first use in comerce on
January 23, 1998. Section 8 affidavit accepted. The
registration states that the English translation of the Patois
term“ti” is “little” and the English translation of the

I ndonesian term“noto” is “seasonings.” The registration also
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(Regi stration No. 2389146, subject of Cancellation No.
92031424) for “breakfast foods, beverages, staple foods,
condi nents, and seasoni ngs, nanely, salt, spices, sugar,
sauces, coffee, tea, cocoa, pasta, pastries, vinegar,
mayonnai se, mustard, bread, relishes, flour, Dbreakfast
cereal, yeast, baking powder, baking soda, honey, and

rice.”®

The registrations were originally issued in the nane of M.
Contai ner. This conpany subsequently nerged with Sim
G obal Cor porati on.
Because the cancell ati on proceedi ngs invol ved common
questions of fact, the Board consolidated the proceedings.
As grounds for cancellation, petitioner has alleged
that it is the owmer of the mark SIM and variations thereof
as a trademark, trade nanme and service mark for a w de range
of goods and services; that since prior to any date that may

be clained by respondent, petitioner has used its mark for

i ncludes a disclainmer of exclusive rights to use “noto” apart
fromthe mark as shown.

®> |Issued Septenber 26, 2000, from an intent-to-use application
filed August 10, 1998, and asserting first use and first use in
commer ce on Decenber 11, 1998.
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W nes and goods and services related thereto; that
petitioner owns a registration for SIM for wines;® and that
respondent’s marks are confusingly simlar to petitioner’s
mar k when applied to the goods of the parties, such that
respondent’s registrations are likely to cause confusion or
m st ake or to deceive.’

Respondent denied the salient allegations of the
petitions to cancel in its answers.®

Mbtion to Amrend

On August 23, 2004, after trial, petitioner noved to
anend the pleadings in Cancellation No. 920314234 pursuant
to Fed. R Cv. P.15(b) to include “additional and/or
al ternative grounds for partial cancellation.”

Specifically, petitioner alleges that, when respondent filed

its All egation of Use (Amendnent to Allege Use) in

® Registration No. 1021644, issued Septenber 30, 1975, from an
application filed on Novenber 16, 1973, and asserting first use
in 1876 and first use in commerce in 1935; Section 8 affidavit
accepted; Section 15 affidavit received; renewed tw ce.
Petitioner also pleaded ownership of a registration for SIM
SENDAL and design for wine, and subnmitted a status and title copy
of the registration. However, during the pendency of this
proceedi ng the registration becane due for renewal, and Ofice
records show that the registration expired for failure to renew
it. Therefore, we have given no consideration to this

regi stration.

" Al four registrations issued in 1999, and the petitions to
cancel were filed within five years of the issuance of the
registrations, so likelihood of confusion is an appropriate
ground for cancellation. See Section 14(1) of the Trademark Act,
15 U. S. C. 81064(1).

8 Respondent has listed an “affirmative defense,” but this is
actually an el aboration of the reasons for its denial that
confusion is likely.
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connection with the application which issued as Regi stration
No. 2389146 (for the stylized mark SIM), it had not used
its mark on all of the goods listed in the application.
Therefore, petitioner asserts that the goods for which
respondent had not used the mark should be stricken fromthe
recitation of goods in that registration, and petitioner

al so asserts that “as the Allegation of Use filed by

Regi strant in support of and as the basis for the
registration in issue was false, the registration should be
cancel l ed.”

Petitioner states that the information regarding
respondent’s use, or nore correctly, |ack of use, becane
known when, during petitioner’s cross-exam nation of Ceorge
Saati, respondent’s president, petitioner’s counsel asked
M. Saati whether respondent sold various products under the
mark SIM, and M. Saati said no.

The Board, followng its usual practice, deferred
action on the notion until final hearing. Petitioner
renewed its notion to anend in its main brief. Inits
responsi ve brief, respondent did not specifically oppose the
nmotion. Rather, it acknow edged that, with respect to
Regi stration No. 2389146, respondent “has not used the mark
on [salt, sugar, sauces, coffee, tea, cocoa, nmayonnai se,
must ard, bread, flour, honey and rice] and has no opposition

to having those goods renoved fromthe registration.” p. 4.
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Inits reply brief petitioner pointed out that
respondent did not address petitioner’s anmended pleading to
cancel the registration inits entirety as a result of
filing a fal se Declaration of Use wwth the PTO” p. 1. It
therefore requested that, in the event the registration was
not cancelled on the ground of |ikelihood of confusion, it
shoul d be cancelled in its entirety as a result of
respondent’s filing a fal se declaration.

Rul e 15(b) of the Federal Rules of G vil Procedure
provi des that “when issues not raised by the pleadings are
tried by express or inplied consent of the parties, they
shall be treated in all respects as if they had been raised
in the pleadings.” W cannot say, based on the questions
rai sed during cross-exam nation as to whether respondent had
made use of the mark, that respondent was aware that the
i ssue of fraud had been tried. Nothing was asked as to
respondent’s reasons for |isting goods in the Amendnent to
Al l ege Use for which it had not used the mark that woul d
have suggested that respondent’s intent, one of the elenents
of fraud, was being questioned. Even after briefing, it
appears that respondent did not consider that fraud was a
potential ground; it is clear fromrespondent’s statenents
that it believed that sinply striking the goods for which

the nmark had not been used was sufficient to resolve the
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problem® Moreover, we note that petitioner itself never
clearly indicated that it sought cancellation on the ground
of fraud. It has nerely referred to the Allegation of Use
as being false and/or that respondent had nade a fal se
statenent. Because petitioner’s own cross-exam nation could
as easily, and in fact could nore easily, be viewed as a
basis for sinply striking fromthe registration those goods
on which the mark had not been used, i.e., partially
cancelling the registration, we cannot say that the issue of
fraud was tried by inplied, | et alone express consent.
Therefore, petitioner’s notion to anend the pleading to add
this ground is denied. However, because respondent has
agreed to have certain itens deleted fromthe registration,
we grant petitioner’s notion to strike such goods fromthe
registration. The petition to partially cancel Registration
No. 2389146 to renove fromthe identification “salt, sugar,
sauces, coffee, tea, cocoa, nmayonnai se, nustard, bread,
flour, honey and rice” is granted. W deemthe registration
to include only “spices, pasta, pastries, vinegar, relishes,

br eakf ast cereal, yeast, baking powder and baki ng soda.”?'°

® It should be noted that, if fraud is found on the basis that
an applicant for registration intentionally stated, in an
Amendnent to Allege Use, that it had used its mark on any of the
goods in the identification when it had not, the registration as
a whol e woul d be cancelled. A registrant cannot cure fraud by
sinply deleting those goods for which its Arendnent to Allege Use
was fal se.

0 W note that, inits reply brief, petitioner has objected to
respondent as having treated, inits main brief, this

regi strati on as having been partially cancell ed, and asserts
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The Record

he record includes the pleadings and the files of the
regi strations sought to be cancelled. Also of record is the
testinony, with exhibits, of petitioner’s wtnesses Ronal d
C. Fondiller, Assistant Secretary of Constellation Brands,
Inc., petitioner’s parent conpany; and Chris Francis
Fehrnstrom Senior Vice President of Marketing at Franci scan
Vi neyards, Inc.; and of respondent’s w tnesses George Saati,
presi dent of respondent; Jose Dam en, owner of Dixie Food
and an exporter of respondent’s goods; and Mel Dick, a
partner in Southern Wne and Spirits of Anmerica, which is a
distributor of petitioner’s SIM w nes. Excerpts froma
decl aration by CGeorge Saati have been submtted pursuant to
stipulation of the parties. Petitioner has also submtted
four notices of reliance, consisting of a status and title
copy of its pleaded registration; excerpts from The New

Anmerican Bartender’s Quide; copies of excerpts fromcertain

printed publications; and copies of nunmerous third-party
registrations.

The proceedi ngs have been fully briefed, but an oral

that, for purposes of deciding the issue of |ikelihood of
confusion, the identification should be considered as it was when
the registration originally issued. However, since it was
petitioner that sought partial cancellation of the registration
after trial, and because respondent has consented to that

request, thereby in effect stipulating to that relief, we think
it appropriate to grant petitioner’'s request for partial
cancellation prior to considering the issue of likelihood of

conf usi on.



Cancel | ati on Nos. 92030168; 92031424; 92031728; 92031786 and
92031877

heari ng was not request ed.

We turn first to objections raised by petitioner in its
reply brief. Petitioner asserts that respondent’s brief is
“replete with distortions and m sstatenents of the record,
attenpts to inject evidence into the record that respondent
did not introduce during its trial period, and the
i ntroduction of inappropriate matter clearly intended to
prejudice the record.” Reply brief, p. 2. Wth respect to
petitioner’s specific objections, we will not strike that
portion of respondent’s brief which contains copies of its
packagi ng, although we have given such evidence the limted
probative value that it deserves. Further, we have based
our decision on the evidence that is properly in the record,
or on matters of which we may take judicial notice. In this
connection, petitioner states that respondent has attenpted
inits brief to introduce evidence concerning Sim Valley,
California. W point out that, even though no evidence
about this geographic location is in the record, the
exi stence of a geographical place is a proper subject for
judicial notice. Finally, petitioner objects to
respondent’ s di scussion of |aches. As previously noted,
respondent did not raise |laches as an affirmative defense.
However, | aches as being indicative of the |ack of

I'i kel i hood of confusion is one of the subparts of the
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du Pont factor!! of the market interface between the
parties. To that extent, we have consi dered respondent’s
argunents in our analysis of the issue of |ikelihood of
conf usi on.

Fact s

Opposer Sim Wnery, Inc. was acquired by Constellation
Brands, Inc. and was nerged into Constellation s wholly-
owned subsidiary, Franciscan Vineyards, Inc., where it is
now a division. Sim Wnery was founded by two brothers
wth the surnane Sim. The w nery opened in Sonoma County,
California, in 1880, and it has sold wi ne under the mark
SIM since the late 1800s continuously to the present day,
except during Prohibition. Through nost of these years,

Sim had limted production. Its 1976 newsletter describes
it as a boutique w nery. Opposer provided sales figures for
its wine sales starting in 1987. From 1988 through 1993,
annual retail sales ranged from$20.1 mllion to $25.1
mllion. By 1996 sales had increased to $30 million, and
hit $34.4 million in 2000. \Whol esal e sal es reached $23
mllion in 2003. The core group of SIM w nes sells for

bet ween $15 and $25 a bottle, with the upper tier wnes
selling for between $25 and $30, and the high end wi nes

costing $70. The retail sales figure of $34.4 mllion for

X Inre E |. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).

10
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2000 represented sales of 1.8 mllion bottles.
Dependi ng on individual state | aws, opposer sells its
Wi nes in grocery stores, restaurants, independent stores
such as liquor stores and wi ne stores and club stores. It
also sells its wine direct-to-consuner, with orders taken by
t el ephone, over the Internet, and as a result of its
newsl etter. In addition, opposer operates a visitor center
at its winery, where it offers a variety of nerchandi se,
including wine, clothing itens, wne-related itens such as
corkscrews and coasters, food-related itens such as bread
boards, and limted food itens, in particular, olive oil and
W ne vinegar. Between 1999 and 2001, annual sal es of
nmer chandi se at the visitor center anpunted to $130, 000.
Opposer’s annual advertising, pronotional and public
relati ons expenses for the years 1998-2000 were in excess of
$400, 000; in 2003 they were over $500,000, and in fiscal
year 2004 they were $450,000. These expenditures were for,
inter alia, participation in consuner and wi ne trade events
such as the Aspen Food and Wne Festival. Qpposer
advertises in newsletters that are produced by |iquor and
W ne stores, such as The Wne House, which newsletter has a
di stribution of between 75,000 and 150, 000 custoners. At
the time of M. Fehrnstromi s deposition in 2004, opposer was
advertising its SIM wnes in “Bon Appetit” magazine; in the

past it has advertised in newspapers and magazi nes such as

11
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“Time” and “Newsweek.”

Opposer and its w nes have al so been the subject of or
mentioned in articles in nmagazi nes and newspapers.

Respondent M. Container, Inc. sells a variety of
products under the mark SIM, including grocery itens such
as powdered soft drink m x, nmacaroni and cheese, and red and
white vinegar; stationery such as notebooks; and health and
beauty itens such as toothpaste and soap. Respondent
markets its goods primarily to domestic whol esal ers for
resale in the Cari bbean and Latin Anmerica and directly into
nei ghboring countries. None of its goods is sold in the
retail trade or marketing channels in the United States.
Respondent had not heard of SIM w nes when it adopted the
mark; it chose the mark because it wanted a four letter mark
that woul d be easy to pronounce in a variety of foreign
| anguages. The packaging for its products generally
i ncl udes four |anguages: English, Spanish, French and
Por t uguese.
St andi ng

Qpposer, by nmaking its registration of record, as well
as the evidence regarding its use of the mark SIM, has
established its standing.
Priority

Contrary to petitioner’s assertion, because this is a

cancel l ati on proceeding in which both parties own

12
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registrations, priority is in issue. See Brewski Beer Co.
v. Brewski Brothers Inc., 47 USPQRd 1281 (TTAB 1998);
conpare, King Candy Conpany v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974). That is,
petitioner may not rely on its registration as it can in an
opposi tion proceedi ng, but nust establish that it has
superior rights inits mark. Each party may, however, rely
on its registrations to show use of its mark as of the
filing date of the application which matured into the
respective registration. Thus, petitioner's registration
establishes that as of Novenber 16, 1973, petitioner used
the mark SIM for “wines.” Petitioner has al so shown that,
wth the exception of the Prohibition period, when by law it
could not sell wine, it has used the mark SIM for w ne
since the late 1800s, and that it has used the mark for w ne
conti nuously since 1935.

Respondent's registrations establish that it nade
constructive use of SIM for “beverages, nanely, powdered
soft drink m x” and “food seasoni ngs, nanely, bouillon cubes
contai ning neat/poultry/vegetable extracts” on May 23, 1997;
of SIM in stylized formfor “spices, pasta, pastries,

vi negar, relishes, breakfast cereal, yeast, baking powder
and baki ng soda” on August 10, 1998; of SIM DOCTOR on
“baki ng soda” on May 18, 1998; and of SIM TI MOTO for

“seasoni ngs” on May 18, 1998. Respondent’s president

13
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testified that it began using SIM in 1996; that it first
used the mark SIM for the goods in its Registration No.
2219750 (SIM in typed form) in early 1997, and that it used
the mark for the goods in its other registrations in 1997-
98. However, the first use date clainmed by respondent in
Regi stration No. 2219750 is June 13, 1998 for bouillon
cubes, and Novenber 3, 1997 for powdered soft drink mx. |If
a party wishes to show use earlier than that clainmed in an
application/registration, it nust do so by clear and

convi nci ng evidence. Respondent’s president’s testinony,
consisting only of the statenent that “1 think 1997, early
1997” and “The filing was in May, '97, but we were using
before we filed,” test. p. 7, is not sufficient to establish
an earlier use date. Therefore, and because the May 23,
1997 filing date of respondent’s registration is earlier
than the first use dates clained in this registration, we
will treat the filing date as the constructive use date. As
for the other registrations, the general comment of “’97,
"98” is not sufficient to establish use earlier than the
dates asserted in those registrations. Thus, we deem
January 23, 1998 to be the first use of SIM TI MOTQ,
February 11, 1998 to be the first use of SIM DOCTOR, and
August 10, 1998 (the filing date, which is earlier than the
clainmed first use date) to be the first use of SIM in

stylized form Accordingly, petitioner has not only

14



Cancel | ati on Nos. 92030168; 92031424; 92031728; 92031786 and
92031877

established its priority of use of SIM for wine through its
regi stration, but has shown that it has used its mark on

W ne since long prior to respondent’s use of its various

mar ks.

Petitioner has also asserted comon |aw rights in the
mark SIM for a variety of goods. These goods are sold
through the visitor center at opposer’s Sim Whnery in
Heal dsburg, California. Petitioner has submtted
docunent ary evi dence show ng sal es of various nerchandi se as
early as 1996. In particular, petitioner has denonstrated
that it has sold two food itens, w ne vinegar and olive oil,
bearing the mark SIM since that date. Such sales are
rather limted, with gross sales in 1996 for w ne vi negar
amounting to only $3,754. 10 and sales for olive oi
amounting to $4,566,60. Although petitioner’s comon | aw
rights in SIM for vinegar and olive oil cannot be
consi dered extensive in view of the small nunber of sales,
and the restricted channel of trade, they do show that
petitioner has priority not only with respect to w ne, but

with respect to w ne vinegar and olive oil.?*?

12 petitioner has asserted in its brief that it has sold a

variety of SIM-branded non-food nerchandise at its visitor
center, including pepper nills and salt and pepper shakers.
There is no evidence that sales of pepper nills and salt and
pepper shakers were made prior to respondent’s use dates.

15
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Li kel i hood of confusion

Qur determ nation of the issue of |ikelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set forth

inlnre E. |I. du Pont de Nenoburs & Co., supra. See also,

In re Majestic Distilling Conpany, Inc., 315 F. 3d 1311, 65
USPQ2d 1201 (Fed. Cir. 2003).

Because respondent’s registrations are for sonewhat
different marks and different goods, we will first consider
those du Pont factors that are applicable to all of the
registrations.

We turn first to the factor of fane since fanme of a
plaintiff’s mark, if it exists, plays a “dom nant role in
the process of balancing the DuPont factors”. Bose Corp. V.
@QSC Audi o Products Inc., 293 F. 3d 1367, 63 USPQ2d 1303 (Fed.
Cr. 2002), quoting Recot Inc. v. MC Becton, 214 F.3d
1322, 54 USPQRd 1894, 1897 (Fed. Cir. 2000).

Al t hough petitioner has used the mark SIM on w nes for
a very long tine, for nost of its history its w ne
production has been limted. Petitioner’s Septenber-Cctober
1976 newsl etter (Fehrnstrom Exhibit 10) stated that “one
hundred years ago Sim was a small, quaint stone winery with
alimted production... .Today Sim is still a small, quaint

stone winery with a limted producti on—+hough the term now

16
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used is ‘boutique wnery’ .."13

Its retail sales in 1987 were $15.6 mllion, while
annual sales in the 1990s ranged from $23.1 mllion to $34.4
mllion. Petitioner did not attenpt to give any context for

these wine sales, although its witness was specifically
asked how sales of SIM w nes conpared to those of opposer
Franci scan Vineyards, Inc.’s other wwnes. W note that the
website of opposer’s sister conpany, Canandai gua W ne,
(Fondill er declaration Exhibit 1, submtted as Exhibit 1 to
Fondi | | er deposition), describes its Dunnewood Vi neyards as
bottling “about 200,000 cases of prem umtable w nes each
year.” This would amount to 2.4 mllion bottles of w ne, as
conpared to the 1.6 mllion bottles of SIM w ne sold by
petitioner in 1999 and the 1.8 mllion bottles it sold in
1999.

| n Bose, supra, at 1309, the Court stated that “raw
nunbers of product sal es and advertising expenses may have
sufficed in the past to prove fane of a mark, but raw
nunbers alone in today's world may be m sl eadi ng.
Consequently, sone context in which to place raw statistics
is reasonable.” Petitioner has failed to provide any

context for its sales figures that would show that a

13 Al'though normally an article cannot be used to prove the truth

of the statenents nade therein, here petitioner’s
characterization of itself having limted production nust be
consi dered an admi ssion against interest, and therefore falls
under an exception to the rul e agai nst hearsay.

17
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substanti al nunber of people are famliar with its mark; and
based on the limted informati on we do have with respect to
the sal es by Dunnewood Vineyards, on its face petitioner’s
sales figures do not appear to be substantial for the w ne

i ndustry.

Petitioner’s advertising and pronotional expenditures
of between $400, 000 and $500, 000 annual ly from 1998 t hrough
2004 do not appear to be particularly large. Further, the
nunber of advertisenents in national publications appears to
be rather limted. Petitioner nentioned advertising in only
one nationally distributed magazi ne, “Bon Appetit,” in 2004,
and testinony about other national advertising was not very
specific: “In the past, Sim Wnery has advertised in
newspapers, as well as other [than “Bon Appetit”] magazi nes,
broad sort of circul ati on magazi nes, whether it’s Tine,
Newsweek, et cetera.” Fehrnstrom p. 36. Petitioner did
not submt any advertisenents fromthese broad-circul ation
magazi nes, nor indicate how often such advertisenents
appeared. Nor is there any indication that petitioner has
advertised its wines on television, which of course reaches
the | argest nunber of people. The pronotional efforts that
petitioner has nost discussed are advertisenents put in w ne
retailer newsletters, with the specific newsletter going to
bet ween 75, 000 and 150, 000 people; a mni-CD containing

reci pes that was attached to 2000 bottles of its w ne;

18
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speci al events such as winery and restaurant dinners pairing
wnes with food; and participation in winery trade events to
cause the press to becone interested in witing about its

W nes. The dinner events are, to sone extent, “preaching to

the choir,” since these events are advertised to nenbers of
petitioner’s wine club and to people who have cone to
petitioner’s winery and provided their addresses for such
mai | i ngs.

Petitioner has al so nade of record a |arge nunber of
articles that nake reference to its SIM w nes and/ or
wi nery. ! Mst bear dates from 1990 through 1998.%° A large
nunber of these articles are fromperiodicals related to the
W ne industry. For exanple, the August 1997 issue of “Wne

& Spirits” magazine has a story on “Sononma’s Italian Roots”

whi ch includes a section on the beginnings of the Sim

¥ Wth the testinony of M. Fehrnstrom opposer submtted an
exhibit, No. 16, consisting of 320 pages of what purport to be
press clippings. Sonme of the articles, as shown by the summary
whi ch was prepared by opposer’s attorney and which acconpani es
the clippings, are not identified as to publication or date.
Because M. Fehrnstrom did not authenticate these particular
articles, and they are otherw se unidentified, they have no or
extrenely limted probative value. The sane is true for those
clippings that were subnmtted as part of Exhibit 15 which do not
bear an indication of source or date and were not authenticated
by M. Fehrnstromas part of his testinony. Simlarly, we have
given no probative weight to articles that are not in English
(and are not translated), or which appear to cone from foreign
publi cati ons.

5 W note that, although M. Fehrnstrom stated that, since 2002
when he joined the conpany, he made it a point of maintaining a
history of all press clippings, the clippings that were submtted
as part of Exhibit 16 were all dated prior to 2002 and, in fact,
no clippings dated after M. Fehrnstrom becane enpl oyed by
opposer were subnitted as part of his testinony.

19



Cancel | ati on Nos. 92030168; 92031424; 92031728; 92031786 and
92031877

Wnery; a several page article in the August 1998 issue of
that sanme publication is all about the Sim Wnery. The
Cct ober - Decenber 1998 “Quarterly Review of Wnes” features
“Sim’s New Look Wnes.” There is an article about new Sim
Wi nes in the August 11, 1998 “The Wne Report.” The My
1996 issue of “Beverage & Food Dynam cS” reviews various

w nes, including the 1994 Sim Chardonnay, while an article
in the Cctober-Novenber “Insider’s Wne Line” features Sim
W nery.

QG her articles are fromtrade journals. See, for
exanple, “California Beverage Journal” July 1998 (revi ew of
various w nes, including several releases fromS m Wnery;
“California Farnmer,” August 1998 (viticulture and grape vine
di seases, which discusses research being done in a Sim

vi neyard; “The Beverage Anal yst,” January 1997 (Sim Wnery
w ne maker dinner); “V& W Magazi ne” (Vineyard & Wnery
Managenent), May/June 1995 (article on team w nenaki ng at
Sim Wnery); and “Beverage Media,” July 1995 (reporting a
tasting of Sim w nes at a sales neeting for Park Avenue
Mer chant s) .

Sone articles appear to be fromlocal papers. See, for
exanple, “Spotlight’s Wne Country Guide,” July 1999
(article about the winery, wine tastings and tours);

“Rohnert Park/Cotati, California,” (Cctober 24, 1997)

(article titled “Sim noted for food as well as its w nes”
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about the dinner events at the wnery); “The Press Denocrat
(Santa Rosa, CA), COctober 28, 1998 (article about Hal |l oween-
t hened di shes prepared by chef at Simi Wnery); “Russian
Ri ver Recorder-An O ficial Publication of the Heal dsburg

Museum and Hi storical Society,” Sumrer 1998 (article about
Heal dsburg’ s early Italian wine famlies, including the
Sims); “Wiere Wne Country,” Fall 1998 (wineries in Sonoma
Country, with a brief reference to Sim Whnery).

Al t hough there are articles fromnon-California
newspapers, there are relatively few of them They include
a review of “SIM SONOVA COUNTY CHARDONNAY 1996” in the My
27, 1998 “Dallas Morning News”; an article in the July 30,
1998 “Boca Thursday Paper” (Florida) featuring Sim
Vi neyards and sone of its wines; a listing of wnes as gift
i deas in the Decenber 25, 1996 “Sun Journal” (New Bern, NO),
in which a Sim Wnery wine appears in a list of nine, and
the sane article printed in “The Arizona Republic” on
Decenber 23, 1996. There is also an article in the “Austin

Anerican- Statesman,” February 8, 1995, in which twelve

w nes, including SIM SENDAL, are recommended for

Val entine’s Day presents. A restaurant review that appeared
in several Long Island, New York newspapers, e.g., “Three
Village Tinmes,” Mneola, NY, nentions, in discussing the

Pi ping Rock restaurant’s wine list, that it offers a Sim

Chardonnay. An article in “The Birm ngham News” (Al abana)
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of August 23, 1995 reports on newsletters provided by
Wi neries, and nentions the “Sim News.”

There are a few articles fromnational newspapers and
magazines. In particular, the April 3, 1998 issue of “USA
Today” features Sim Wnery' s chardonnay as a weekend w ne
choice, while the May 10, 1996 issue of that paper has an
article about places to stay and eat in Sonoma Country that
lists Sim Wnery as one of six wineries that can be
visited. A Sim wne was al so nentioned in a “Tasting Panel
Report” in the QOctober 1995 issue of “Bon Appetit.”

In sone of the articles, “Sim” or the Sim Wnery
receives only a brief nention. For exanple, an article in
the May 14, 1998 “Atlanta Journal” discusses food and w nes
of summer, and in the penultimte paragraph includes a quote
fromMary Evely, who is identified as heading “the food
service programat Sim Wnery in Heal dsberg [sic], Calif.”
The | ast paragraph suggests that if one wants a dry rosé,
“try Sim’'s Rosé or Cabernet Sauvignon or another |abel ed
wth the French termvin gris or the Italian termrosato.”
Anot her article, in the July 24, 1998 “Oxnard Star,”

di scusses an auction party at which nore than 80 w neries
woul d be pouring sanples, and Sim is nentioned in a list of
el even. The June 1995 “Wne Enthusiast” nerely includes

Sim Reserve in a listing of 23 cabernets.®

1 Ppetitioner has al so made of record an article fromthe Apri
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Al t hough there is no question that Sim Wnery and SIM
W nes have received sonme publicity through the years, we
cannot conclude that this publicity, or petitioner’s sales,
advertising and use of the mark, has resulted in SIM having
becone a fanmous mark for wine. Melvin Dick, a partner in
the | argest wholesale distributor of wines and spirits in
the worl d, and whose conpany has represented petitioner’s
brands for thirty years, could say only that the wine is
“quite well known to people who appreciate fine wne.”
p. 20. Being quite well known to connoi sseurs of fine w ne
is different frombeing fanous to the w ne-buying public.

After thoroughly reviewing all of the evidence, we find
that it is insufficient to support a finding that SIM is a
famous mark for wwne. In view of the extrene deference that
is accorded to a famobus mark in terns of the wide |atitude
of legal protection it receives, and the dom nant role fane
plays in the |ikelihood of confusion analysis, we think that
it is the duty of a plaintiff asserting that its mark is
fanmobus to clearly prove it. Although wi ne connoi sseurs nmay
be well aware of the Sim Wnery and the SIM brand, the

uni verse of wine purchasers in the United States is far

2003 issue of “Wne & Spirits” that reports a survey of
restauranteurs that asked themfor the ten bestselling w nes
during the last three nonths of 2002. W give no weight to the
results of this survey, since such results would be hearsay if we
were to consider the article for the truth of the statenents nade
t her ei n.
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| arger than those who study wi ne guides or who are
interested in reviews of the | atest w ne rel eases.

We do find, however, that the evidence submtted is
sufficient to show that SIM has achi eved recognition as a
mark for wine. Thus, any surnane significance or geographic
significance that m ght once have attached to the mark has
| ong since disappeared, and SIM mnust now be considered a
distinctive mark for wine. Mreover, respondent has not
subm tted any probative evidence of third-party use of SIM
marks. In this connection, we note the testinony of CGeorge

Saati, respondent’s president, that he had to adopt the

domai n name “www. ntsin.coni because “sim” was taken. M.

Saati did not provide any details of uses of “sim” as a
domain nane, |let alone as a trademark, and in particular he
gave no information as to the goods or services with which
such domai n nanes or marks m ght be used. Thus, the record
reflects no third-party use of SIM as a trademark for goods
or services related to those of petitioner.

Accordingly, we find that the factor of the strength of
the mark favors petitioner, but not to the extent that it

would if SIM were a fanpbus nark.

7 W take judicial notice that “Simi Valley” is a suburb of Los
Angel es, located in Ventura County. See The Col unbi a Gazetteer
of North Anerica © 2000. The Board may take judicial notice of
entries in dictionaries and other standard reference works. 1In
re Broyhill Furniture Industries Inc., 60 USP@d 1511, 1514 n. 4
(TTAB 2001).
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Wth respect to the factor of the channels of trade,
all of respondent’s identified goods are ordinary grocery
items that may be sold in supernmarkets and other retai
grocery stores. W recogni ze that respondent currently
exports all of its goods to Caribbean and Latin Anmerican
countries, and does not sell to consuners in the United
States. However, it is well established that the question
of likelihood of confusion in a proceeding such as this nust
be determ ned based on an analysis of the mark as applied to
the goods and/or services recited in the respondent’s
registration vis-a-vis the goods and/or services recited in
the petitioner’s registration, rather than what the evidence
shows the goods and/or services to be. See Canadi an
| nperial Bank of Commerce v. Wells Fargo Bank, N A, 811
F.2d 1490, 1 USPQd 1813 (Fed. Cir. 1987). Thus, we nust
deem respondent’s goods to be sold in all appropriate
channel s for such products, including supernmarkets and ot her
grocery stores. As for petitioner’s wine, the record shows
that in a substantial nunber of states wi ne may al so be sold
i n supermarkets and grocery stores.

As a result, we nust deem both petitioner’s identified
w ne and respondent’s identified goods to be sold in the
same channels of trade. At the sane tine, however, we
recogni ze that a wide variety of goods are sold in

supermarkets and grocery stores, and the nere fact that food
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products and wine may be sold in such stores does not
necessarily establish that such goods are rel ated.
“Notwi t hst andi ng these common trade channels, it has often
been stated that there can be no ‘per se’ rule that all food
products are rel ated goods by nature or by virtue of their
capability of being sold in the sane food markets, (i.e.,

t he nodern supermarket environnment with its enornous variety
of food, cleaning, paper and other products stocked and
offered for sale).” Hi -Country Foods Corp. v. H Country
Beef Jerky, 4 USPQR2d 1169, 1171-72 (TTAB 1987). Therefore,
unl ess, as discussed infra in connection with the specific
goods in each registration, petitioner can show nore of a
connection in channels of trade than sinply that the goods
are all sold in supermarkets/grocery stores, this factor of
the sane trade channels favors petitioner only slightly.

As for conditions under which and buyers to whom sal es
are made, the consuners for petitioner’s wne and
respondent’s various food products are the public at |arge.
Al t hough sone of the purchasers of w ne may be
discrimnating, wine is not such an expensive product that
the public in general nust be considered to be careful
purchasers. Further, the grocery itens identified in
respondent’s registrations are all rather inexpensive itens
that may be purchased w thout great deliberation. Thus,

this factor favors petitioner.
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Wth respect to the factor of evidence of actual
confusion, and the related factor of |ength of
cont enpor aneous use W t hout confusion, because respondent
exports all of its goods, there has clearly been no
opportunity for confusion to occur. Therefore, these
factors are neutral.

We now turn to the individual registrations/classes
that petitioner seeks to cancel. First we consider the
registration for SIM in stylized formfor a variety of
goods. W focus our analysis on the item “vinegar” which is
included in the identification in that registration because
I'i kel i hood of confusion nmust be found if the public is
likely to be confused by use of respondent’s mark on any of
the itens in the identification of goods. See Tuxedo
Monopoly, Inc. v. General MIIs Fun G oup, 209 USPQ 986
( CCPA 1981).

Respondent’ s identification of “vinegar” would

enconpass “w ne vinegar,” which for several reasons nust be
considered related to petitioner’s wine. First, because

W ne vinegar is made fromw ne, consuners are likely to
believe that, if wne vinegar and wine are sold under the
sanme or confusingly simlar marks, both products emanate
fromthe same source. Second, Melvin Dick, a witness called

by respondent, testified that olive oil and vinegar are both

part of the fine w ne experience, thereby suggesting that
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such goods are all related. Third, the fact that petitioner
itself has sold wine vinegar (and olive oil) under the mark
SIM since prior to respondent’s first use of the mark for

t hese goods further supports M. Dick’s statenent, and al so
shows the rel atedness of the goods. Fourth, petitioner has
made of record third-party registrations which al so
establish that w ne and vinegar are rel ated goods. Third-
party registrations which individually cover a nunber of
different itens and which are based on use in commerce serve
to suggest that the |isted goods and/or services are of a
type which nmay enmanate froma single source. See Inre

Al bert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993).

At this point we nmust conment on the “approxinmately one
hundred” (petitioner’s main brief, p. 23) third-party
registrations submtted by petitioner. Although petitioner
quoted the | anguage of Trostel in discussing these
registrations, it ignored the requirenent that the
regi strations nust be based on use in conmerce in order to
be probative. Qur review of these registrations reveals
that the vast npjority are based on Section 44 of the
Trademark Act, rather than on use in comerce. O the
registrations that are based on use in comerce, however,
many do include both wine and vinegar in their
identifications of goods. See, for exanple, Registration

No. 2312053 for VIANSA, No. 2297290 for CARMEL's CHO CE, No.
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2203786 for CANARI O and design; No. 2130614 for FELICI TAS
and design, No. 2198757 for FATTORI A SAN LEONI NO and desi gn,
No. 1828418 for IL FORNAI O, No. 1401427 for BAD A A
COLTI BUONO and No. 1286155 for HONG MElI and design. These
registrations are sufficient to denonstrate the rel atedness
of vinegar and wi ne. 8

In addition to the rel atedness of petitioner’s w ne and
respondent’s vinegar, petitioner also has shown that it has
prior common law rights in SIM for vinegar. Petitioner’s
vi negar and respondent’s identified vinegar nust be deened
to be legally identical goods. Although petitioner’s conmon
law rights in its mark for wwne vinegar are limted to sales
at its wnery, consuners who have been exposed to SIM w ne
vinegar at the SIM wnery visitor center and who then
encounter w ne vinegar under respondent’s stylized SIM mark

in a grocery store are likely to assune that petitioner has

8 W note that some of the use-based registrations are in the

nat ure of house marks or nerchandi sing marks whi ch cover a wi de
range of goods. Because of this, such registrations are of no
probative value in denonstrating that all the goods listed
therein are related, and we have not considered themin reaching
our conclusion that vinegar and wine are rel ated goods. See, for
exanpl e, Registration No. 2601490 for AIOLI for goods and
services in 8 classes, and including such varied goods as grass
seeds, aninal feed, cigarette holders, deer neat, ice cream and
freight transportation of goods by nmeans of train, truck, ship
and air; Registration No. 2344538 for SYSCO for goods and
services in 22 classes, including floor cleaner, insecticides,
neon signs, elastic back supports, toilet paper and financial
managenent services in the health care industry; and No. 1884513
for PEBBLE BEACH for goods and services in 9 classes, ranging
from shanpoo to photograph al buns to plagques to golf putters to
Wi ne.
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expanded the trade channels for its goods, and is now
selling its vinegar in retail stores.

This factor of the simlarity of the goods favors
petitioner.

As for the marks, although respondent’s registration is
for a stylized formof SIM and petitioner’s mark appears in
standard character form the words thensel ves are identi cal
Further, the protection accorded to petitioner for its
standard character registration would include the slightly
stylized version of SIM that is respondent’s narKk.
Accordingly, we find that petitioner’s mark and respondent’s
mark are legally identical in appearance, and identical in
pronunci ati on, connotation and commercial inpression. This
factor favors petitioner.

As noted previously, respondent has asserted | aches in
connection with the du Pont factor of the market interface
between the parties, as being indicative of a | ack of
confusi on. Respondent bases this claimon the fact that,
when respondent’s then-application was published for
opposition, petitioner obtained extensions of tine to
oppose, but did not actually file an opposition. Respondent
asserts that the failure to file an opposition indicates
that petitioner “surm sed that no |ikelihood of confusion
between its trademark and the then applicant’s existed.”

Brief, p. 22. W disagree. Respondent has pointed to no
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case law that stands for the proposition that the failure to
file an opposition, whether or not an extension to oppose
had been filed, denonstrates that the potential opposer

concl uded that confusion was not |ikely. Moreover,
petitioner filed its first request for an extension of tine
to oppose on COctober 14, 1999; the subject registration

i ssued on Septenber 26, 2000; and petitioner filed its
petition to cancel on Decenber 28, 2000. W cannot concl ude
fromthe very short tinme that el apsed between these events
that petitioner’s decision to bring a cancellation
proceedi ng rather than file an opposition shows that
petitioner had previously determ ned that confusion was not
l'ikely, nor can we find that this decision by petitioner

i ndi cates a | ack of confusion.

As for the remaining du Pont factors, to the extent
that the parties have di scussed them they have nerely
reiterated the argunents that they nmade in connection with
those du Pont factors we have previously discussed, and we
wll therefore not repeat them here.

The fundanental inquiry in the Iikelihood of confusion
anal ysis goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in
the marks. See Interstate Brands Corporation v. Celestial
Seasonings, Inc., 576 F.2d 926, 198 USPQ 151 (CCPA 1978);

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
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1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ@2d 1531 (Fed. Cr
1997). Here, we find that the factors of the simlarities
of the marks and the simlarities of the goods strongly
favor petitioner. Wen we also consider the other du Pont
factors that favor petitioner, we have no doubt that
respondent’s use of its stylized SIM mark for vinegar is
likely to cause confusion with petitioner’s SIM mark for
wne, as well as with its SIM mark for w ne vinegar
Accordingly, the petition to cancel Registration No. 2389146
i's granted.

This brings us to a consideration of the petition to
cancel C ass 29 of respondent’s registration for SIM, in
standard character form for the goods identified as “food
seasoni ngs, nanely, bouillon cubes containing
meat / poul try/vegetabl e extracts.”

As we have previously stated, there is no per se rule
that all food products are related. There are clear
di fferences between wi ne and bouillon cubes. They are nade
fromdifferent products and have different purposes.
Petitioner asserts that petitioner’s and respondent’s goods
are rel ated because wi ne nay be served with and/or paired
with food, and may be used “as an ingredient in food recipes
(as are condi nents and seasonings)” brief, p. 14; and

because condi nents and seasonings are ingredients in m xed
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drinks, including wne-based m xed drinks. In making these
argunents, petitioner has discussed respondent’s goods in
general, using terns such as “condi nents” and seasoni ngs” to
refer to them rather than analyzing this factor in terns of
the specific (and different) goods that are recited in the
different registrations that petitioner seeks to cancel.
Thus, petitioner has not pointed to any specific evidence
regardi ng bouillon cubes and wine to support its argunent
that these goods are rel ated.

Moreover, in our review of the extensive evidence
submtted by petitioner, we have found nothing that
di scusses the pairing of wine and bouillon. Although there
are nmenus fromvarious w ne dinners that show, for each
course, the particular wine that goes with the dish for that
course, the food itens |listed are for the prepared food, and
they do not indicate that bouillon is an ingredient in the
dish, let alone a featured ingredient. See, for exanple,
the listing of The Bounty of Harvest dinner, schedul ed for
Cct ober 6, 2001, which describes the nenu as including
“roasted beef tenderloin with a nushroom cabernet sauce and

a terrine of autumm vegetables.” The Vintner’s Table

Cookbook, written by petitioner’s fornmer executive chef Mary
Evel y, contains an exhaustive listing of food affinities for
particul ar wi nes. For exanple, the Sauvignon Blanc Profile

lists herbs and spices such as cilantro, oregano and cum n;
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sauces such as citrus and vinaigrettes; cheese and nuts such
as fresh goat cheese; seafood such as scall ops and snoked
fish; meat such as chicken; and vegetables and fruits such
as artichokes and lettuces. It also has an equally detailed
list of food/wne conflicts. However, in none of these
pairings or conflicts does bouillon or bouillon cubes
appear .

The best we can say is that sonme of the recipes

appearing in The Vintner’'s Tabl e Cookbook |ist broth or

stock as an ingredient in a dish and al so suggest the w ne
that nmay be served with it. For exanple, a recipe for white
bean and sweet red pepper salad with fennel includes “5 cups
vegetabl e stock or 1 can vegetable broth” (along with, inter
alia, red onion, basil, bay leaf and | enon juice), and
states that it matches with the texture of Chardonnay.

We al so note that sone recipes in The Vintner’s Tabl e

Cookbook and on petitioner’s sister conpany’s website
include, as ingredients, wine and broth or stock. For
exanple, a recipe for risi e bisi lists “fresh chicken broth
or canned | owsalt chicken broth” and Sauvi gnon Bl anc (al ong
with, inter alia, chopped onion, unsalted butter, prosciutto
and green peas); a recipe for salnon steaks with saffron-

oni on sauce includes “unsalted chicken stock or reduced-salt
chi cken stock” and Chardonnay (along with, inter alia,

bacon, chervil |eaves and saffron).
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Aside fromthe fact that these recipes do not call for
t he actual goods, bouillon cubes, that are identified in
respondent’s registration, the inclusion of broth or stock
as a mnor ingredient in a recipe that also calls for w ne,
or in a dish that may be served with wine, is not a
sufficient basis to show that bouillon cubes and wi ne are
related goods. Certainly petitioner has not shown that
bouil Il on cubes and wi ne are conpl enentary goods, or have
conpl enentary uses. See Inre Mars, Inc., 741 F.2d 395, 222
USPQ 938 (Fed. Cir. 1984) (no confusion found between CANYON
for candy bars and CANYON for fresh citrus fruit).

Petitioner has also submtted recipes for 118 m xed

drinks, taken from The New Ameri can Bartender’s Qi de.

After an exhaustive review of these recipes, we could find
none that includes wine and bouillon as ingredients for the
sane drink. In fact, there are only a few drink recipes
that contain bouillon, nanely, the Bull Roar, which contains
beef bouillon, beef consonme or beef broth, along with
vodka, Bovril beef extract, Tabasco sauce, A-1 sauce,

Wor cestershire sauce, and white pepper; the Bull Shot, which
contains, inter alia, beef consome or beef bouillon and
vodka; the Gazpacho Macho, which contains, inter alia, beef
bouil I on, vodka or tequila, and gazpacho soup; the Creol e
Cup, which contains, inter alia, rumand beef bouillon or

consomme; the Beef and Bourbon, with bourbon and beef
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consomme or bouillon; the Celtic Bull, with Irish whiskey
and beef consomme or bouillon; El Toro Sangriento, with
tequila and beef consomme or bouillon; the Steam ng Bull,
wth tequila and beef consonme or bouillon; and two
vari ations of the Bloody Mary (Bl oody Bull w th beef
boui |l on; Cock ‘n’ Bull Shot wth chicken consomme and beef
bouillon). Many of these drinks appear to have the sane
recipe, with the exception of the primary |iquor ingredient.
Petitioner argues that “any person making m xed dri nks
at hone and any bartender will necessarily require many of
the sanme ingredients as those recited in the registrations
which are the subject of this proceeding.” Brief, p. 18.
We disagree. The guide fromwhich these recipes are taken
appears to contain any recipe that one mght think of for a
m xed drink, including many that are quite exotic. It is
not evident to us that ordinary consuners maki ng m xed
drinks at honme, and even nost bartenders, would be aware of
these oddly naned drinks and their ingredients. Mre
inportantly, the fact that a particular ingredient mght be
used in an al coholic drink that does not contain wi ne does
not denonstrate that the ingredient and wine are rel ated
goods, any nore than two different ingredients, used for
different recipes, would be related sinply because they both

m ght be found in the sanme kitchen
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Petitioner has al so submtted evidence from various
food-ori ented nagazines to show that different food itens
and wi ne are advertised in the sane nmagazi nes. However,
petitioner has not pointed to any advertisenents in these
subm ssions for bouillon or bouillon cubes. Simlarly, the
evi dence regarding gift baskets that contain wine along with
ot her ingredients (thereby show ng that the goods are sold
not just in the sanme channels of trade, but together), does
not indicate that bouillon is included anong the contents.
See summary of ingredients at p. 21 of petitioner’s brief.

Finally, after thoroughly reviewng the third-party
regi strations, of those that we consider probative (see
di scussi on, supra), the only ones that include both w ne and
broth are Registration No. 2203786 for CANARI O and desi gn
(beef broth, chicken broth and vegetabl e broth) and
Regi stration No. 2648516 for a stylized D (broths, chowders,
soups, vegetable and beef stocks). However, the latter
registration is owed by Draeger’s Super Markets and may be
a house mark; the identification also includes “cooking
school s.”

There are five registrations that list “beef extract,”
and respondent’s bouillon cubes are identified, in part, as
containing neat extracts. O these registrations, tw are
owned by a single entity (G priani Goup, Inc.). The

remai ning three registrations were all filed by foreign
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conpanies. One of the registrations, No. 2273272 for SEREGO
ALIGH ERI in O asses 29, 30 and 33, appears to identify the
goods by class headings.!® Two registrations, No. 2104535
for MARCHESI | NCl SA DELLA ROCCHETTA and No. 2237004 for
DEMEL and design, were originally filed under Section 44 of
the Act, and subsequently anended to claimuse in commerce.
The MARCHESI registration, in particular, appears to use

cl ass headings as the identification of goods, and incl udes,
inter alia, grass seeds, dried plants, animals and ani nal
food stuffs, neat, fish, poultry, gane, neat extracts,
jellies, tea, cocoa and treacle. Such registrations, which
cover such a w de range of goods, are of little probative
val ue in denonstrating that all the goods listed therein are
rel at ed.

In short, there are too few third-party registrations
whi ch have probative value for us to conclude that w ne and
bouill on cubes are likely to emanate froma single source
under a single nmark.

Thus, after a thorough review of the evidence submtted
by petitioner to show that wi ne and bouillon cubes are
related, we find that petitioner has failed to establish

this point. There is sinply no basis on which we can

9 For exanple, the goods in Class 29 are identified as “neat,

fish, poultry and gane; neat extracts; preserved, dried and
cooked fruits and vegetables; jellies, jams, fruit sauces; eggs,
m |k and dairy products excluding ice cream ice nmlk and frozen
yogurt; edible oils and fats.”
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concl ude that consuners woul d expect that bouillon cubes
woul d emanate fromthe sanme source as wine, even if they
were sold under the sanme or confusingly simlar marks. The
factor of the simlarity or dissimlarity of the goods
strongly favors respondent.

As previously noted, in the likelihood of confusion
anal ysis two key considerations are the simlarities between
the marks and the simlarities between the goods and/or
services. Because petitioner has failed to show that the
goods are related, it cannot prevail, despite the fact that
the marks are identical, and despite the other du Pont
factors that favor petitioner. The petition to cancel d ass
29 of Registration No. 2219750 (Cancell ation action No.
92031877) is dism ssed.

Petitioner is also attenpting to cancel O ass 32 of
Regi stration No. 2219750 for SIM in standard character
form for goods identified as “beverages, nanely, powdered
soft drink mx.” However, again we find the evidence
submtted by petitioner woefully lacking in terns of
denonstrating that wine and powdered soft drink mx are
related. Petitioner has pointed to no al coholic beverage
reci pes which include both wine and powdered soft drink m x.
| ndeed, we have found no beverage reci pes what soever that
call for powdered soft drink mx. (W point out that

respondent’s identificationis |imted to powlered soft
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drink mx; therefore, the use of carbonated soft drinks,
such as mxers, in alcoholic beverages has no rel evance
here.) Nor has petitioner identified any recipes for food
in which wine and powdered soft drink m x are ingredients,
or any reference to pairing wine with powdered soft drink
mx or with foods or drinks containing powdered soft drink
m x. Further, we have not found, in the materials

subm tted, any evidence that powdered soft drink mx is
included in gift baskets that al so contain w ne.

O the probative third-party registrations, we have
found two (for SUN MAID and for a design mark), both owned
by Sun-Maid Gowers of California, that originally |isted,
inter alia, wines and soft drinks. USPTO records show t hat,
as a result of that registrant’s filing its Section 8
affidavits of use, wnes and soft drinks have been del eted
fromthose registrations. There is also a registration, No.
1553878 for SPORTSERVI CE, that includes “soft drinks” and
W nes. However, this registration also is for, inter alia,
hanmbur ger sandw ches, french fries, nmanagenent services
rendered to owners of bowing alleys, race tracks, theaters
and basebal | stadia, and retail store services in the fields
of bait, tackle, fuel, groceries and aninmal feed. It
appears fromthe identification that the registrant offers
soft drinks in the context of snack bar food services. In

any event, “soft drinks” is not the sane as powdered soft
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drink mx, and even if we were to consider all three
regi strations as being for substantially the sanme goods as
respondent’s, the limted nunber, representing only two
entities, is not sufficient to denonstrate that w ne and
powdered soft drink mix emanate fromthe same source.?
Petitioner has pointed to certain cases which it
contends support its position that wi ne and powdered soft
drink mx are related goods. 1In its discussion of Bongrain
I nternational (Anmerican) Corporation v. Maquet Ltd., 230
USPQ 626 (TTAB 1986), petitioner states that “it is a matter
of common know edge that wi ne and soft drinks and coffee
(often served with sugar) and tea (often served w th honey)
are served at many of the sane social occasions and at the
sane neal, and that desert [sic] wnes are often served with
deserts [sic] such as pastries.” Brief, p. 24. This quote
appears to be petitioner’s; all that was said in Bongrain
was “it is a matter of comon know edge that w ne and cheese

are often served together at parties.”

20 There is one other use-based registration that includes non-

carbonated soft drinks, Registration No. 2250314 for | NSTA- HEAT.
However, this registration does not include “w nes” per se.

Al 't hough it includes sake, which is a rice wine, and hard ci der,
which is alcoholic, we do not viewthis registration as
denmonstrating that wine and powdered soft drink mx emanate from
a single source. The registration covers not only food itens,
but also cold and flu nedicines and infant fornmula. Further, we
note that the mark suggests sonmething that is heated, and all of
the goods listed in the registration are products that can or
shoul d be served warm
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W find it somewhat ironic that petitioner essentially
asks us to take judicial notice that wine and soft drinks
are served at the same social occasions and at the sane
meal , when petitioner objected to respondent’s reference,

W t hout evidentiary support, to Sim Valley, California,
even though the existence of a geographic place is a
suitabl e subject for judicial notice. Wether or not w ne
and soft drinks m ght be served at the sane soci al
occasions, there is no evidence that either powdered soft
drink mx or soft drinks nmade fromsuch a mx and w ne are
served at the sane social occasions or neals. Nor do we
think that this is a matter of common know edge, such that
we can take judicial notice of it.?

Petitioner also relies on General Foods Corporation v.
Monarch W ne Conpany of Georgia, 142 USPQ 521 (TTAB 1964).
However, this case has no precedential value. It was
published only in digest form and does not indicate the

facts on which the determ nati on was based. See CGener al

MIls Inc. v. Health Valley Foods, 24 USP@@d 1270, n. 9

2l See Bongrain, supra at 628, n. 4, “Qpposer, in addition to

relying on its affidavit, has al so requested that we take
judicial notice of the facts that wine and cheese are both sold
t hrough gourmet stores and supermarkets; that they are often
purchased in the sane shopping trip by consuners; and that they
are often consuned at the sane social event. W agree with
appl i cant, who has objected to the request, that the shopping
patterns of purchasers and the channels of trade of particular
goods are factual questions which are appropriately established
t hrough the introduction of evidence rather than by judicia
notice.”
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(TTAB 1992); In re Anmerican Oean Tile Co., 1 USPQ2d 1823
(TTAB 1986); and TBMP § 101.03 (2d ed. rev. 2004).

As for the other cases cited by petitioner in which
confusi on was found between wi ne and sodas or fruit juice
and wi ne because sodas and fruit juices could be used as
m xers, these cases are distinguishable because there is no
evi dence that powdered soft drink mx is used as a “m xer”
with wine or other alcoholic beverages. Moreover, in the
case of In re Jakob Demmer KG 219 USPQ 1199 (TTAB 1983), in
whi ch confusi on was found bet ween GOLDEN HARVEST for apple
cider and for wine, there are the additional distinguishable
factors that apple cider can be sold in alcoholic as well as
non-al coholic form and apple juice can be used to nmake
W ne.

However, one point made in Jakob Demmer is applicable

here, and that is the principle that “there is and shoul d be
no per se rule that al coholic and non-al coholic beverages
are related products.” [Id. at 1201. W add that the nere
fact that both petitioner’s and respondent’s goods can
| oosely be described as beverages is not a sufficient basis
on which to find that they are related. See UMC I ndustries,
Inc. v. UMC Electronics Co., 207 USPQ 861 (TTAB 1980), and
cases cited therein.

In view of petitioner’s failure to denonstrate the

rel at edness of wine and soft drink beverage mx, as with the
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petition to cancel Cass 29 of Registration No. 2219750, we
find that there is no likelihood of confusion wth respect
to respondent’s use of SIM for its O ass 32 goods, despite
the fact that the marks are identical, and despite the other
du Pont factors that favor petitioner. Consequently,
Cancel | ation action No. 92030168 is di sm ssed.

The next registration which petitioner seeks to cancel
is Registration No. 2220628 for SIM DOCTOR for baking soda.
Here, again, petitioner has utterly failed to show that the
parties’ goods are related. |In fact, petitioner has pointed
to no recipes in which baking soda is even used as an
ingredient, or to any third-party registrations which even
i ncl ude baking soda and wi ne, or any gift baskets which
contain baking soda as well as wine. Nor is there any other
evi dence from which we can concl ude that baking soda and
W ne are conpl enentary products, or that consunmers woul d
expect themto emanate froma single source. Petitioner has
not even argued in its brief how baking soda m ght be
related to w ne.

Petitioner has, however, asked that the Board take
“Jjudicial notice of the fact that baking soda has | ong been
used and prescribed for many matters, perhaps best known
bei ng, cleansing, odor renoval, and protection fromchaffing
[sic] and rash.” Brief, p. 11. Again, we find it ironic

that petitioner would ask us to take judicial notice of
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this, when it objected to respondent’s nention of Sim
Valley inits brief. W decline to take judicial notice of
this so-called fact; we do not believe that it is a matter
of common know edge that baking soda is prescribed or used
in these manners. Even if we were to take such noti ce,
however, non-food uses of baking soda such as cleansing and
rash protection nake the product even nore dissimlar to

W ne.

Because on this record we nust find that the goods are
not related, even use of the sane or a confusingly simlar
mark for both products would not be likely to cause
confusion. But here the marks are not confusingly simlar.
Petitioner’s mark is SIM; respondent’s mark is SIM DOCTOR
The word DOCTOR in respondent’s mark is a sonewhat strange
el enrent and therefore noticeable and eye-catching, and its
presence creates a mark that is distinctively different from
SIM in appearance, pronunciation, connotation and

commerci al i npressi on. 22

22 petitioner had argued that, because baking soda has health

care uses, the additional element DOCTOR in respondent’s mark is
suggestive and entitled to |l ess weight in the conparison of the
marks. Even if we were to accept petitioner’s contention that
baki ng soda has cl eansing and anti-chafing applications, the term
DOCTOR i n respondent’s mark actually enphasi zes the differences
in the goods, in that DOCTOR suggests the non-food uses of baking
soda. Mdreover, this suggestive neaning of DOCTOR (a connotation
that is totally lacking in SIM per se) causes SIM DOCTOR to
differ significantly fromSIM in connotation and conmercia

i mpression.
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After weighing all the relevant du Pont factors, we
find that petitioner has failed to prove that SIM DOCTOR
for baking soda is likely to cause confusion with SIM for
wi ne (or for any of the goods for which petitioner has
comon |aw rights). The petition to cancel Registration No.
2220628 is di sm ssed.

The final registration that petitioner seeks to cancel
is Registration No. 2226361 for SIM TI MOTO for seasonings.
Turning first to the goods, respondent’s goods are broadly
identified as “seasonings.” According to the testinony of
M. Saati and the exhibits introduced therewith, the actual
itemon which respondent uses the mark is MSG  However
because the identification is not so |limted, we nust view
the registration as enconpassi ng spices, including salt and
pepper .

A review of the evidence shows that spices may be used
in the sanme recipes in which wine is used, or nay be used to
make meals with which wne is served. The “food affinities”

section of The Vintner’s Tabl e Cookbook even |lists spices

that go well with particular types of wine, e.g., white
pepper is a food affinity of chardonnay; cinnanon is a food
affinity of rosé and blush wines. Cearly, spices and w ne
may be used in cooking the sane recipes, and w ne may be
served at a neal in which spices are ingredients of the

food. However, spices are used so universally in cooking
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t hat we cannot concl ude the goods are related sinply because
of this.

As noted previously, petitioner has nade of record
excerpts from nagazi nes that show advertisenents for food
itenms and advertisenents for w ne appear in the sanme
publication. The only advertisenent that we have found that
is arguably for a seasoning is one for Tabasco sauce in the
May 2003 issue of “Food & Wne” nmagazine, Exhibit 5 to
petitioner’s third notice of reliance. (The term

"seasonings," as that identification is interpreted, does
not include sauces or condinents.) A single advertisenent
for Tabasco sauce that appears in a magazine in which
advertisenents for w ne appear el sewhere is not sufficient
to denmonstrate that seasonings and wine are rel ated goods. 23
There is also an article entitled “What Do You Drink
wth Curry?” fromthe Septenber 2001 i ssue of “Bon Appetit”
(Exhibit 3 to petitioner’s third notice of reliance); it
di scusses wine pairings with dishes from non- European
cuisines, as well as from G eek cuisine. Two pages of the

article are mssing, but the portion that is avail able

di scusses such things as a particular restaurant’s

2 On the other hand, a single advertisenment in which two
products are advertised together, such as the one in the May 2003
i ssue of “The Soul of Mexico” (Exhibit 9 to petitioner’s third
notice of reliance), in which Dannon yogurt and Dol e pi neappl e
chunks are advertised together, would have sonme probative val ue
to show rel at edness of goods.
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“signature dressing, a lively conbination of |enon, olive
oil, oregano, garlic, salt and pepper” and nentions a
“crisp, lenon-and-m neral-tinged white wine fromBoutari”
that the restaurant’s general manager woul d recomrend with
it. Again, the nere fact that wine nmay be chosen so that it
woul d work well with a food that is nade with particul ar
spices is not sufficient to show that consuners woul d assune
that wi ne and seasoni ng woul d emanate fromthe sane source.
Wth respect to the third-party registrations, we have
al ready pointed out that nost do not have any or have very
little probative value.? The registrations that include
both wi ne and spices or seasoning are quite limted:
Regi stration No. 2672670 for VILLA PANDOLFELLI and design
(inter alia, wine and seasoni ngs); Registration No. 2203786
for CANARI O and design (inter alia, w ne, seasoning and
m nced garlic); Registration No. 1286155 for HONG MEI and
design (inter alia, wnes, table salt and MSG) and two
regi strations, discussed supra, owned by Ci priani G oup,
Inc., for CIPRIANI FOOD and for a design mark and covering a

range of food products, including, inter alia, “neat

extracts; preserved dried and cooked fruits and veget abl es;

24 See footnote 18; the discussion supra at p. 38 regarding

Regi stration Nos. 2273272 for SEREGO ALI GHI ERI, 2104535 for
MARCHESI | NCI SA DELLA ROCCHETTA and 2237004 for DEMEL and design;
t he discussion supra at 40 regardi ng Registrati on No. 1553878 for
SPORTSERVI CE (whi ch includes salt and pepper in addition to,
inter alia, hanburger sandw ches, nanagi ng food, beverage,
program di stribution, and vendi ng nachi ne rental services and
phot ogr aphi ¢ servi ces).
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jellies; janms; eggs, mlk, and other dairy products
(excluding ice cream ice mlk and frozen yogurt), edible
oils and fats; fruit preserves, pickles” in addition to
pepper and spices. There is also a registration, No.
1383865 for LA TASTE, but it covers, in addition to food
items including spices and wine, bath oil, toilet water and
shanpoo. Because of the range of goods in the latter
registration, it is of little probative value in
denonstrating that all the goods listed therein are rel ated.
Al in all, we cannot conclude fromthe |limted nunber of
third-party registrations that it is comon for parties to
sell both wine and spices, and to sell themunder a single
mar K.

Petitioner has submtted 38 pages from I nternet
websites (exhibit 4 to Fondiller dep.) with
advertising/ordering information for a |l arge nunber of gift
baskets that contain wine, along with other goods such as
cheese, wi ne gl asses, crackers, candy, cookies and snoked
al nronds. After a thorough review of all of the itens |listed
in the various gift baskets, we have found only two that
i ncl ude what can be characterized as w ne and seasoni ngs:
“The Chef’s Bowl” lists sherry, garlic paste and “Fl avor
Bank Pepper Royale” along with, inter alia, pasta sauce,
olive oil, tomato paste, romano cheese and a chocol ate bar;

“That’s a Italian!” contains Italian wine and a jar of
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m nced garlic along with, inter alia, marinara sauce, olive
oil and candy. This very limted nunber of baskets in which
spices are included along with wine is not sufficient for us
to conclude that spices and w ne woul d be viewed as

conpl enentary products.

Thus, after reviewng all the evidence of record, we
are hard pressed to find that w ne and seasoni ngs are
related. Moreover, to the extent that this factor slightly
favors petitioner, it is far outweighed by the differences
in the marks, as discussed bel ow.

As previously noted, the registration includes a
statenent that “The English translation of the Patois term
“ti’ is ‘little.” The English translation of the |Indonesian
term‘noto’ is ‘seasoning.’” Qur analysis of the simlarity
of the marks nust therefore take into consideration the
doctrine of foreign equivalents, in which foreign words from
common | anguages are translated into English to determ ne
their degree of confusing simlarity to English word marks.
See In re Ness & Co., 18 USPQ2d 1815 (TTAB 1991).
Respondent’ s mark presents a sonmewhat unusual situation
however, because it consists of words in two different
“l anguages,” I ndonesian and Patois. W take judicial notice

that “patois” is defined both as “any subliterate regional
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"25 |f we view TI

French dialect” and “any regional dialect.
as being a word in a French dial ect, soneone who speaks

| ndonesian is not likely to understand the TI portion of the
mar k, and would view the mark as the arbitrary words SIM TI
wth the generic termfor “seasoning” appended to it. For
such I ndonesi an- speaki ng consuners, such a mark has a very
different connotation and commercial inpression from SIM

per se. However, if the “any regional dialect” definition
of Patois applies, Tl could be considered a word in a

regi onal I ndonesian dialect. |If such consuners did not also
speak | ndonesian, they would see the mark as conposed of the
arbitrary terns SIM and MOTO and perhaps would view Tl as
meaning “little” or, nore likely, would not ascribe any
meaning to Tl because it is in the mddle of, to them two
“nonsense” words. Only a consuner who speaks both

| ndonesi an and this Indonesian Patois is likely to
understand the mark as neaning SIM LITTLE SEASONI NG and
even this is somewhat questionable, since it is unclear

whet her such a consuner would realize that two words from

di fferent | anguages/dialects were being conbined in a single

mar k.

% The Anerican Heritage Dictionary of the English Language,

© 1970. The Board may take judicial notice of dictionary
definitions. University of Notre Dame du Lac v. J. C Gournet
Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d
1372, 217 USPQ 505 (Fed. Cir. 1983).
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The difficulty in assessing the connotation or
commerci al inpression of respondent’s mark is that, based on
this record, we do not know whet her |ndonesian speakers in
the United States would be aware of the Patois term Tl or,
for that matter, whether Patois speakers in the United
States woul d be aware of the Indonesian word MOTO, or
whet her those who understand both | anguages would treat the
mar k as being a conbination of |anguages and view it as
“SIM LI TTLE SEASONI NG. ”

In view of this uncertainty, we cannot say that SIM
and SIM TI MOTO convey the sanme connotations and commerci a
inpressions. Certainly the marks are different in
appearance and pronunciation, wth the TI portion of
respondent’s mark presenting a rhymng aspect with the SIM
portion that is totally absent in SIM per se.

Mor eover, the du Pont factor of “the extent of
potential confusion, i.e., whether de mnims or
substantial” is applicable to this situation, in that it
woul d appear that a very small nunber of consuners in the
United States would be famliar wth both the Indonesian
| anguage and the Patois dialect in which Tl is a word. This
factor favors respondent.

As for consunmers in the United States who are
unfamliar with either the Indonesian word “MOTO’ or the

Patois term*“Tl,” SIM TI MOTO differs significantly from
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SIM in appearance, sound, connotation and commerci al
i npression. Although respondent’s mark does contain the
element SIM, the terns TI and MOTO change the inpression of
the mark. Not only does the elenent TI add a rhym ng
conponent to SIM, but MOTO with its two consonants each
foll owed by the same vowel, mmcs the structure of the
initial elenent SIM. As a result, SIM TI MOTOwII| be
viewed as a unitary mark, rather than as SIM w th ot her
el ements added to it. Thus, the factor of the simlarity or
dissimlarity of the marks favors respondent.

Accordingly, after considering all of the applicable du

Pont factors, we find that petitioner has failed to prove

that SIM TI MOTO for seasoning is |likely to cause confusion
wWth petitioner’s mark SIM for w ne.

Deci sion: The petition for cancellation wth respect
to Registration No 2389146 for SIM in stylized formfor,
inter alia, wne vinegar (Cancellation No. 92031424), is
granted; the petitions for cancellation of Registration No.
2219750 for the mark SIM in Cass 29 (Cancellation No.
92031877) and in Cass 32 (Cancellation No. 92030168) and
for cancellation of Registration No. 2220628 for SIM DOCTOR
(Cancel l ation No. 92031786) and Regi stration No. 2226361 for

SIM TI MOTO (Cancel l ation No. 92031728) are di sm ssed.
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