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Qpi nion by C ssel, Admnistrative Trademark Judge:
On May 9, 1995, Registration No. 1,893,023 issued on
the Principal Register to Perceptive Solutions, Inc., a

Fl orida corporation, for the mark shown bel ow

NURTURE
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for “conputer software for automating marketing and

rel ati onshi p managenent canpaigns,” in Cass 9. The
application which matured into this registration was filed
on April 1, 1994, claimng first use and first use in
commerce on May 5, 1992.

On May 4, 2000, a petition to cancel this registration
was filed by Janmes P. Cecil, Inc., a corporation organized
and exi sting under the |laws of the state of Washington. As
grounds for cancellation, petitioner asserted that it has
been using the registered mark nationally in relation to its
goods and services in the field of marketing and client
rel ati onshi p nanagenent processes, canpai gns and techni ques
since at |east 1989; that petitioner held a sem nar on May 1
and May 2, 1992, to teach its “Nurture” marketing techni ques
and to pronote its “Nurture” products, which were being sold
to custoners to support the use and devel opnent of the
techni ques taught in a semnar; that Arnold Blumwas invited
by James P. Cecil, petitioner’s founder, to attend the
sem nar in order to understand petitioner’s services and
products so that M. Blumcould assist petitioner in
devel opi ng and offering conputer software as part of
petitioner’s “Nurture” product line; that after attending
the semnar, M. Blumdid provide petitioner with sone
custom zed software bearing petitioner’s “Nurture” mark for

petitioner to sell toits clients; that after a few nonths
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of testing the software, petitioner decided that it no

| onger wanted to offer the software under its “Nurture”
brand, so petitioner termnated its relationship with M.
Blum returning the software to him that when Perceptive
Solutions, Inc., respondent’s predecessor in interest and
the owner of the application which matured into the

regi stration here sought to be canceled, filed the
application to register the mark, it clained a date of first
use of the mark and first use of the mark in comrerce of My
5, 1992; that Arnold Blumwas an officer of Perceptive
Solutions, Inc.; that Perceptive Solutions, Inc.
subsequently assigned the registration and its interest in
the mark to Enterprise Automation, Inc., respondent herein,;
that Arnold Blumis an officer of Enterprise Automation,
Inc.; that the registration was obtained fraudul ently; that
regi strant was not the owner of the mark at the tinme the
application for registration was filed; and that the
registered mark is likely to cause confusi on anbng consuners
as to the source of the goods and/or services with which it

i s used.

M. G ogan, respondent’s president, answered the
petition to cancel on behalf of his conpany. He admtted
that M. Blum attended the sem nar presented by M. Cecil in
Washi ngton in 1992, but the answer to the petition clains

that M. Blum provided a free version of M. Blums
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conpany’s “NURTURE” software to M. Cecil, who was acting as
a distributor for respondent’s predecessor. Respondent
denied that any of the software was returned and that M.
Cecil was testing respondent’s predecessor’s “NURTURE”
software. Respondent admtted that its chief operating
officer, M. Blum was the director of respondent’s
predecessor in interest, Perceptive Solutions, Inc., and
that Perceptive Solutions, Inc. assigned the mark to
respondent, of which corporation he is an officer and
director. Respondent went on to deny that the registration
was obtained fraudulently, alleging that petitioner’s claim
IS responsive to respondent’s attenpt to stop petitioner
fromusing the mark. Respondent denied petitioner’s claim
that respondent did not own the mark at the tinme of filing
the application for registration, and al so denied that the
registered mark is likely to cause confusion as to source.
Addi tionally, respondent asserted the affirmative defense of
uncl ean hands.

A trial was conducted in accordance wth the Trademark
Rul es of Practice. Petitioner took the testinonial
deposition of Janes P. Cecil and nmade it and the exhibits to
it of record. Petitioner also filed a brief, but respondent
took no testinony, introduced no evidence, and filed no

bri ef.
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The issues before the Board in this proceeding are
petitioner’s claimthat the registration was procured by
nmeans of fraud; that registrant did not own the mark when
the application to register it was filed; and that confusion
is likely between the registered mark and petitioner’s
prior-used identical mark

Aside fromthe fact that respondent’s affirmative
def ense of unclean hands is inapplicable to the claim of
fraud, this defense is not supported by any evidence, or
even argunent, so we hold that respondent’s uncl ean hands
cl ai mnecessarily fails.

Based on careful consideration of the record in this
proceedi ng, as well as petitioner’s argunents and the
rel evant | egal precedents, we find that cancell ation of
respondent’s registration is warranted because the
regi strati on was obtai ned by neans of fraud; because
respondent’s predecessor did not own the mark at the tine it
applied to register it; and because, even if respondent’s
predecessor had nade its own use of the mark prior to filing
the application to register it, such use of the identical
mark in connection with the sane products woul d have been
| i kely to cause confusion.

Petitioner cites the case of Chio State University v.
Chio University, 51 USPQ2d 1289 (TTAB 1999), for the

proposition that when a party clains that the declaration in
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another’s application to register constitutes fraud because
there was another, earlier, use of the sane mark at the tine
t he declaration was executed, it nust plead and prove: (1)
that there was in fact another use, prior to applicant’s
use, of the sane mark at the tine the declaration was
executed; (2) that the prior user had |egal rights superior
to the rights of the applicant; (3) that the applicant knew
that the other user had superior rights in the mark, and

ei ther believed that confusion would result fromapplicant’s
use of the mark, or had no reasonabl e basis for believing

ot herwi se; and (4) that the applicant, by failing to

di scl ose these facts to the Patent and Trademark O fice,
intended to procure a registration to which applicant was
not entitl ed.

Based on the unrebutted testinony and evi dence nade of
record by petitioner, we conclude that M. Blum who
executed the application on behalf of respondent’s
predecessor, knew that petitioner’s predecessor, rather than
respondent’s predecessor, owned the mark at the tinme he
executed the declaration. Accordingly, his statenent that
Perceptive Solutions, Inc. owed the mark constituted fraud
because he knew it was a false statenent and it was
calculated to obtain a registration to which he knew

Perceptive Solutions, Inc. was not entitled.
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Even if we were not able to attribute fraudul ent intent
to M. Blunmis declaration, the unrebutted testinony clearly
establ i shes use by petitioner’s predecessor |ong before the
predecessor of respondent applied the mark to any products
whi ch were provided to anyone, whether they were
petitioner’s predecessor’s custoners or the custoners of the
predecessor of respondent. However these transactions nmay
be characterized, they clearly took place well after
respondent filed the application to register the nmark, so
the record establishes no basis upon which respondent could
claimthat it owmed the mark at the tine it (or nore
accurately, its predecessor) filed the application.
Accordingly, in that the respondent neither owned nor had
used the mark that was the subject of a use-based
application, the application was void ab initio under
Section 1 of the Lanham Act. Only the owner of a mark may
register it. Thus, the second ground for cancellation has
been establi shed.

Petitioner has also shown that it is entitled to
judgnent on the third pleaded ground for cancellation,
priority of use and |ikelihood of confusion. A mark is
unregi strabl e under Section 2(d) of the Lanham Act because
confusion is likely wwth a prior mark if the marks are
simlar in appearance, pronunciation, connotation and

commerci al inpression and both are used on rel ated goods.
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Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563, (CCPA 1973). In the instant case, the testinony
and evidence of record clearly establish prior use by
petitioner’s predecessor of the sanme mark on the sane
products as those on which respondent’s predecessor
subsequently used the mark. A clearer case for cancellation
under Section 2(d) of the Lanham Act is difficult to
i magi ne.

DECI SION:  For the reasons set forth above, the
Petition to Cancel is granted and Registration No. 1,893,023

will be cancelled in due course.



