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Qpi ni on by Hohein, Adm nistrative Trademark Judge:

G ory Shoes Co., Inc. ("Gory") has filed an
application to register the mark "AVA 11" and design, as

reproduced bel ow,
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for "bags, nanely, shoe bags for travel, travel bags, all purpose
athletic bags, gym bags, |eather shopping bags, textile shopping
bags, shoul der bags, and school bags” in International C ass 18
and "footwear” in International Class 25."1 dory is also the
owner of a registration for the mark "AVA" for "footwear" in
I nternational C ass 25.2

Anmerican Sporting Goods Corp. ("ASG') has respectively
opposed registration of and petitioned to cancel the registration
for the above marks3 on the ground that it "is engaged in the
busi ness of designing, manufacturing and selling footwear and al
pur pose sport bags, duffel bags, tote bags, waist packs, shoul der
bags and book bags"; that, in connection therewith, it "has used,
continues to use and owns the follow ng registered tradenmarks":4

(1) the mark "AVIA, " which is registered
for:

1 Ser. No. 75384563, filed on Novenber 4, 1997, which is based on an
all egation of a bona fide intention to use the mark in conmerce.

2 Reg. No. 2,237,432, issued on April 6, 1999 froman application filed
on March 7, 1997, which sets forth a date of first use anywhere and in
commerce of October 30, 1997.

3 The Board, in its order instituting these proceedings, indicated that
in view of the conbi ned notice of opposition and petition to cancel
filed by ASG such proceedi ngs would be treated as havi ng been
consol i dat ed.

41t is noted that ASG al so pleads that it has used, continues to use
and owns Reg. No. 1,880,956, issued on February 28, 1995, for the mark
"AVI A" for "organizing and conducting off road foot races and
competitions"” and Reg. No. 1,202,828, issued on July 27, 1982, for the
mark "AVI A" and design for "athletic shoes.” However, as to the
former, no evidence was nade of record with respect thereto and, as to
the latter, while a certified copy thereof was made of record which
shows that the registration is subsisting and owned by ASG it is
further noted fromthe records of the U S. Patent & Trademark O fice
that such registration has since expired for failure to be renewed.
See TBWP 8704.03(b)(1)(A) (2d ed. rev. 2004). In view thereof, no
further consideration will be given to either of such registrations.
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(a) "athletic shoes" in
I nternational O ass 25;5

(b) "t-shirts, sweatsuits, shorts
and polo shorts” in International C ass
25; 6

(c) "toys and sporting goods;
nanely, flying discs, balloons, exercise
devices for exercising hands and wists
and ankl e weights for exercising” in
I nternational O ass 28;7 and

(d) "all purpose sport bags, duffel
bags, tote bags, wai st packs, shoul der
bags and book bags" in International
Cl ass 18;8 and

(2) the mark "AVI A" and design, which is
regi stered as reproduced bel ow

A

for "athletic shoes, t-shirts, sweatsuits,
shorts and polo shirts” in International
Cl ass 25;°9

5 Reg. No. 1,202,827, issued on July 27, 1982 froman application filed
on April 15, 1981, which sets forth a date of first use anywhere and
in commerce of February 26, 1981; renewed.

6 Reg. No. 1,348,151, issued on July 9, 1985 froman application filed
on Cctober 29, 1984, which sets forth a date of first use anywhere of
Decenber 1982 and a date of first use in commerce of June 1983;

conbi ned affidavit 888 and 15.

7 Reg. No. 1,720,437, issued on Septenber 29, 1992 from an application
filed on July 3, 1990, which sets forth a date of first use anywhere
and in commerce of March 1, 1987; renewed.

8 Reg. No. 1,731,119, issued on Novenber 10, 1992 from an application
filed on February 3, 1992, which sets forth a date of first use
anywhere and in conmerce of July 1989; renewed.

9 Reg. No. 1,349,604, issued on July 16, 1985 from an application filed
on Cctober 16, 1984, which sets forth a date of first use anywhere of
Decenber 1982 and a date of first use in commerce of June 1983;

conmbi ned affidavit 888 and 15.
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that the registrations for the above marks are valid and
subsisting; that since at |east as early as February 26, 1981 and
|l ong prior to any use by dory of its "AVA'" marks, ASG "by and
through its predecessors-in-interest, has extensively and
continuously used in interstate commerce"” its "AVIA" marks in
connection wth its goods; and that, due to the simlarity
between dory's "AVA'" nmarks and ASG s "AVI A" marks, and the
"related nature" of their respective goods, dory's "AVA' narks
so resenble ASG s "AVIA" marks as to be likely to cause
confusion, or to cause m stake, or to deceive.

Gory, inits answer, has denied the salient
al l egations set forth in the conbi ned pl eadi ng. 10

The record includes the pleadings, the file of the
opposed application and the file of the invol ved registration.
As its case-in-chief, ASG has submtted (1) the testinony, with
exhibits, of (a) Edward (a/k/a Ed) L. Goldman, its vice president

of marketing (taken on August 21, 2001), and (b) Janmes Ho,

10 Although @ory also alleged, as a putative affirmative defense, that
the relief sought by ASG "is barred by the doctrine of laches," no

evidence with respect thereto was offered at trial. Accordingly, no
further consideration will be given to such defense.

11 @ory, inits brief, states that it "objects to ASGs summary [in
its brief of such] ... evidence on the grounds that it mi srepresents
the testinony taken and ... is based on testinony and Exhibits to
whi ch objection was tinmely made." As to the former, since TBW

8801.01 (2d ed. rev. 2004) provides, inter alia, that "the facts and
argunments presented in the brief nust be based on the evidence of fered
at trial," suffice it to say that we have considered only those facts
and argunments referred to by opposer which have support in the record.
Wth respect to the latter, applicant has reiterated inits brief a
host of objections which one of its attorneys interjected during M.
ol dman' s August 21, 2001 deposition. VWhile such objections to the

w tness' testinony and the exhibits introduced in connection therewith
were w de-rangi ng and extensive (we note, as an aside, that it is only
a nodest exaggeration to say, as ASG s counsel remarked in a coll oquy
with an attorney for applicant, that "the only thing you haven't
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G ory's president (taken on August 24, 2001); and (2) notices of
reliance on (a) certified copies of the pleaded registrations
not ed above, showi ng that each of such registrations is

subsi sting and owned by ASG and (b) Gory's responses to ASG s
interrogatories. dory, as its case-in-chief, |ikew se has
submtted (1) the testinony, with an exhibit or exhibits
(respectively), of (a) Ed Gol dman (taken on April 10, 2003) and

(b) James Ho (taken on June 2, 2003);12 and (2) a notice of

objected to is his nanme" (CGoldman 8/21/01 dep. at 77-78)), the bul k of
t he objections were on grounds of lack of relevance, lack of first-
hand personal know edge by the witness and/or, as to docunentary

exhi bits, hearsay and/or |ack of authentication. Rather than burden
this opinion, however, with a | engthy discussion of each of Aory's
nuner ous obj ections, suffice it to say that, although the testinony
and exhibits pertaining to the use of ASG s "AVIA' marks abroad is
obviously irrelevant (since the issue herein involves |ikelihood of
confusion in the United States) and has therefore not been given any
consi deration, none of @ory's renmaining objections is considered to
be well taken for the reasons explained by ASGin its reply brief.
Accordingly, the testinony and exhibits objected to by dory have not
been excl uded as inadm ssi ble and, instead, have been considered for
what ever probative val ue such nay have.

12 Like its previously noted objection with respect to ASG s deposition
of M. Goldman, dory objects inits brief to the characterization and
adm ssibility of certain portions of Aory's deposition of M. Ho. In
particular, although Gory cites to portions of ASG s deposition of

M. Ho on August 24, 2001, ASGin its reply brief correctly points out
that such references actually pertain to the June 2, 2003 deposition
of M. Ho, which includes objections raised by an attorney for Gory
during ASG s cross-exam nation of the wtness. As indicated
previously, we have considered, with respect to ASG s characterization
of the evidence, only those facts and argunents whi ch have support in
the record. Mreover, as to the objections reiterated by Gory in its
brief, we concur with ASG that, for the reasons explained inits reply
brief, "the objections are without nerit and shoul d be denied."
Specifically, while Aory's objections were based on the ground that
the testinony, including that relating to an exhibit, was beyond the
scope of the direct exam nation of M. Ho, we agree with ASG that its
Cross-exam nation "was appropriate since it was either within the
scope of the direct exam nation which took place on June 2, 2003 or
was for the purpose of inpeachnent of the witness" in that the attack
on M. Ho's credibility was based upon earlier "statenments he had nade
during his testinonial deposition” on August 24, 2001. Accordingly,
because the testinony objected to by Jory is adm ssible, it has been
consi dered for whatever probative value it may have.
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reliance on various official recordsd and printed publications. 4
Bri efs have been filed and an oral hearing, attended by counsel

for the parties, was held.

13 Noting, inter alia, that Aory relies upon both certified copies of
its Registration Nos. 2,237,432 (its involved registration) and
2,352,232 for, respectively, the nmarks "AVA' and "AVA' and design as
wel | as copies of its applications for restriction, in each instance,
of the goods set forth therein from"footwear" to "work boots and
safety boots," ASG has objected inits initial brief to consideration
of Reg. No. 2,352,232 and the applications for restriction of the
registrations. Specifically, ASG contends that such are "irrel evant™
to this proceeding and "should either be stricken fromthe record or
shoul d be given no consi deration whatsoever." As grounds therefor
ASG asserts that Registration No. 2,352,232 "is the subject of a
col l ateral cancellation proceedi ng comenced by ASG and desi gnated as
Cancel l ation No. 92/042,265"; that "applications for restriction of
goods are neither printed publications nor official records" under
Tradenmark Rule 2.122(e); and thus that such registration is irrel evant
herein and the applications for restriction of goods are not proper
subj ect matter for introduction by neans of a notice of reliance. In
addition, as to the inplicit request to anmend the registration

i nvol ved herein in accordance with the application for restriction of
t he goods therein, ASG points out that, under Trademark Rule 2.133(a),
"a registration which is involved in an inter partes proceedi ng may
not be anended except with the consent of the other party ... and the
approval of the Board"; that "[a]s is evident fromthe docunent
attached to the Notice of Reliance, dory neither sought the consent
of ASG nor was consent given" to the application for restriction; and
that "[n]Jost inportantly, ... the purported restriction of the goods
is specious since it is in open conflict with the testinony of Aory's
President, Janes Ho," who stated that dory offers "urban footwear"
(i.e., shoes which ook like a "kind of a work boot type of shoes but"
which are "without the safety functions"). (Ho 8/ 24/01 dep. at 8.)

GQory, inits brief, has failed to respond to ASG s obj ecti ons.
Tellingly, its notice of reliance contains no statenment of the genera
rel evance of its applications for restriction as required by Trademark
Rul e 2.122(e) and the clained rel evance of its registrations is nerely
that they "show Applicants [sic] original registration of the
mark[s]." Furthernore, in accordance with TBMP 8704.03(b)(1)(A) (2d
ed. rev. 2004), not only has Reg. No. 2,352,232 now been cancel ed due
to the default judgnment entered in Cancellation No. 92042265, but
pursuant to TBWMP 8514.03 (2d ed. rev. 2004), dory's inplicit request
to amend its involved registration to restrict the goods set forth
therein is denied since such request is considered to be untinely and,
in any event, Gory has failed to show that the entry of the proposed
restriction would serve to avoid a |ikelihood of confusion
Accordingly, no further consideration will be given either to the copy
of Reg. No. 2,352,232 or to the copies of the applications for
restriction.

14 ASG, inits initial brief, has also objected to Aory's reliance on
a copy of a brochure of its products and a sheet depicting a hang tag
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Priority is not in issue in the opposition proceeding
and lies in favor of ASGin the cancellation proceeding. 1In
particul ar, because ASG has proven, by the certified copies
thereof, that its pleaded registrations for its above-noted
"AVI A" mar ks are subsisting and owned by ASG priority is not in
issue wth respect to its opposition to Aory's "AVIA I1" and
design mark. See King Candy Co. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108, 110 (CCPA 1974). MNoreover, because
the certified copies of such registrations additionally show that
the filing dates of the applications which matured into those
registrations are earlier than the filing date of the application
which resulted in Aory's involved registration for its "AVA'
mar k, ASG has therefore established priority vis-a-vis such marks
for purposes of the petition to cancel. See, e.qg., Hilson
Research Inc. v. Society for Human Resource Managenent, 27 USPQRd
1423, 1428-29 (TTAB 1993) at n. 13; and Anerican Standard Inc. v.
AQM Corp., 208 USPQ 840, 841-42 (TTAB 1980). Furthernore, the

record denonstrates that in any event ASG s "AVI A" marks have

and posters, contending that such "business records do not constitute
printed publications" within the neaning of Trademark Rule 2.122(e)
and thus are not proper subject matter for a notice of reliance. ASG
al so asserts that such business records "have no probative value in
this proceedi ng" and "should be stricken fromthe record or given no
consi derati on whatsoever." Although Gory's brief is silent with
respect thereto, we note that, while ASGis technically correct that a
party's brochures, hang tags and posters are not proper subject matter
for introduction by neans of a notice of reliance, such evidence
otherwise forns part of the record herein, and will not be heard to be
| acking in probative value, since the brochure previously was

i ntroduced by ASG as Exhibit 34 to its August 21, 2001 deposition of
M. Goldman and the hang tag and posters were previously offered by
ASG as Exhibit 38 to its August 24, 2001 deposition of M. Ho. 1In
consequence thereof, the copies of such evidence subnmitted by dory
are consi dered surplusage and need not be stricken or otherw se denied
consi derati on
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been in continuous use since on or before both the Novenber 4,
1997 filing date of Aory's intent-to-use application for its
"AVA 11" and design mark and the March 7, 1997 filing date of
G ory's underlying application for its registration for its "AVA"
mark (which is earlier than its proven date of first use of
Cct ober 30, 1997 for such mark). Accordingly, the focus of our
determ nation is on the issue of whether dory's "AVA" and "AVA
1" and design marks, when respectively used in connection with
the goods set forth in its involved registration and application,
so resenbl e one or both of opposer's "AVIA" marks for any or al
of its various goods as to be likely to cause confusion, m stake
or deception as to source or sponsorship.

According to the record, ASG s vice president of
mar keti ng, M. Goldman, has been enpl oyed by ASG si nce August
1996 and his duties in his current position are "[t]o nmanage al
facets of the consuner marketing arena for the AVIA brand."
(Gol dman 8/21/01 dep. at 7.) Recounting his admttedly acquired
know edge of the history or origins of such brand, M. Gol dman
testified that ASG purchased the "AVI A" brand, including various
associ ated registrations, fromAVIA Goup International, Inc., an
entity affiliated with athletic shoe manufacturer Reebok
Wrldw de, in May 1996. Such entity, in turn, had obtained the
"AVI A" brand by purchase thereof from Pensa, Inc., which had
founded the brand in the early 1980s and by no | ater than 1981.
The "AVI A" marks, which as indicated earlier, are the subjects of

ASG s subsisting registrations therefor, are in use and have been
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in continuous use since at least the date of their acquisition by
ASG In particular, the "AVIA" and design mark is used on "[a]ll
packaging for ... AVIA products.” (ld. at 13.) The proper
pronunci ation of the term"AVIA," M. Goldman confirnmed, is as
fol | ows:
Q Avia. So that is "ah" as in
abandon, and then V as in the letter V, and
"ah" as in abandon. Avia.

A That is correct.

Q And the enphasis is on the second
syl | abl e, Avi a?

A That's correct.
(Gol dman 4/ 10/ 03 dep. at 6.)

ASG pronotes the sale of its "AVIA" brand products
“"[p]lrimarily through coop advertising with retail partners; [and]
t hrough national advertising canpaigns, in print media, at point
of sale, and through regional pronotions around the country.”
(Gol dman 8/21/01 dep. at 19-20.) In particular, for the five
years since 1996, ASG has advertised its "AVIA" brand shoes in

Foot wear News, a weekly nagazine for footwear buyers which M.

Gol dman regards as the | eading publication in the footwear field,
and has done other trade advertising. ASG has al so done consuner
advertising through print nedia, broadcasting, pronotions and

poi nt-of -sal e displays. Specifically, as to print ads, ASG
spends up to $7,000,000 annually to advertise in over 20

magazi nes, including Shape, Fitness, Maxim The Source, Vibe,

Spin, Running Tines, Honey and Nylon. ASG has al so advertised in

such nmagazi nes as Gear, Madenoiselle, Self, danour, GQ Bride's,
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Voque, Gournet, Bon Appetite, Allure and Vanity Fair. As of

August 2001, ASG had over 15 different print ads running
concurrently, and it changes its print ad canpai gn every three
nonths to represent different categories of "AVIA" footwear.

ASG al so pronotes the sale of its "AVIA" brand products
by publishing catal ogs, which "are distributed exclusively to the
trade-buying public, [i.e.,] the retailers.” (lLd. at 20.)

In addition, since 1996, it has annually displayed its "AVI A"
brand footwear (or a conbination of such footwear and its
apparel) at several trade shows, including attendance at "The
Super Show, World Shoe Association, Action Sports Retailer, The
Men's Apparel Guild, [and] The Footwear Associ ation of New York."
(ILd. at 56.) ASG has also participated in the National Sporting
Goods Associ ati on and Personal Trainer trade shows.

The "AVI A" brand products which ASG sells include, in
addition to a collection of what it calls "athletic performance"
or "white-base footwear,"” "a hiking [footwear] collection, a
lifestyle footwear collection, an apparel collection, a sport bag
collection, a hat collection, [and a] T-shirt collection.” (Ld.
at 21.) In particular, as to the footwear which it offers under
its "AVIA" marks, M. Goldman noted that "[t] he categories of
shoes run the ganmut"™ from "[r]unni ng, wal ki ng, aerobics, cross
training, hiking, or rugged footwear," including over 20 nodel s
of hiking shoes, to "water sports, and casual or |ifestyle"
shoes. (1d. at 22.) Furthernore, M. Coldnan stated that

"[ h]i king shoes and boots are synonynous, are one and the sane,"

10
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and are also considered in the footwear industry as a kind of
"[c]asual footwear." (Goldman 4/10/03 dep. at 10.)

ASG s custoners "range from sporting goods chains,
[and] fam |y shoe stores, to athletic specialty retailers.”
(Gol dman 8/21/01 dep. at 28.) Such custoners include, for
exanpl e, The Sports Authority, Big 5 Sporting Goods, Gart's
Sports, Foot Locker, Lady Foot Locker, Finish Line, Venator G oup
and Sport Chalet. ASGs "AVIA" footwear is also sold directly to
consuners over the Internet and is available in departnent
stores, such as Macy's and Nordstrom and through specialty
retailers, such as RElI. 1In all, because ASG basically w Il
market its "AVIA" brand products to any retailers who desire to
sell them such goods are available at over 10,000 retail outlets
inall 50 states and all nmajor cities.

ASG s annual gross sal es of and advertising expenses
for its "AVIA" brand products during the roughly five-year period

since the brand was acquired were indicated to be as foll ows:

Year G oss Sal es Advertisi ng Expenses
1996 $39, 318, 000 $850, 000
1997 $79, 291, 000 $6, 500, 000
1998 $81, 112, 000 $7, 500, 000
1999 $93, 500, 000 $8, 000, 000
2000 $93, 300, 000 $7, 000, 000

(Id. at Exhibit 31.) Wile no sales figures were provided for
any period of 2001, the advertising budget for such year was
$10, 000, 000, of which in excess of $7,000,000 had been spent as
of M. Goldman's deposition on August 21, 2001. Based upon
certain research reports on market share to which it subscribes

and relies upon, M. CGoldnman testified to his belief that ASG s

11
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"AVI A" brand of footwear "represents one of the top ten
manuf acturers of footwear in all categories.” (ld. at 80.) He
al so noted that, at the retail level, prices for ASG s "AVI A"
footwear range from $30 or $40 at the low end to $90 or $100 per
pair at the high end. ASGregards its conpetitors to its "AVIA"
brand as "anyone who sells footwear"” of "any kind." (Goldnman
4/ 10/ 03 dep. at 22-23.)

On cross-exam nation by an attorney for Aory, M.
ol dman stated that he did not knowif the term"AVIA" has any
meani ng other than as a mark for ASG s various products. Wth
respect to ASG s use of its "AVIA" marks in connection with
hi ki ng boots, which are a type of footwear which is identical in
| egal contenplation to a product which Qory narkets under its
"AVA" mark, M. Goldman testified that, fromhis review of
catal ogs and corporate records, the first use of "AVIA" as a mark
in connection with the sale of hiking boots was "prior to 1990";
that the term "' hiking boots' is a broad classification of
athletic footwear"; that ASG "probably sell[s] in excess of a
hundred t housand pair of outdoor classified footwear"” annually;
and that by "outdoor classified footwear"” he is referring to
"[f]ootwear intended for hiking outside,” which includes "trai
runni ng" footwear. (CGoldnman 8/21/01 dep. at 93.) Furthernore,
M. Gol dman noted that ASG s "AVI A" hiking boots were displayed
at "probably all" of the trade shows that ASG has attended
i nasmuch as he was present and saw such products there. (ld. at

106.)

12
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As to the use of its "AVIA" marks in connection with
wor k boots, which are another kind of footwear which is legally
identical to a product which dory actually markets under its
"AVA'" mark, M. CGoldman testified on cross-exam nation as
fol |l ows:

Q Has AVI A ever used its brand nane
in connection with the sale of work boots?

A. Yes, it has. W rk boots are --
again, the classification ... is very
undefined here, so ... -- to a whol esale
consuner, [that] includes everything from...
what you m ght be considering [as] rugged
footwear to work boots to any other footwear
used for outdoor purposes, so ... it's an
undefi ned category.

Q Does AVIA target any of its
advertising, with respect to its shoes, to
peopl e who m ght use the shoes as work boots,
as opposed to for use outdoors?

A. Again, ... you'd have to clarify
what is a work boot intended for.

Q Vell to ny mnd, a work boot woul d
be sonet hing that sonebody woul d wear to
wor k, as opposed to sonething that's intended
for hiKking.

A. Yes. We manufacture ... tens of
t housands of pairs of shoes intended for
wor k-rel ated functions. Yes.

Q What sorts of work-related
functions are you referring to?

A Restaurant staffing, a variety of

casual work, dress work, and ..
performance work, ... "performance" neani ng
the need for grip, traction, those types of
things. Yes.

Q How | ong has AVI A used its market

[sic] in connection with the sale of the
shoes you just described?

13
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A. |'d have to check the records.

. Do you think AVI A has been doing so
for the |last three years?

A Yes.

(ILd. at 94-97.) Moreover, according to M. Goldman, "AVIA" brand
shoes which could broadly be considered work shoes were displ ayed
at the trade shows which ASG has attended.

Addi tionally, upon cross-exam nation by an attorney for
Gory, M. Goldman admtted that he did not know whet her ASG has
recei ved any custoner conplaints regarding Aory's "AVA" shoes,
as opposed to shoes bearing ASG s "AVI A" brand nane, because
"[t] hat woul d be a custoner service function” and "[t] hey
wouldn't call nme." (ld. at 101.) M. Goldman al so stated that
he did not know of anyone el se using the "AVI A" marks on footwear
ot her than ASG and that he did not know of anyone el se besi des
G ory which is using a mark which he regards as confusingly
simlar mark to ASGs "AVIA" marks. He conceded, however, that
he is not aware of any instances in which consuners have confused
"AVI A" shoes with any other brand of footwear, including Qory's
"AVA" shoes.

G ory is a whol esal er of footwear and has been engaged
i n such business since around Septenber 1993. Wth respect, in
particular, to its "AVA'" and "AVA |I1" and design marks, such
mar ks were chosen, at the suggestion of dory's president, Janes,
Ho, because they were short for two of its other marks, "Z

AVALANCHE! " and "AVALANCHE." Moreover, according to M. Ho, when

14
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he decided to shorten such marks to "AVA, " he was not aware of
ASG s "AVIA" marks. The term"AVA, " according to M. Ho, is

correctly pronounced "as in the actress Ava Gardner," rather than
as the separate letters "A-V-A" or with an "A" sound as in the
word "abandon,"” and has two syllables. (Ho 6/2/03 dep. at 6.)
Gory's "AVA" and "AVA | 1" and design marks were first
used in connection with work boots and such marks have al so been
used in connection with hiking boots, with continuous use in
commerce of the "AVA" mark having begun on Cctober 30, 1997. The
use of its "AVA I1" and design mark, however, has been
"abandoned. "1> (Responses to Interrogatory Nos. 3 and 4.)
Specifically, the "AVA'" mark has been used on or in connection
w th work boots and hiking boots, which Qory sells wholesale to
i ndi vidual, privately owned retailers in the states of
California, Mchigan, Massachusetts and Nevada.
However, according to M. Ho's testinony depositions,

G ory markets "all kind of shoes,"” although its "major, main
footwear are work boots, and ... safety footwear in terns of
steel toe, fireproof, waterproof type[s] of shoes." (Ho 8/24/01

dep. at 6.) Nonetheless, GQory "also do[es] footwear for casua

151t is nonethel ess noted that despite @ ory's unequivocal statenents
that its use of the "AVA II" and design mark has been abandoned, ASG
never noved for |eave under Fed. R Cv. P. 15(a) to anmend its

pl eading to assert such abandonnment as an additional ground for
opposition, nor is it the case that the pleadings can be deened to be
anmended pursuant to Fed. R G v. P 15(b) because such issue plainly
was never tried by either the express or inplied consent of dory.
Neverthel ess, since it is clear that G ory has abandoned its "AVA I|"
and design mark, the parties are advised that if GQory ultimately
prevails herein, its involved application will be remanded to the
Exam ning Attorney pursuant to Trademark Rule 2.131 for reexam nation
with respect to the issue of abandonnent.
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purpose[s]"” which is "kind of [a] criss-cross between work and
casual" in that such can be worn "to work and al so after work."
(Id. at 7.) Gory uses the mark "ROAD MATE'" mainly to designate
its work boots; it uses the mark "Bl G BEAR' primarily to identify
its hiking boots; it uses the mark "HEAVY UNIT" to designate
| ower-priced industrial purpose footwear; and it uses the marks
"AVALANCHE" and "AVA" in connection with "urban footwear," which
it characterizes as "footwear ... for young people such [as are]
in high school and college.” (ld. at 8.) Such footwear consists
of "white shoes, such as sneakers, and brown shoes,” which are a
"kind of working type of boots for young people" but do not
provide "the protective function" of working boots. (ld.) As
indicated earlier, M. Ho derived the "AVA" mark, which was first
used by dory in the United States in connection with footwear on
Oct ober 30, 1997, from his "AVALANCHE" mark, which was first used
by Gory around 1993. A "full search” as to the availability of
"AVA" as a trademark was done for GQory by its counsel's firm
herein prior to the commencenent of its use of such mark. (Ld.
at 14.)

According to its president, G ory does not manufacture
any athletic shoes which bear the mark "AVA" nor does it sel
under such mark what M. Ho refers to as "sports shoes.” (Ho
6/2/03 dep. at 23.) Simlarly, it does not manufacture, sell or
pronote T-shirts, sweatsuits, shorts, polo shirts, toys, sporting
goods, all purpose sport bags, duffel bags, tote bags, waist

packs, shoul der bags and book bags using the "AVA' nmark.
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G ory does "very little" advertising of its footwear in
the United States because such is "very costly.” (Ho 8/24/01
dep. at 23.) Although it has pronoted its "ROAD MATE" coll ection

in Footwear News, it has not done so for its "AVA" coll ecti on.

| nstead, the advertising which it does is principally cooperative
advertising, by which it advertises in its custoners' circul ars.
However, dory also advertises in its ow flyers and posters,
which it gives to its custoners to "fix in the store[s],"” as well
as advertising in its own catalogs, which it |ikew se distributes
toretailers. (ld. at 24.) Such pronotional material includes
advertising of its "AVA" mark. d ory does not advertise in the
consuner magazi nes in which ASG regul arly advertises. However,
like ASG G ory attends the Wrld Shoe Associ ation trade show,
where it has displayed its catal ogs, footwear and hosiery

pr oducts.

VWiile Gory attenpts to market its "AVA'" footwear in
all states, with the exception of Alaska, it actually sells such
products only in the states, as nentioned above, of California,
M chi gan, Massachusetts and Nevada. |In those states in which it
actually sells its goods, its products are sold in "any kind of
footwear store" and, in the case of one of its custoners, such
goods are sold in a sporting goods store. (ld. at 31.)

Gory, like ASG is unaware of any instances of actual
confusion between its marks and ASG s "AVI A" marks. Nonet hel ess,
G ory admts that, unlike ASG s sales of its "AVIA" footwear, it
does not sell its "AVA" footwear through such sporting goods and

departnent store retailers as Big 5 Sporting Goods, The Sports

17



Qpposition No. 91120905 and
Cancel l ati on No. 92031180

Aut hority, Sport Chalet and Nordstrom According to its
president, dory does not consider ASGto be a conpetitor because
"[We are in a different market which sells ... [a] different
category of product.” (Ho 6/2/03 dep. at 27.) Specifically, M.

Ho el aborated as foll ows:

Q How woul d you descri be your market?
A ... we have work boots and we have
safety boots ... for people who use either at

work or at their |eisure.

Q And how woul d you describe the ...
Avia line, as far as you know?

runni ng shoes, it's

A To nme, it's .
| will wear for track

sports shoes that
(Id.) As to the discrepancy between his indication in an earlier
answer to an interrogatory that Qory uses its "AVA'" mark on work
boots and hi king boots, M. Ho replied that he "considered a kind
of hi king boot as safety boots.”™ (ld. at 35.) M. Ho conceded,
on cross-exam nation, that technical differences in footwear,
such as details in manner of construction and materials, would
not be recogni zed by the ultimate consuner, although he insisted
that "the consuner would be able to know t he purpose"” (e.g.,
hi ki ng boots) of different types of footwear. (ld. at 52.)

We find upon consideration of the pertinent factors set
forth inlInre E 1. du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973), for determ ning whether there is a
| i kel i hood of confusion that, because each of such factors either
favors ASG or is neutral, at a mninmumconfusion is likely from
t he cont enporaneous use of the parties' marks in connection with

such legally identical goods as their respective bags and

18



Qpposition No. 91120905 and
Cancel l ati on No. 92031180

footwear.16 Specifically, as to the du Pont factor concerning
the simlarity or dissimlarity of the marks at issue in their
entireties as to appearance, sound, connotation and conmerci al
inpression, it must be kept in mnd that, as pointed out in
Century 21 Real Estate Corp. v. Century Life of Anerica, 970 F.2d
874, 23 USPQ2d 1698, 1700 (Fed. Cr. 1992), cert. denied, 506
U. S 1034 (1994), "[w hen marks woul d appear on virtually
identical goods ..., the degree of simlarity [of the marks]
necessary to support a conclusion of |ikely confusion declines.”
Here, while there are some mnor differences between the
respective marks as noted by Aory in its brief, overall its
"AVA' and "AVA |I1" and design marks are substantially simlar in
sound, appearance and comrercial inpression to ASGs "AVIA" and
"AVI A" and design marks, given that the term"AVA" differs from
the term"AVIA" only by the presence of the letter "I" in the
latter.

In view thereof, and since it is well settled that
there is no correct pronunciation of a mark, see, e.qg., Go.
Budon & C. S.p. A v. Buitoni Foods Corp., 205 USPQ 477, 482 (TTAB
1979); Yamaha International Corp. v. Stevenson, 196 USPQ 701, 703
(TTAB 1977); and Sterling Drug Inc. v. Sankyo Co., Ltd., 139 USPQ

16 \Where there is a likelihood of confusion as between any of the goods
listed in the plaintiff's registration(s) and those set forth in the
def endant's invol ved application(s) and/or registration(s), such is
sufficient to support a finding of |ikelihood of confusion as to the
entire class of goods in the defendant's application(s) and/or
registration(s). See, e.d., Tuxedo Monopoly, Inc. v. Ceneral MIls
Fun G oup, 648 F.2d 1335, 209 USPQ 986, 988 (CCPA 1981); and Shunk
Mg. Co. v. Tarrant Mg. Co., 318 F.2d 328, 137 USPQ 881 883 (CCPA
1963) ["the board properly held that where there is |ikelihood of
confusion as to any of the goods listed in the application, it is not
necessary to rule on other goods listed therein"].
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395, 396 (TTAB 1963), the term"AVA" in Gory's marks is readily
susceptible to the first syllable thereof being pronounced, I|ike
the first syllable of the term"AVIA " in the sane manner as the
initial syllable of the word "abandon," especially since the | ast
syl l able of both ternms is |ikew se spoken the sane as the initial
portion of the word "abandon.” On the other hand, the first
syllable of the term"AVIA" is just as capable of being
pronounced with a long "A' " like that of the first syllable of
the given nane of novie actress Ava Gardner, that is, in the sane
manner as applicant contends that its "AVA' marks woul d be
pronounced. Moreover, and in any event, even if actual and
prospective consumers were to pronounce the terns "AVA" and
"AVI A" as Gory and ASG respectively maintain is the proper
pronunci ation, the marks still sound substantially alike.
Simlarly, the absence or presence of the letter "I" in
the terns "AVA" and "AVIA" fails sufficiently to distinguish the
mar ks at issue visually. Anong other things, it should be noted
that because Gory's "AVA" mark is registered in the formof a
typed drawi ng, the depiction thereof is not limted to a
particul ar manner of display. See, e.q., Phillips Petroleum Co.
v. C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971).
Such registration consequently covers the use of the "AVA" mark
by Gory in any reasonable style of lettering, including the bold
and sl anted manner in which ASG depicts its "AVIA" and design
mark. Furthernore, while Gory's "AVA I|I" and design mark
contains several design features, the domnant literal elenent

t hereof, which custoners would utilize when asking about or
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calling for Aory's various bags and footwear, is the term"AVA "
given its prom nent manner of display in contrast to the
subordi nate depiction of the designation "II." It thus is the
case that visually, the marks "AVA" and "AVA I1" and design are
substantially simlar to the marks "AVI A" and "AVI A" and desi gn.
As to any simlarity or dissimlarity in connotation,
the respective marks are basically arbitrary terns which are
devoid of any ordinary dictionary or other neaning with the
exception of their trademark significance. Wile dory contends,

inits brief, that "AVIA connotes the verb 'To Fly'" whereas,
"[bl]y contrast, AVA is short for aval anche, connoting the

nount ai ns and danger,"” the record fails to support either
proposition. In particular, the evidence sinply does not show
that, to retailers and/or the ultimate custoners for the parties'
goods, the mark "AVI A" signifies or suggests flying,1” or that

the mark "AVA" is regarded as a shortened version of Qory's "Z

17 The sol e evidence with respect thereto consists of the follow ng
testinony by M. ol dman:

Do you know if the word Avia has any mneaning
other than to connote your product? Identify your product.

A | believe it has a dramatic nmeaning to fly or --
there is a -- sone definition of Avia, however, it's
meani ngl ess with respect to the marketing and the brand of

Avi a.

Q Ckay. You don't use a flying thene or anything
simlar to that --

A No.
Q -- in your marketing?
A That's correct.

(Gol dman 4/10/ 03 dep. at 64-65.)
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AVALANCHE! " or "AVALANCHE" marks, fromwhich M. Ho clains to
have derived the "AVA'" mark. Furthernore, while we recognize
that "AVA" is a femnine nane, there is nothing in the record
whi ch even suggests that buyers would attribute such connotation
to applicant's mark. Accordingly, and in view of the substanti al
simlarities between the respective marks, as di scussed above, in
ternms of sound and appearance, the overall comrercial inpressions
conveyed thereby are substantially simlar as well. Such
simlarities are thus a du Pont factor which favors ASG

Wth respect to the du Pont factors which pertain to
the simlarity or dissimlarity of the goods and the simlarity
or dissimlarity of established, likely to continue trade
channel s, such factors clearly favor ASG In this regard, it is
wel |l settled that the registrability of a defendant's involved
mar k(s) must be evaluated on the basis of the identification(s)
of its goods as set forth in its subject application(s) and/or
registration(s) for its mark(s) and the identification(s) of the
goods as recited in the pleaded registration(s) nmade of record by
a plaintiff for its mark(s), regardl ess of what the record nmay
reveal as to the particular nature of the respective goods, their
actual channels of trade, or the classes of purchasers to which
they are in fact directed and sold. See, e.qg., Octocom Systens
Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16 USPQd
1783, 1787 (Fed. G r. 1990); and Canadi an I nperial Bank of
Comrerce, N. A v. Wlls Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813,
1815-16 (Fed. Gr. 1987). It is also well established that,

absent any specific limtations or restrictions in the
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identification(s) of goods as listed in a defendant's subject
application(s) and/or registration(s) and in the
identification(s) of goods as set forth in a plaintiff's pl eaded
registration(s), the issue of |ikelihood of confusion nmust be
determined in light of a consideration of all normal and usual
channel s of trade and nethods of distribution for the respective
goods. See, e.qg., CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ
198, 199 (Fed. Cir. 1983); Squirtco v. Tony Corp., 697 F.2d 1038,
216 USPQ 937, 940 (Fed. Cir. 1983); and Paul a Payne Products Co.
v. Johnson Publishing Co., Inc., 473 F.2d 901, 177 USPQ 76, 77

( CCPA 1973).

Here, as broadly identified in the subject application
and registration and as set forth in the pertinent pleaded
registrations, Gory seeks to register its "AVA IIl" and design
mark for, on the one hand, "bags, nanely, shoe bags for travel,
travel bags, all purpose athletic bags, gym bags, |eather
shoppi ng bags, textile shopping bags, shoul der bags, and school
bags,"” and "footwear," on the other hand. 1In addition, dory
owns a registration for its "AVA" mark for "footwear." Likew se,
ASG owns a registration for its "AVIA" mark which lists "al
pur pose sport bags, duffel bags, tote bags, waist packs, shoul der
bags and book bags,” and it owns registrations for its "AVIA" and
"AVI A" and design marks for, inter alia, "athletic shoes."
Plainly, on their face, Aory's various "bags" are legally
identical in part and otherwi se closely related to those of ASG
while Qory's "footwear" enconpasses ASG s "athletic shoes.™

Moreover, as identified, neither parties' goods contain any

23



Qpposition No. 91120905 and
Cancel l ati on No. 92031180

express limtation or restriction as to types of purchasers or
channel s of distribution. Thus, and as the record discloses, the
parties' bags and footwear would be sold to the sane cl asses of
purchasers, including footwear retailers as well as ultimte
consuners such as fashion-consci ous young adults, and woul d be
di stributed through the identical channels of trade, including
specialty footwear retailers, sporting goods outlets and
departnent stores. Furthernore, and in any event, the record
di scl oses that even if Qory's "footwear" were to be considered
as limted to the kinds of work boots and hiking boots on which
it has actually used and continues to use its "AVA" mark, such
goods i nclude shoes which, like ASGs "AVIA" brand athletic
shoes, are used as casual or "urban" footwear by young adults and
that ASG al so markets shoes under its "AVIA" marks for use as
wor k shoes and hi ki ng shoes. Consequently, when such identical
or otherw se closely rel ated goods are sold under the
substantially simlar marks at issue herein, confusion as to the
origin or affiliation of the respective goods is likely to
result.18

As to the du Pont factor which concerns the conditions
under which and buyers to whom sales are made, it is notable that

G ory, despite its assertion that such factor is indeed rel evant,

18 Suffice it also to say that, even if we had sustained all of the
nunmer ous evidentiary objections reiterated by Aory in its brief, we
would still find a |likelihood of confusion herein based solely on the
substantial simlarities in the respective marks and the identical in
part and otherw se closely related nature of the parties' goods as set
forth in Aory's subject application and registration and ASG s
pertinent registrations.
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does not otherw se discuss the matter in its brief and ASG
| i kewise fails to address it inits briefs. Suffice it to say,
however, that while the retailers who buy the parties' goods are
obvi ously sophisticated purchasers, the ultimte consuners of
such goods are ordinary, reasonably prudent custoners who
constitute nenbers of the general public. Gven, for exanple,
the relatively nodest price points (in the range of between,
roughly $30 or $40 to $90 or $100 per pair) at which footwear is
available to the ordinary consuner, the purchasers thereof woul d
not be expected to exercise a great deal of deliberation or care
in the selection of such goods or that they would be likely to
note the presence or absence of the letter "I" within the
respective marks. Moreover, even in the case of footwear
retailers, the fact that such dealers may be considered to be
sophi sticated, highly discrimnating buyers "does not necessarily
preclude their m staking one trademark for another” or establish
that they otherwi se are entirely inmmune fromconfusion as to
source or sponsorship. Wncharger Corp. v. Rnco, Inc., 297 F.2d
261, 132 USPQ 289, 292 (CCPA 1962). See also In re Deconbe, 9
USPQ2d 1812, 1814-15 (TTAB 1988); and In re Pellerin M I nor
Corp., 221 USPQ 558, 560 (TTAB 1983). Thus, the conditions under
whi ch and buyers to whom sales are nade is a du Pont factor which
further favors ASG

Wth respect to the du Pont factor of the fanme of the
prior mark in ternms of sales, advertising and | ength of use, ASG
contends in its initial brief that its "AVIA mark shoul d be

considered as a strong, well-known mark in the field of athletic

25



Qpposition No. 91120905 and
Cancel l ati on No. 92031180

footwear which is therefore entitled to a broad scope of
protection.” Wile the evidence properly of record is
insufficient to establish that ASG s "AVIA" marks are fanous, we
nevert hel ess concur with ASGthat its gross sales and adverti sing
figures, its pronotional materials, its many years of continuous
use of such marks, its position as one of the top ten
manuf acturers of footwear in all categories, and the absence of
any third-party uses of simlar marks suffice to collectively
denonstrate that ASG s "AVIA'" marks are indeed well known and
hence strong marks in the athletic footwear field. Thus, the
denonstrated strength of ASGs "AVIA" marks for athletic footwear
is an additional factor which favors ASG

As to the du Pont factor of the length of tine during
and condi tions under which there has been "concurrent use"
wi t hout evidence of actual confusion, the record is clear that
nei ther ASG nor Aory is aware of any instances of actual
confusion with respect to the marks at issue during a period of
nearly six years of contenporaneous use. dory essentially
contends in its brief that such fact is persuasive evidence that
there is no likelihood of confusion and that, in particular, "the
i nstant cancel l ation proceeding is nothing nore of [sic] an
academ c assault on the AVA trademark.™

Al t hough the absence of any instances of actual
confusion over a significant period of tine is indeed a du Pont
factor which is indicative of no likelihood of confusion, it is a
meani ngful factor only where the record denonstrates appreciable

and continuous use by the defendant of its mark in the sane
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mar kets as those served by the plaintiff under its mark. See,
e.qg., Gllette Canada Inc. v. Ranir Corp., 23 USPQR2d 1768, 1774
(TTAB 1992); and Chenetron Corp. v. Mrris Coupling & danmp Co.,
203 USPQ 537, 541 (TTAB 1979). Specifically, there nust be
evi dence showi ng that there has been an opportunity for incidents
of actual confusion to occur. See, e.d., Cunninghamv. Laser
ol f Corp., 222 F.3d 943, 55 USPQ2d 1842, 1847 (Fed. Cr. 2000).
In this case, the absence of any instances of actual
confusion is not considered to be a mtigating factor favoring
G ory inasnmuch as, in the period spanning the approxi mately six
years since Cctober 30, 1997 during which the parties have
cont enpor aneously used their respective "AVA' and "AVI A" marks,
Gory's sales of its footwear have been |imted to the states of
California, Mchigan, Massachusetts and Nevada rather than the
entire United States, as is the case with ASG s sales of its
athletic shoes. Mre inportantly, there is no indication as to
the level or extent of Gory's sales and it admts that, unlike
ASG s sales of its "AVIA" footwear, G ory does not sell its "AVA"
f oot wear through such sporting goods and departnent store
retailers as Big 5 Sporting Goods, The Sports Authority, Sport
Chal et and Nordstrom Furthernore, as to pronotion of its "AVA"
footwear, A ory concedes that what little advertising it has done
has not been in the sanme consuner magazi nes as those in which ASG
regularly advertises. |In the case of trade advertising, Gory
admts that it has not pronoted its "AVA" mark in the | eading

i ndustry trade journal, Footwear News, where ASG regularly

advertises its "AVI A" shoes. In fact, the sole comopn trade
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channel which the parties have shared is their attendance at the
Wor |l d Shoe Association trade show. d ory maintains, noreover,
that it and ASG are actually in different markets because the
parties sell different categories of products. Specifically,
Gory insists that because it principally sells work boots and
safety boots (including hiking boots) rather than what it views
as athletic or sports shoes |ike those sold by ASG it does not
even consider ASG to be a conpetitor. G rcunstances, therefore,
have not been such that the absence of any incidents of actual
confusion can be said to be probative of a lack of a |ikelihood
of confusi on.

Finally, we agree with GQory that the record does not
support the assertion by ASG that G ory adopted its "AVA' and
"AVA 11" and design marks in bad faith. The sole argunent
advanced by ASG as set forth in its initial brief in support of
its contention, is that while Gory admtted that the search
report which it had its counsel prepare disclosed ASG s "AvVI A"
marks, G ory's failure to produce a copy of such report, which
ASG asserts is clearly relevant evidence within the control of
G ory, in response to ASG s discovery requests therefor "gives
rise to an adverse inference that the evidence is unfavorable to
it." ASG further maintains, in view thereof, that because dory,
as the newconer, had the duty "to avoid confusion with the well -
known marks of others,” "G ory's appropriation of ASG s
regi stered AVI A trademark shoul d be given significant weight in
determ ning the issue of |ikelihood of customer confusion.”

However, as dory, quoting fromwhat is currently 3 J. MCarthy,
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McCarthy on Trademarks & Unfair Conpetition (4th ed. 2004)

§23: 115, points out inits brief, "the junior user's nere

know edge or awareness of the senior user's mark is not the sane
as an intent to confuse custonmers” and, as M. Ho testified,
Gory derived its "AVA" mark as a shortened formof its "Z
AVALANCHE! " and " AVALANCHE" marks. Consequently, and since M.
Ho admtted that the search report which he had comm ssioned for
A ory included ASG s registered "AVIA" marks, we find it too
specul ative to conclude that Qory's failure to produce such
report mandates a finding of bad faith adoption by Gory of its
mar ks. Nonet hel ess, the absence of bad faith is sinply not
out wei ghed by the nunerous other du Pont factors, all of which,
as noted above, either favor ASG and a finding of a |ikelihood of
confusion or are neutral.

We accordingly conclude, in light of the above, that
cont enpor aneous use by Aory of the mark "AVA" in connection with
vari ous bags and footwear and the mark "AVIA I1" and design for
footwear is likely to cause confusion with ASG s use of the mark
"AVI A" in connection with its identical in part and otherw se
closely related bags and athletic shoes and its use of the mark
"AVI A" and design for athletic shoes.

Deci sion: The opposition is sustained and registration
to applicant is refused; however, in the event that applicant
ultimately prevails in the opposition, its involved application
wll be remanded to the Exam ning Attorney pursuant to Trademark

Rule 2.131 for reexamnation with respect to the issue of

29



Qpposition No. 91120905 and
Cancel l ati on No. 92031180

abandonment of the subject mark. The petition to cancel is

granted and Reg. No. 2,237,432 will be canceled in due course.
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