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OQpinion by Drost, Admnistrative Trademark Judge:

On Septenber 1, 1998, the USPTO i ssued Regi stration No.
2,185,400 to respondent (now |Inpac Fundi ng Corporation).
The registration is for the mark PROGRESSI VE EXPRESS i n
typed or standard character formfor “nortgage |ending
services” in Class 36. The registration is based on an
application that was filed on Decenber 30, 1996, and it

contains a date of first use and first use in comerce of
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Decenber 2, 1996. The term “Express” has been discl ai ned.
An affidavit under Section 8 has been accepted.

On August 20, 2001, Express Mrtgage Lenders of
Anerica, Inc. (petitioner) filed a petition to cancel
respondent’s registration on the ground (pp. 2-3) that:

2. The Petitioner has used the service mark EXPRESS in
connection with I ending services, including
specifically nortgage services, including nortgage

br okering, funding and servicing, continuously in
interstate commerce since its inception in 1984, and
benefits fromthe use of its predecessor-in-interest
dating back to January 1983.

3. The Petitioner owns the registration for the mark
EXPRESS MORTGACGE BROKERS, INC. & Design. U S.

Regi stration No. 1,610,103 for nortgage brokerage
services in International Cass 36 (U S. Cdasses 101
and 102). Petitioner’s Registration is dated August
14, 1990...

4. The Petitioner owns a State of M chigan Registration
for the mark “EXPRESS MORTGAGE,” Regi stration No. M4-
401 for nortgage and | endi ng services...

9. If the Registrant is permtted to retain the

regi stration sought to be cancelled, it would thereby
obtain at least a prima facie exclusive right to the
use of its mark, in direct conflict with Petitioner’s
exclusive rights deriving fromits own subsisting
registrations as well as its common law rights in
connection with the EXPRESS mark for simlar, if not

i dentical services.

Wth its petition to cancel, petitioner submtted
copies of its U S. and Mchigan registrations. 1Inits
answer, respondent denied the salient allegations of the

petition to cancel.
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The Record

The record consists of the followwing itens: the file
of the involved registration; the testinony deposition of
petitioner’s president, Maurice Janowitz, w th acconpanying
exhibits; the testinony deposition of respondent’s assistant
vice president, Lonna Smth, wth acconpanying exhibits; the
testi nony deposition of respondent’s investigator, Julia
Sankey, with acconpanying exhibits; and certified copies of
petitioner’s Mchigan registration submtted by petitioner’s
notice of reliance.

Backgr ound

We begin our analysis by first determ ning what rights
petitioner is asserting to support its argunent that
respondent’s mark shoul d be cancel ed because petitioner wll
be damaged. In its petition to cancel, petitioner refers to
a federal registration for the mark EXPRESS MORTGAGE
BROKERS, INC. & Design, a state registration for the mark
EXPRESS MORTGAGE, and its common law rights in the word
EXPRESS. Petitioner provided a photocopy of the U S
registration with its petition to cancel, but it did not
submt a status and title copy of the registration into
evidence. There are several ways for a party to introduce a
registration it owns into evidence in a board proceedi ng.
The two npbst comobn ways are to attach to the petition to

cancel two copies of the registration prepared and issued by
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t he USPTO showi ng both current status and title or to submt
such copies under notice of reliance. 37 CFR § 2.122(d).
Petitioner did not attach current status and title copies of
its federal registration to its petition to cancel and
petitioner did not submt its federal registration under a
notice of reliance. However, a party’'s registration will be
considered to be of record if it is identified and

i ntroduced during the testinony period by a qualified

W tness who testifies concerning the status and title of the
registration; by adm ssion in the respondent’s answer; or by
respondent’s treating the registration as being of record in
its brief. TBMP 8§ 704.03(b)(1)(A) (2d ed. rev. 2004).
Respondent did not admt the status and title of the
petitioner’s pleaded registration nor did it treat it as
being of record. Petitioner’s witness did not provide
status and title information during his deposition. |[|ndeed,
its president responded to a question concerning whether it
was currently using the mark in the U S. registration with
the response: “Not exactly in that form” Janowitz dep. at
81. Furthernore, inits brief, petitioner sets out the
issue in the case as whether respondent’s mark “shoul d be
cancel ed based upon a |ikelihood of confusion with the mark
EXPRESS whi ch was used, and registered in Mchigan in the
form of EXPRESS MORTGAGE, by Petitioner in connection with

nortgage and | ending services.” Brief at 1.
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Based on the record, we hold that the issue of
confusion with petitioner’s federal registration has been
w t hdrawn and we do not further address this point. W also
add that the ownership of a state registration does not

establi sh use. Faul tl ess Starch Co. v. Sal es Producers

Associ ates, Inc., 530 F.2d 1400, 189 USPQ 141, 142 n.5 (CCPA

1976); Philip Mrris Inc. v. Liggett & Myers Tobacco Co.,

139 USPQ 240, 244 (TTAB 1963). Therefore, the remaining
i ssue before the board concerns petitioner’s comon | aw
rights in the word EXPRESS.

In this case, petitioner’s witness has identified
nunmer ous advertisenents that show how it uses the mark

Bel ow are a few sanples (See Janowitz Exhibits 15, 20, and

22).
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These ads ran in the 1980s and 1990s. See Janowi tz
dep. at 158-59, 175, 178-79. The witness specifically
i ndi cated that Exhibit 20, the Yell ow Page advertisenent ran
“from1984 to 1996 or 1997 or eight in various different
sizes on an ongoi ng basis.” Janowitz dep. at 175. The
wi tness also testified (p. 191) that petitioner “currently
advertises on the Internet with an Internet website that
uses a portion of our jingle and video and a place where a
borrower, prospective borrower can apply.” Exhibit 32 is
t he honepage of petitioner’s website. M. Janowitz (dep. at
150) testified: “I have never stopped using Express
Mortgage. Since | started | have continually used the name
in my advertising and pronotional materials.” Therefore, we
cannot agree with respondent’s argunent (Brief at 16) that
petitioner “has failed to establish actual, current use.”

Petitioner has provided evidence that not only has it used
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its mark beginning in the 1980's, but also there is
unrebutted testinony that it is still using its mark.
Next, we | ook at respondent’s priority date.
Respondent’ s underlying application was filed on Decenber
30, 1996, and the application asserts a date of first use
and first use in commerce of Decenber 2, 1996. Certainly,
respondent can rely on its filing date, Decenber 30, 1996,

as its priority date. Intelsat Corp. v. Internationa

Tel ecomuni cations Satellite Organi zation, 226 USPQ 154, 156

n. 5 (TTAB 1985) (“The earliest date of first use upon which
Intelsat can rely in the absence of testinony or evidence is
the filing date of its application”). Respondent’s w tness
did not establish a date of first use prior to Decenber 2,
1996, its date of first use in the application. See Smth
dep. at 57 (“Q Is it possible the decision to use the mark
was made in July, but it wasn’'t actually sent into
interstate commerce until Decenber? |s that possible? A
That is possible”). The evidence does not support a date of
priority for respondent before Decenber 1996. Therefore,
petitioner has established that it used the mark EXPRESS
prior to respondent’s earliest date of use.

However, the issue in this case is not sinply who first
used the term A petitioner in a cancellation proceeding
before the board nust plead and prove that it has standing

and that there is a valid ground for the cancellation of the
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registration. Young v. A Corp., 152 F.3d 1377, 47 USPQRd

1752, 1754 (Fed. Cr. 1998) (“Section 14 has been
interpreted as requiring a cancellation petitioner to show
(1) that it possesses standing to challenge the continued
presence on the register of the subject registration and (2)
that there is a valid ground why the registrant is not
entitled under law to nmaintain the registration”) (internal
quot ati on marks omitted).?

| nasnmuch as petitioner is relying on common |aw rights,
it is not sinply enough to show when it used the mark.

Under the rule of Oto Roth, a party opposing
registration of a trademark due to a |ikelihood of
confusion wth his own unregistered term cannot prevail
unl ess he shows that his termis distinctive of his
goods, whether inherently or through the acquisition of
secondary neani ng or through “whatever other type of
use may have devel oped a trade identity.” Oto Roth &
Co. v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ
40, 43 (CCPA 1981) [full citation added]. The Qto
Roth rule is applicable to trademark registration
cancel | ati on proceedi ngs as wel|.

Towers v. Advent Software Inc., 913 F.2d 942, 16 USPQd

1039, 1041 (Fed. Cr. 1990).

In this case, petitioner clains priority because of its
ownership and rights in the term EXPRESS, which petitioner
alleges is confusingly simlar to respondent’s registered
mar k PROGRESSI VE EXPRESS. The question then becones whet her

the term “Express” is inherently distinctive for nortgage

! Petitioner’s use of EXPRESS for nortgage |ending services
establishes its standing.
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| endi ng services and, if not, whether petitioner has
denonstrated that the term has acquired distinctiveness, and
whet her the term acquired distinctiveness prior to Decenber
1996 (that is, the earliest date upon which respondent can
rely for priority).

Respondent argues that “‘Express’ is a descriptive mark
i ndi cative of the purported speed with which Petitioner
provides its services.” Brief at 16. Respondent refers to
an online dictionary inits brief. Normally, the board does

not take judicial notice of online dictionaries. In re

Total Quality Group, Inc., 51 USPQd 1474, 1476 (TTAB 1999).

However, we will take judicial notice of the foll ow ng
dictionary definition? of the adjective “Express”: “direct,
rapi d, and usually making few or no stops: an express
train.” The American Heritage Student Dictionary (1994).
Respondent al so points out that petitioner’s president in
response to the question “does [ Express] have neaning to you
as an adjective?’ testified that: “I hope it neans | am
fast. | hope it neans | amefficient.” Janowitz dep. at
211. Furthernore, we note that the board has previously
held that the term EXPRESS BANKING is nerely descriptive for
banki ng services because it described an inportant

characteristic of the services in that “the services are

2 University of Notre Dame du Lac v. J.C. Gourmet Food |nports
Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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fast in the sense of saving tinme for banking custoners.” In

re Wlls Fargo & Co., 231 USPQ 106, 108 (TTAB 1986).

Petitioner uses the term“Express” in a simlar manner
inrelation to its nortgage |ending services. See Janowtz
Exhibits 21 (“We offer lowrates and fast, easy approval s’
and “Money fromyour honme FAST”); 25 (“At Express we have
ei ghteen fast, easy, and convenient prograns to choose
front); 26 (“EXPRE$$ gets you cash in a flash!” and “Money
fromyour hone fast!”); 27 (“Express Mdirtgage wll get you ..
Money from your hone fast!); and 28 (“Money from your hone
fast”).

We agree with respondent’s assertion that when
prospective purchasers see the terns “Express” and “Express
Mort gage” used in association with nortgage | ending
services, the termwould nerely describe that petitioner’s
nort gage | ending services are rendered quickly. Therefore,
the termis nerely descriptive of petitioner’s services.

The next question we nust consider is whether
petitioner has denonstrated that the term has acquired
di stinctiveness. The record (Janowitz Ex. 9) shows that
petitioner has been engaged in litigation in which the
district court addressed the questions of the
descriptiveness of several of petitioner’s EXPRESS marks and
whet her the terns have acquired secondary neani ng. Express

Funding Inc. v. Express Mrtgage Inc., 894 F.2d 1095, 34

10
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USPQ2d 1801 (E.D. Mch. 1995). 1In that case, the court held
t hat because petitioner did “not present a substantive
argunent addressing inherent distinctiveness, [its] nmarks
wll be treated as descriptive.” 34 USPQ2d at 1803. The
court also noted that while “the mark ‘ Express’ alone, is
not descriptive of [petitioner’s] services, the mark is
shorthand for [petitioner’s] |onger marks, which are
descriptive.” 1d. at n.8. The opposing party in that case
did “not argue that the marks have no secondary neani ng” and
the court found that it “is undisputed that [petitioner’s]
mar ks have acquired sone degree of secondary neaning.” 34
USP2d at 1803.

Unli ke the Express Fundi ng case, respondent in the

present case has vigorously disputed whether petitioner’s
mar k has acqui red secondary neaning. Brief at 19-23. In
addition, petitioner has addressed the issue of secondary
meani ng, at best, in an indirect way when it argues that
petitioner “has gained a nost valuable reputation for its
services in connection with the mark EXPRESS used in
connection with lending services in its trading area” (Brief
at 2) and it “has obtained a high [ evel of good will and
consuner recognition” (Brief at 4).

In this case, petitioner focuses its argunents on its
recognition in the State of Mchigan. See Petitioner’s

Brief at 2 (“Petitioner has used the mark EXPRESS in

11
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connection with nortgage services in Mchigan for over
twenty years”). Indeed, petitioner’s witness has testified
that “We are now exclusively in Mchigan.” Janowitz dep. at
50. However, the fact that petitioner is using its mark in
intrastate commerce instead of interstate conmerce does not
preclude it frompetitioning to cancel respondent’s

regi stration. Corporate Docunent Services Inc. v. |I.C E D

Managenent | nc., 48 USPQ2d 1477, 1479 (TTAB 1998) (“It is

wel | established that rights in and to a trademark are
created by use of the mark in either intrastate or

interstate commerce”); Odom Sausage Co. v. Doskocil Sausage,

Inc., 169 USPQ 379, 381 (TTAB 1971) (“Even though opposer's
first date of use in interstate commerce was |ater than
applicant's use in such comerce, opposer's prior use in
intrastate commerce is sufficient to give it standing herein
to oppose the registration by a subsequent user of the sane
or a simlar design for like goods albeit the |atter was the
first to use the mark in comerce”).

Furthernore, a mark may acquire a secondary neaning in

intrastate comerce. Bl anchard & Co. v. Charles Gl mn &

Son, Inc., 293 F. Supp. 827, 145 USPQ 62, 95 (D. Mass.
1965)2% (“1 also find that the name ‘Bl anchard,’ as used in

this denom native or trademark fashion, acquired ‘secondary

® The district court’s decision was subsequently appeal ed and
affirmed on a different issue. 353 F.2d 400, 147 USPQ 263 (1%
Cr. 1965).

12



Cancel | ati on No. 92032358

meaning’ in the Geater Boston area. | so conclude on the
basis of the length of tine (at |east since 1947) that

‘Bl anchard’ | abel s have been used by plaintiffs in a

denom native fashion and on the basis of the | ocal

prom nence whi ch the nanme ‘Bl anchard’ has gai ned over nany
years through plaintiffs' extensive advertising and
pronotional efforts”).

Petitioner has submtted nunerous exanples of its
advertising for its services. This evidence includes
newspaper, phone directory, direct mailing, radio, and
tel evision advertising. Petitioner’s witness testified (p.
157) that: “W advertise [in the] Detroit News, Free Press,

many of the smaller papers Royal QGak Tribune, Gakl and

Press.” These ads in the Detroit News included periodic
full page ads. Janowitz at 167. |In addition, petitioner
sent out mllions of copies of sone its direct mai

advertisenents (See Janowitz dep. at 179, 182, and 184,
Exhibits 23-25) and it used these types of ads over a twelve
year period (ld. at 180). The nmailings often were directed
to Mchigan addresses. Janowtz at 186. In addition,
petitioner has submtted its proposed advertising budget for
several nonths in 1992 and 1993 that indicated it had been
spendi ng approxi mately $30,000 a nonth on various types of

advertising. See Janowtz Ex. 8.

13
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Revi ew ng the evidence of record, particularly
petitioner’s record of advertising in Mchigan, we find that
petitioner has established secondary neaning of its mark in
intrastate commerce in Mchigan. W also find that this
occurred prior to respondent’s earliest priority date in
Decenber 1996. W therefore hold that petitioner has
priority of use of the term EXPRESS and we now proceed to
the question of whether there is a |ikelihood of confusion
bet ween petitioner’s EXPRESS mark and respondent’s
PROCGRESSI VE EXPRESS nar k.

Li kel i hood of Conf usion

At this point, we note that “a presunption of validity
attaches to a service mark registration, and the party
seeki ng cancell ation nust rebut this presunption by a

preponderance of the evidence.” Wst Florida Seafood Inc.

v. Jet Restaurants Inc., 31 F.3d 1122, 31 USPQ 1660, 1662

(Fed. Cir. 1994). See also Cerveceria Centroanericana S. A

v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQ2d 1307,

1309 (Fed. Gr. 1989) ("[I]n a cancellation for abandonnent,
as for any other ground, the petitioner bears the burden of
proof. Moreover, the petitioner's burden is to establish
the case for cancellation by a preponderance of the

evi dence"); Martahus v. Video Duplication Services Inc., 3

F.3d 417, 27 USPQ2d 1846, 1850 (Fed. G r. 1993). Therefore,

14
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petitioner nust establish that there is a likelihood of
confusion by a preponderance of the evidence.

In a case involving a refusal under Section 2(d), we
anal yze the facts as they relate to the relevant factors set

out inlInre Majestic Distilling Co., 315 F.3d 1311, 65

USPQ2d 1201, 1203 (Fed. Cr. 2003). See alsoInre E. |I. du

Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54

UsP2d 1894, 1896 (Fed. Cir. 2000).
The first factor we will consider concerns the
rel at edness of the services. W nust consider the services

as they are identified in the involved registration. Paula

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973). In this case, respondent’s
services are identified as “nortgage | ending services.”
Petitioner’s advertisenents nmake it clear that it is also
engaged in nortgage |lending. See, e.g., Janowitz Ex. 20
(“Low rate hone |oans”). Therefore, the services of the
parties are virtually identical, that is, nortgage |ending.
“When marks woul d appear on virtually identical goods
or services, the degree of simlarity necessary to support a

conclusion of likely confusion declines.” Century 21 Real

Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23

USPQ2d 1698, 1701 (Fed. Cir. 1992). Respondent’s argunent

(Brief at 33) that the services of the parties are different

15
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because it “is involved in the acquisition and
securitization of certain types of |oans (non-conform ng)
fromparticular sources (established conduit sellers)” is
not persuasive. Respondent admts (Brief at 33) that
petitioner “is involved in real estate nortgage | ending” and
respondent’s identification of services is broadly set out
as “nortgage | ending services.” Therefore, the parties’
services consist of or include nortgage | ending services.
Al so, because the marks are used on the sane services, we
must assune that the channels of trade and prospective
purchasers are the sane.

Next, we consider the marks of the parties. W have
considered petitioner’s mark to be for the term EXPRESS.
Respondent’s mark i s PROGRESSI VE EXPRESS. “The first DuPont
factor requires examnation of the simlarity or
dissimlarity of the marks in their entireties as to
appear ance, sound, connotation and commercial inpression.”

Pal m Bay I nports Inc. v. Veuve Oicquot Ponsardi n Mai son

Fondee En 1772, 396 F.3d 1369, 73 USPQ2d 1689, 1691 (Fed.

Cir. 2005) (internal quotation marks omtted). The nmarks
are obviously simlar to the extent that both marks contain
the same word “express.” Conversely, the marks are

di fferent because respondent adds the word “progressive’” as
the first word in its mark. The presence of the word

“progressive” makes the pronunci ation and appearance of the

16
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mar ks sonmewhat different. Regarding the neaning of the

mar ks, we have previously indicated that the term “express”
woul d have a descriptive neaning in the context of nortgage
| ending. Petitioner’s advertising enphasizes the speed of
its services, e.g. “W’ Il get you noney from your hone
fast.” Respondent’s use of the term “express” al so

enphasi zes the speedy or streanmlined nature of its services.
See, e.g., Smth dep. at 48 (“Q So the Progressive Express
Program [ has] the sanme paraneters as the progressive
program but it just requires less information for the
application? A Less docunentation, generally speaking,
yes. Q And the Progressive Express No Doc Program requires
no docunentation? A No docunentation.”). Respondent has
al so disclained the term“Express.” Therefore, while the
term “express” should have the sane neaning in both marks,
this neaning woul d be a descriptive significance. Wen the
meani ngs of the marks are considered as a whol e,
respondent’s mark al so adds the word “Progressive” that
woul d likely indicate the name of the “express” nortgage

| endi ng services. Finally, the comercial inpressions would
be sonmewhat different because respondent’s mark directs the
purchaser to the “express” part of respondent’s PROGRESSI VE
nort gage | ending services. Petitioner’s EXPRESS mark woul d

create a different commercial inpression to the extent that

17
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it would sinply describe nortgage | ending services that are
provi ded qui ckly.

Anot her factor that we consider is the nunber and
nature of simlar marks in use on sim/lar services.
Petitioner admts that “I have heard of a | ot of Expresses
in connection with nortgage lending.” Janowitz dep. at 147.
Petitioner also indicated that if nortgage |endi ng conpanies
“are not operating in the state of M chigan and have no
intent in operating in the state of Mchigan, if |I can be
assured that they are not operating, infringing on ny
rights, then there is no basis of settlenent.” Janowtz at
148.

In an attenpt to show that even in Mchigan, the term
“Express” is used by others in association with nortgage
| endi ng, respondent hired an investigator to research the

i ssue. The witness, Julia Sankay,*

submtted a report
(Sankey Ex. R-2) and testified that she found the follow ng
nort gage services operating in Mchigan that use the term
“express” or a variation in their business nane or service
mar k: MORTGAGE XPRESS, nortgage broker; MORTGAGE EXPRESS,
Wl |l s Fargo Hone Mortgage, Inc. nortgage broker; AMERI CAN
EXPRESS nortgage division; and BFS EXPRESS HOVE LQAN f or

whol esal e hone | oan and nortgage services for brokers; FLEX

“ Petitioner’s counsel did not attend the deposition and did not
obj ect thereto.

18
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EXPRESS for a web-based automated underwiting system

available to |icensed nortgage brokers; WW WSEXPRESS. COM

for providing clients wth information regarding personal

| oans and nortgages; BUSI NESS LOAN EXPRESS that is a snal
busi ness real estate |ending corporation; | NDYMAC EXPRESS
for refinancing services; and NEXSTAR EXPRESS a nort gage
processing service. The witness testified that she
contacted each conpany to confirmthat they were offering
“nortgage or financial services with sone variation of the
word express in Mchigan.” Sankey dep. at 29-30.

Thi s evidence shows that the use of the term “Express”
by others in association with nortgage services in M chigan,
the only area where petitioner asserts exclusivity, is not
unusual. It appears to be a relatively common termused in
association wth nortgage services to indicate that
nort gages are processed swiftly or with a m ni num of
paperwork. See, e.g. Sankay Ex. R-6 (Wlls Fargo Mrtgage
Express — “You’' ve built a strong credit rating. Now you can
reap the rewards of your denonstrated financi al
responsibility with convenient, streanlined financing from
Mort gage Express, our reduced paperwork option”).

Therefore, the evidence convinces us that “express” would
not be a termthat potential custoners would view as a very

distinctive termfor nortgage | ending services.

19
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We also add that while petitioner argues that its mark
has obtained “a high | evel of goodw Il and consuner
recognition” (Brief at 4), the evidence is not supportive of
this argument. While petitioner has included nunerous
advertisenents and sone evidence of its advertising
expenditures, we do not have any context for these
expendi tures and advertisenents. In addition, the
adverti senents appear to be sonewhat dated and there is
little evidence of their inpact on prospective purchasers.
Regardi ng petitioner’s efforts to police its mark, we note
that many of these enforcenents reference petitioner’s
ownership of a federal registration, a fact not present in
this case. See Janowitz Ex. 9 at EMB-183 to 192.

When we consider all the evidence of record, we
conclude that there are significant differences in the
mar ks. The use of other marks and trade nanes that include
the word “Express” indicate that the termby itself is not a
very strong termnor is it entitled to a broad scope of
protection in the field of nortgage | ending services.
Furthernore, the term“Progressive” is a termthat at best
has only sonme suggestive connotation. It significantly
changes the connotation of respondent’s mark and enphasi zes
the descriptive nature of the term*“Express.” Therefore, we
conclude that petitioner has not net its burden of show ng

that there is a likelihood of confusion in this case.

20
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Deci sion: The petition to cancel is denied.

21



