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Bef ore Chapman, Bucher and Rogers, Adm nistrative Trademark

Judges.

Opi ni on by Chapman, Adm nistrative Trademark Judge:

Richard C. Reilly (US. citizen residing in New Jersey)

is the owner of Registration No. 1913419 for the mark shown

bel ow
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on the Principal Register for “footwear, headwear and
clothing, nanely, shirts, shorts, pants and jackets” in
International C ass 25 and for various buil ding construction
services (e.g., excavation, paving, coating, sealing and
stone-1layi ng of roadways, driveways, wal kways, parking |ots,
patios; repair and mai ntenance of buil di ngs and houses;
repair and mai nt enance of roadways, driveways, wal kways,
parking lots, patios) in International Oass 37.1

Born Again Clothing, Inc. (a California corporation)
has filed a petition to partially cancel Registration No.
1913419, specifically, to cancel the registration only as to
the goods in International O ass 25. As grounds for
cancel l ation, petitioner alleges that it is a manufacturer
and whol esal er of vintage or used clothing; that since about

August 2, 1999, petitioner has used the mark shown bel ow

Riley]

for a line of used or vintage clothing; that on Septenber

20, 1999 petitioner filed application Serial No. 75802726
for the mark RILEY for *“used clothing, nanely, pants,
skirts, shirts, blouses, jackets, shorts, socks, and hats”;

that petitioner’s application has been refused registration

! Registration No. 1913419, issued August 22, 1995, Section 8
affidavit accepted. The clained date of first use for both
cl asses of goods and services is January 1973.
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by the Exam ning Attorney pursuant to Section 2(d) of the

Trademar k Act based on respondent’s Registration

No. 1913419; that respondent has abandoned his mark REILLY

and design for the International O ass 25 goods; and that

respondent has nmade no use of the mark with regard to

clothing for a period of three years and “Regi strant has

denonstrated an intent to relinquish trademark rights by

such nonuse” (petition to cancel, paragraph 10).°2
Respondent, in his answer, denies the salient

all egations of the petition to cancel the International

Cl ass 25 goods fromhis registration, and he states that

“Respondent has continually used the mark.”

3 and the file of

The record consists of the pleadings;
the involved registration.* During its testinony-in-chief
period, petitioner filed the declaration testinony, with
exhibits, of (i) Derek Banton, petitioner’s president, and

(1i) Stewart J. Neuville, petitioner’s attorney; and the

2 Petitioner alleged (and proved) that it is the owner of a
California state registration for the mark RILEY and design for
clothing. However, a state registration has very little, if any,
probative value in a proceeding before the Board. See TBWP
8§8704.03(b) (1) (A) and 704.03(b)(1)(B) (2d ed. rev. 2004).

® Exhibits attached to a pleading (with one exception which is
not relevant herein) are not evidence on behalf of the party to
whose pl eading they are attached, unless the exhibits are
properly made of record during trial. See Tradenmark Rul e
2.122(c). See also, TBMP 8704.05(a) (2d ed. rev. 2004).

“ Informationally, the parties are advised that the file of the
i nvolved registration is of record to the extent provided in
Tradenmark Rule 2.122(hb).
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anended decl aration testinonies, with exhibits, of both M.
Banton, and M. Neuville.® During defendant’s testinony
period, respondent submtted the declaration testinony, with
exhibits, of (i) Richard C Reilly, respondent, and (ii)
Robert W Beattie, respondent’s attorney. Petitioner
subnmitted the rebuttal declaration of Stewart J. Neuville.®
Petitioner did not file an opening brief on the case
pursuant to Trademark Rule 2.128(a)(1), resulting in the
Board issuing an order to show cause under Tradenmark Rul e
2.128(a)(3)." Petitioner responded to the show cause order
stating that it had not lost interest in the case; that the
testinony filed by both parties should have been titled
“Testinmony and Brief”; and that “it is evident that both
parties acted upon their believe [sic] that the briefing was
contained in their respective Testinony.” (Petitioner’s
response to show cause order, p. 1). Respondent did not

chal l enge or object to this characterization of the parties’

®> The twel ve exhibits to petitioner’s declarations include
petitioner’s first set of interrogatories (Nos. 1-16) and
respondent’s response and suppl enental response thereto, and
petitioner’s first set of requests for docunments (Nos. 1-27) and
respondent’s response and suppl enental response thereto.

® In inter partes Board proceedings, testinony is generally taken
upon oral examination pursuant to Trademark Rul e 2.123 or upon
written questions pursuant to Trademark Rule 2.124. However
parties nay stipulate by witten agreenent that the testinony of
a wtness may be submtted in the formof an affidavit (or

decl aration) pursuant to Trademark Rule 2.123(b). See TBMP
§703.01(b) (2d ed. rev. 2004).

Here, although there is no witten agreenent of record, both
parties have submtted witness testinony in declaration form and
we find that the declarations of all four witnesses were tacitly
stipulated into the record by the parties.
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filings. The Board held the show cause order to be
di scharged and expl ained that the case woul d proceed to
final decision on the nerits. W treat the testinony
decl arations fromboth parties as including their respective
briefs on the case.
Nei t her party requested an oral hearing pursuant to
Trademark Rule 2.129. See TBMP 8802 (2d ed. rev. 2004).
According to M. Derek Banton, Born Again C othing,
Inc.’s president, petitioner was founded in 1993 by hinsel f
and his brother Geg Banton; petitioner “originally re-
manuf actured vintage and used clothing into specialized and
trendy fashions,” and as the conpany grew, the |ine of
cl ot hi ng was expanded to include the “manufacturing of new
clothing style lines” (anended decl aration, paragraph 22);
all of its lines of clothing are sold under its R LEY mark,
which is nanmed after Derek Banton’s daughter Riley;
petitioner sells its clothing throughout the United States
and in various countries around the world; petitioner has
grown to enploy 39 people and its 2002 revenue was $10
mllion; and petitioner applied to register the mark Rl LEY
for clothing itens, but its application has been refused
regi stration based on respondent’s registration for goods in

the cl othing cl ass.

" See TBVWP §8801 and 536 (2d ed. rev. 2004).
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According to respondent, Richard Reilly, “ny famly
founded my conpany in 1925” (declaration, paragraph 6)% he
obtained a registration for his REILLY and design mark in
1995; the tradenmark is used extensively in his business; and
he is using the trademark correctly and displaying it in the
sal e and advertising of his business including for clothing.

Petitioner’s position is essentially that respondent
“m stakenly and inadvertently” registered his mark for
cl ot hi ng when respondent’s “only business is as a ‘ paving
contractor’” (Banton declaration, paragraph 8; anended
decl aration, paragraph 13); that “By Respondent’s own

adm ssion he is clearly a paving contractor who affixes his

service mark in the formof enbroidered enblens on hats or
printed on tee shirts (as well as calculators or and [sic]

wat ches) that he gives out but he does not sell” (Banton

decl arati on, paragraph 31, anended decl aration, paragraph
41, enphasis in originals); that in advertisenents and on
his stationery business itens, respondent always refers to
hi nsel f only as a paving contractor; and that because
respondent does not manufacture clothing nor does he apply
| abels to clothing itens, and because his mark is applied
only to goods used as pronotional itens for his paving
contracting business, there is a “conplete | ack of use” of

his mark in connection wth clothing which requires that his

8 The Board presunes respondent neans his family’s building
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registration be cancelled for the International Cass 25
goods (Banton decl aration, paragraph 37, anmended
decl arati on, paragraph 48).

Respondent’ s position is that he properly registered
the mark REILLY and design for both clothing and buil ding
construction services; that his mark is in use in interstate
comerce; that his mark “certainly has not been ‘abandoned’”
(Reilly declaration, paragraph 19); and that his mark “is
used correctly and is displayed in [the] sale and
advertising of ny business including clothing” (Reilly
decl arati on, paragraph 22).

Petitioner bears the burden of proof in this case, and
must establish both its standing and any pl eaded ground by a
preponderance of the evidence. See On-Line Careline Inc. v.
Anerica Online Inc., 229 F.3d 1080, 56 USPQ2d 1471, 1476
(Fed. Cir. 2000). See also, Cunninghamv. Laser Golf Corp.
222 F.3d 943, 55 USPQ2d 1842, 1848 (Fed. G r. 2000);

Mart ahus v. Video Duplication Services Inc., 3 F.3d 417, 27
USPQ2d 1846, 1850 (Fed. Cir. 1993); Magic Wand Inc. v. RDB
Inc., 940 F.2d 638, 19 USPQ2d 1551, 1554 (Fed. Gr. 1991);
Cerveceria Centroanericana, S.A v. Cerveceria India Inc.,
892 F.2d 1021, 13 USPQ2d 1307, 1309 (Fed. Cr. 1989); and 3

J. Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, §20:41 (4th ed. 2001).

construction busi ness was founded in 1925.
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There is no question that petitioner, a manufacturer of
cl ot hi ng, whose application has been refused registration
based on respondent’s registration for clothing itens, has
standing to be heard on the question of cancellation of the
registration for those goods. See Lipton Industries, Inc.

v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189
(CCPA 1982); and Rail-Trak Construction Co., Inc. v.
Railtrack, Inc., 218 USPQ 567, 571 (TTAB 1983). Petitioner
has established its standing.

Turning to the pleaded ground for cancellation, the
Trademar k Act provides for the cancellation of registrations
if use of the registered mark has been abandoned. See
Section 14(3) of the Trademark Act, 15 U. S.C. 81064(3).
Section 45 of the Trademark Act, 15 U S.C. 81127, defines
one type of abandonnment of a mark as “when its use has been
di scontinued wwth intent not to resune such use.”

The evi dence before us does not establish respondent’s
abandonment of his mark REILLY and design for goods; and, to
the contrary, it establishes that respondent uses his mark
on various clothing itens, such as hats and tee shirts. For
exanpl e, reproduced bel ow are sone of petitioner’s discovery
requests, and respondent’s answers thereto (made of record
by petitioner):

(1) First Set of Interrogatories, No. 2 --

| DENTI FY t he GOODS put into COMVERCE by
YQU upon whi ch the TRADEMARK was affi xed
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during the period of January 1, 1997
t hrough January 1, 2002.

Answer -- Wth respect to goods, this
woul d include without limtation, hats,
tee shirts, sweatshirts, watches, coffee
mugs, key rings and cal cul ators.

(2) First Set of Interrogatories, Nos. 4 and
5-- 4. State any and all facts, in
detail and with particularity, which YOU
bel i eve support Paragraph 10 of YOUR
ANSVWER. 5. State any and all facts, in
detail and wth particularity, which YOU
bel i eve support Paragraph 11 of YOUR
ANSVWER.  ( Par agraphs 10 and 11 of
respondent’ s answer were denials of
petitioner’s allegations of abandonnent,
along with the statenment “Respondent has
continually used the mark.”)

Answer -- 4. (bjection. It is
Petitioner’s burden of proof on this

i ssue. However, w thout waiving said
obj ection, Respondent has been
continually using the mark on stationary
[sic], business cards, adverti sing,
hats, tee shirts, sweatshirts, watches,
cof fee mugs, key rings, and cal cul ators
in interstate conmerce including New
Jersey, Massachusetts, Maryl and,

Del aware, New York State and el sewhere.
5. See 4.

In view of petitioner’s failure to prove abandonnent of
the mark by respondent with respect to the goods in
International Cass 25, the petition to partially cancel
Regi stration No. 1913419 nust fail.

By way of further explanation in this case, it appears

that petitioner m sapprehends the | egal effect of certain

manners of “use” of a tradenmark. Section 45 of the
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Trademark Act, 15 U. S.C. 81127, reads, in pertinent part, as
fol |l ows:
Use in comerce. The term“use in
comer ce” neans the bona fide use of a
mark in the ordinary course of trade,
and not made nerely to reserve a right
in a mrk. For purposes of this Act, a
mark shall be deenmed to be in use in
conmer ce- -
(1) on goods when--
(A) it is placed in any manner
on the goods...and
(B) the goods are sold or
transported in comrerce...
Thus, there is nothing in the statute that requires a
party be the original manufacturer of the goods. Nor does

the statute require either that the mark be affixed to a

| abel attached to goods,®

or that the party sell the goods
in order to be “using” the mark within the nmeaning of the
Trademar k Act.

Moreover, the nere fact that a collateral product
serves the purpose of pronbting a party’s prinmary goods or
servi ces does not nmean that the collateral product is not a
good in trade, where it is readily recogni zabl e as a product
of its type (as tee shirts and hats would be) and is sold or

transported in conmerce. See NASDAQ Stock Market Inc. v.

Antarctica S.r.l., 69 USPQd 1718, 1731 (TTAB 2003); and

° W acknow edge that a | abel attached to the goods is a comon
nmet hod of affixing a mark to itenms of clothing, but it is not the
only nmethod of use of a mark on clothing and it is not a
statutorily required nethod.

10
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Par amount Pictures Corp. v. Wite, 31 USPQRd 1768, 1773
(TTAB 1994), and cases cited therein.

Decision: The petition to partially cancel
(specifically to cancel the registration as to the

I nternational C ass 25 goods) is denied.

11



