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Opi ni on by Chaprman, Adm nistrative Tradenmark Judge:

United States Conference of Catholic Bishops (a
District of Colunbia not-for-profit corporation) has filed a
petition to cancel a registration issued on the Principal

Regi ster to Media Research Center (a Virginia not-for-profit

! Formerly known as Bottorff.
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corporation) for the mark shown bel ow

ﬁiﬁﬁ%ﬁ SE_M'——-

(“cybercast news service” disclainmed) for “conputer
services, nanely, providing information on-1line, concerning
news, special interest and opinions” in International C ass
42,2

Petitioner asserts as grounds for cancellation that
since June 1989 it has continuously used the marks “CNS and
CNS NEWS as an acronym for Catholic News Service for
providing information online concerning news, special
interests and opinions” (paragraph 1); that petitioner has
i nvested consi derable suns in advertising and pronoting its
mar ks, and the public has conme to recogni ze CNS and CNS NEWS

as being identified with petitioner;® that respondent was

2 Regi stration No. 2528246 issued January 8, 2002, from an
application filed Cctober 14, 1999, based on applicant’s
assertion of a bona fide intention to use the nmark. The clai ned
date of first use and first use in commerce is June 15, 2000.

The registration includes the follow ng statenent: “The stippling
and lining shown in the drawing is a feature of the mark not

i ntended to indicate color.”

3 Petitioner argued in its briefs after trial only as to its mark
CNS. Petitioner made no argunent that it uses the pleaded nark
CNS NEWS. See, e.g., petitioner's brief, pp. 5, 8, 13; and
petitioner’s reply brief, pp. 1, 8, 10, 15. 1In fact, in answer
to respondent’s interrogatory No. 24 regarding petitioner’s use
of the mark CNS NEWS, petitioner stated “ ...Petitioner states
that it does not use the term CNS NEWS in connection with its
goods and services.” (Exhibit A ItemNo. 4.) Accordingly, no
further consideration will be given to petitioner’s pleaded claim
of comon law rights in the mark CNS NEWS
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formerly known as “Conservative News Service”; that
petitioner has corresponded several tinmes wth respondent
requesting that respondent abandon its (then) application
and providi ng respondent with “numerous exanpl es of actual
confusi on” (paragraph 6); and that respondent’s mark, when
used in connection with its services, so resenbles
petitioner’s previously used mark, as to be likely to cause
confusi on, m stake, or deception.

In its answer respondent admts that petitioner “has

comuni cated with [respondent],” and otherw se denies the
salient allegations of the petition to cancel. Respondent
also raises the affirmati ve defenses of “l aches,

acqui escence, waiver, and equitable estoppel” (paragraph
1).% Respondent specifically alleges that petitioner has
been aware of respondent’s application since not |ater than
Decenber 26, 2000 (the date of publication) and petitioner
may have been aware of respondent’s mark “for two to three
years prior to March 7, 2001” (paragraph 3); that petitioner
has del ayed taking action and respondent built up a good
Wll inits mark during the tine petitioner failed to act;

and that petitioner’s “silence and inaction” resulted in

prejudi ce to respondent (paragraph 3).

* Respondent’s |l ater-added affirmati ve defenses of genericness
and mere descriptiveness will be fully discussed |ater herein.
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The Record

The record consists of the pleadings; the file of
respondent’s registration; and the evidence stipulated into
the record through the parties’ “Joint Stipulation” filed
July 8, 2004. The evidence in this joint stipulation
consists essentially of the evidence submtted by both
parties in support of and in opposition to their notions for
summary judgnent. (Both notions for summary judgnent were
deni ed by Board order dated January 22, 2004.) “Exhibit B’
in the parties’ joint stipulation is the evidence on behalf
of petitioner listing 65 itens (including two decl arations
of Mark Lonbard, petitioner’s Senior Business Oficer/Chief
Financial Oficer; the declaration of Patricia Zapor, a
reporter for petitioner; and two declarations, with
exhibits, of Anne Sterba, one of petitioner’s attorneys).”
“Exhibit A" in the parties’ joint stipulation is the
evi dence on behalf of respondent listing 19 itens (including
items such as printouts fromweb pages, petitioner’s
responses to respondent’s interrogatories and requests for
adm ssi on, and respondent’s answers and suppl enental answers

to petitioner’s interrogatories).

> A portion of Exhibit Bto the “Joint Stipulation” was submitted
under seal as confidential. However, both parties included in
their briefs after trial references to information originally
submtted under seal. Thus, the confidentiality of those matters
is waived. The Board will nonetheless utilize discretion in

di scussi ng such natters.
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We first decide the parties’ respective objections to
the stipulated evidence. |In petitioner’s brief on the case,
it argues that respondent provided no declarations to
support its evidence and therefore “any reference nade by
[respondent] to its evidence should be stricken as
inproper.” (Brief, p. 4.) Petitioner cited to no authority
in support its position, and the Board is aware of none.
| nasnmuch as there is no requirenent that evidence stipulated
into the record by parties be supported by decl arations,
petitioner’s request that any reference to respondent’s
evidence (the materials conprising Exhibit A be stricken is
deni ed.

Respondent included as an appendix to its brief after
trial a copy of Exhibit B and specified objections to 11 of
the 65 itens conprising the exhibit. Respondent’s
objections relate to various docunents (but not the
decl arations used to introduce then) and the objections are
general ly based on the grounds of rel evance and/ or hearsay.
The Board has carefully considered each objection and
overrul es respondent’s objections. O course, all evidence
of record is considered only for whatever appropriate

probative value it may have.®

® For conpl eteness of the record, the Board hereby grants any
consented notions to extend dates not previously fornally
approved or granted by the Board in this case.
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Both parties filed briefs on the case after trial, and
both were represented at an oral hearing held before this
Board on February 3, 2005.

The Parties

Petitioner, United States Conference of Catholic
Bi shops, owns Catholic News Service, which operates as a
“financially self-sustaining division.” Catholic News
Service is “a news agency specializing in reporting
religion, [and] is the primary source of national and world
news that appears in the U S Catholic press.” Catholic
News Service describes its mssion as follows: “The m ssion
of Catholic News Service is the mssion of the Church itself
-- to spread the Gospel through contenporary neans of
communi cation. Qur mssion is to performthis task by
reporting the news which affects Catholics in their everyday
lives.” It provides news reports, photo/graphics, novie and
television reviews, and the like. (Exhibit A Item 3--pages

frompetitioner’s website.)’

" Mark Lonbard, senior business officer/chief financial officer
of petitioner’s Catholic News Service, averred that it “provides
an on-line news service, photo service, cartoons, and other
features which are of general interest and of interest to
Catholics.” (Enphasis added.) (First Lonbard declaration,
paragraph 8.) However, the record does not show that the news
service offers news of general interest, but instead, the record
shows that it offers news which is of interest to Catholics
and/or is froma Catholic perspective. The docunents cited in
M. Lonbard s declaration in support of his statenent generally
consi st of invoices, which do not establish a broader focus of
petitioner’s news service. (Hereinafter, references to
“petitioner” include both the conference and its division, the
news service.)
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Petitioner has applied to register the mark CNS for
“printed materials, nanely, newsletters, periodicals and
brochures, containing information about current affairs,

i ncl udi ng news, features and photographs, froma Catholic
perspective” in International C ass 16; and “providi ng news,
features and phot ographs of current events froma Catholic
perspective via the gl obal conputer network” in
International C ass 42. The Exam ning Attorney review ng
petitioner’s application has refused registration thereof
under Section 2(d) of the Trademark Act based on
respondent’s registration, and suspended action on
petitioner’s application pending resolution of this
proceeding. (Exhibit A Item49--copy of the file of
application Serial No. 76219234, filed March 2, 2001.)

Petitioner’'s first use of the mark CNS for its invol ved
services began in June 1989 and has been conti nuous since
then. (First Lonbard declaration, paragraph 7.) According
to Mark Lonmbard, “[Petitioner’s] mark CNS can be consi dered
an abbreviated form of the phrase Catholic News Service.”
(First Lonmbard decl aration, paragraph 5.)

Petitioner’s subscribers and purchasers include AQL,
CNN, ABC News, Tinme Mgazine, WNET-TV and Vati can Radi o.
(Catholic News Service advertises in trade association
publications but not in other types of publications due to

contractual obligations to its client publications.) Non-
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payi ng users of petitioner’s services include “Petitioner’s
Third Wrld G ant Progranf and anyone who visits
petitioner’s website. (Exhibit A Item2, question 8.)
Petitioner received 1.5 mllion hits per nonth on its news
service website during the first eight nonths of 2002.
(First Lonmbard decl aration, paragraph 14.)

Petitioner has a graduated billing scale based on
ability to pay, and in 1999 petitioner charged between about
$180 - $280 per nmonth for the right to publish petitioner’s
CNS Daily News Report; about $140 - $170 per month for CNS
Digital Photo Service; and about $75 per nonth to access
petitioner’s secure website. (Exhibit A Item7.)
Petitioner has had over 200 publishing clients each year
since 1999. Petitioner’s total revenue from subscriber and
user fees for October 1999 to July 2002 under the mark CNS
total ed just over $11, 000,000. (First Lonbard decl aration,
paragraphs 18 and 20.)

M. Lonbard and Ms. Zapor di scussed various instances
of asserted confusion regarding petitioner and respondent.

Medi a Research Center, respondent, has a news division
whi ch is CNSNews. com Cybercast News Service. Respondent’s
news service division is a “secular news service providing
coverage of a wide variety of general breaking news,
political news and international news.” (Exhibit A Itens

12 and 15, question 21.) Respondent’s first use of its



Cancel | ati on No. 92032746

regi stered mark (as shown previously herein) was on June 26,
2000. (Exhibit A Item 13, questions 2 and 20.)
Respondent explains that it “has never been known as

‘Conservative News Service. ..."" Conservative News Service
was a project of [respondent’s] which has since been renaned
CNSNews. com€ybercast News Service.” (Exhibit A Item 15,
gquestion 21.)

The “mjority of [respondent’s] sales revenues to date
are the result of subscription sales to the Cybercast system
of stream ng news text to client Internet sites.” Non-
client users of respondent’s services “include a w de
variety of nmedia entities and private individuals [e.g., The
New York Times, The Wall Street Journal, The Washi ngton
Post, The Washington Tinmes, The Baptist Press, The Vill age
Voi ce, I nvestors Business Daily, The Salt Lake Tribune, The
USA Radi o Network, Rush Linbaugh, Dr. Laura Schl essi nger,
Sean Hannity] who have on one or nore occasions accessed
[ respondent’s] services in creating their own product.”
(Exhibit A Item 15, question 21.)

In 2001, the annual subscription fee for respondent’s
services (including six news categories and a “host of
political cartoonists”) ranged from $360 to $11, 750, with
di scounts offered to not-for-profit groups. (Exhibit A

ltem 16.)
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Respondent’ s total sal es of goods and services for the
year 2002 were submitted as confidential and cannot be
stated with specificity here. (Exhibit A Itenms 12, 13 and
15, question 18.) Wth regard to advertising and
pronoti onal expenses, respondent takes the position that
“every news article published by MRC, ...is, in part an
advertisenent and/or pronotion of the news agency, its
products and services.” Respondent’s expenditures since its
i nception were designated as confidential, but are in the
mllions of dollars. (Exhibit A Item 13, question 19.)

Respondent has not received any nmail or any inquiries
regardi ng confusion as to the source of respondent’s
services, and the only docunents of which respondent is
aware even relating thereto are those sent by petitioner’s
attorney to respondent’s attorney as asserted exanpl es of
actual confusion. (Exhibit A Item 15, question 16.)

Burden of Proof

I n Board proceedings regarding the registrability of
mar ks, our primary review ng Court has held that the
plaintiff nust establish its pleaded case (e.g., |ikelihood
of confusion, descriptiveness), as well as its standing, and
must generally do so by a preponderance of the evidence.

See Cunni nghamv. Laser Golf Corp., 222 F.3d 943, 55 USPQd
1842, 1848 (Fed. G r. 2000); Martahus v. Video Duplication

Services Inc., 3 F.3d 417, 27 USPQ2d 1846, 1850 (Fed. G r

10
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1993); Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19 USPQd
1551, 1554 (Fed. G r. 1991); and Cerveceria Centroanericana,
S.A v. Cerveceria India Inc., 892 F.2d 1021, 13 uUSPQd
1307, 1309 (Fed. Cr. 1989).

Thus, petitioner bears the burden of proving by a
preponderance of the evidence its standing, and its clai m of
priority and |ikelihood of confusion. Respondent bears the
burden of proving its affirmative defenses under the sane

st andar d- - pr eponder ance of the evidence.?

St andi ng

Standing requires only that a party seeking
cancel lation of a registration have a good faith belief that
it islikely to be damaged by the registration. See Section
14 of the Trademark Act, 15 U. S.C. 81064. See also, 3 J.

Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, 820:46 (4th ed. 2001). The belief in damage

can be shown by establishing a direct commercial interest.
Petitioner’s application for the mark CNS for various
printed materials in International Cass 16 and an online
news service in International C ass 42 has been refused
registration on the basis of respondent’s invol ved

registration. Thus, petitioner has standing to bring this

8 If petitioner’s unregistered mark is found by the Board to be
merely descriptive of petitioner’s involved services, then
petitioner must prove acquired distinctiveness of its mark. See
Yamaha | nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d
1572, 6 USPQ@d 1001, 1006 and 1008 (Fed. Cir. 1988).

11
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petition to cancel. See Lipton Industries, Inc. v. Ralston
Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982);
Linville v. Rvard, 41 USPQd 1731, 1734 (TTAB 1996), aff’'d
at 133 F. 3d 1446, 45 USPQRd 1374 (Fed. G r. 1998); and Rail -
Trak Construction Co., Inc. v. Railtrack, Inc., 218 USPQ
567, 571 (TTAB 1983).

Moreover, in the case now before us we find that
petitioner’s use of the mark CNS for an online news service
provi di ng news, features, photos, cartoons, etc. of interest
to Catholics and/or froma Catholic perspective establishes

petitioner’s direct commercial interest and its standing to

petition to cancel. See Cunni nghamv. Laser Golf Corp.
supra. ®
Priority

A party asserting a clai munder Section 2(d) of the
Trademar k Act nust establish prior use of a trademark or
service mark, or trade nane or other indication of origin.
As stated by the Court of Appeals for the Federal Circuit in
the case of Towers v. Advent Software Inc., 913 F.2d 942, 16
USP2d 1039, 1041 (Fed. Cir. 1990):

Under the rule of Oto Roth [Oto Roth & Co. v.
Uni versal Foods Corp., 640 F.2d 1317, 209 USPQ 40 (CCPA

° Respondent argues that because ‘CNS is generic or descriptive
wi t hout acquired distinctiveness, petitioner |acks standing to
bring this petition to cancel. (Brief, p. 6.) The nmerits of
petitioner’s assertion of common law rights in a service mark
will be addressed | ater herein. |n any event, however,
petitioner has established its standing to file this petition to
cancel

12
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1981)], a party opposing registration of a trademark

due to a likelihood of confusion with his own

unregi stered term cannot prevail unless he shows that

his termis distinctive of his goods, whether

i nherently, or through the acquisition of secondary

meani ng or through “whatever other type of use may have

devel oped a trade identity.” Oto Roth, 640 F.2d at

1320, 209 USPQ at 43.

That is, petitioner nust establish that its unregistered
service mark is entitled to service mark status, either
i nherently or through acquired distinctiveness.

Respondent argues that CNS is generic or, at |east,
merely (and highly) descriptive, and that petitioner has not
shown that its asserted mark CNS has acquired
di stinctiveness.

In this regard, we consider the pleadings. Respondent
did not plead as affirmative defenses that petitioner’s mark
is generic and/or nerely descriptive of its involved
services. Nonethel ess, respondent argues that it “raised
genericness as a defense” to the petition to cancel.
(Respondent’s brief, p. 16.) Wile this issue was not
pl eaded by respondent, it was raised in respondent’s notion
for summary judgnent (filed in January 2003); and
petitioner, in its response thereto (filed in April 2003),
fully addressed this defense on the nerits and cross-noved
for summary judgnent in its favor thereon as well as on its
pl eaded ground of I|ikelihood of confusion. Thus, the

parties “tried” the additional affirmative defenses of

genericness and descriptiveness, insofar as genericness has

13
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been said to be the ultinmate case of descriptiveness,
because the evidence submtted at the sunmary judgnment stage
of this case is essentially the evidence submtted under the
parties’ joint stipulation as the evidence for trial.

Respondent’ s answer is now consi dered anended to
conformto the evidence under Fed. R Cv. P. 15(b) to
include the affirmati ve defenses of genericness and nere
descriptiveness w thout acquired distinctiveness.

Petitioner contends that respondent has not proven that
petitioner’s mark CNS is either generic or nerely
descriptive of petitioner’s online news services featuring
stories, cartoons etc. of interest to Catholics. Petitioner
further contends that the evidence shows CNS is neither
generic nor nerely descriptive, but if the Board finds CNS
to be nerely descriptive the mark has acquired
di stinctiveness.

The second nmatter we clarify is that of the burden of
proof on these two affirmative defenses--genericness and
mere descriptiveness. Respondent argues that petitioner
“‘bears the burden of proving nongenericness.’ Yellow Cab
Co. of Sacramento v. Yellow Cab of Elk G ove, 266 F.Supp.2d
1199, 1203 (E.D. Cal. 2003).” W disagree with respondent’s
argunent which is based on a citation to a trademark
infringenment civil action. There is no question that a

plaintiff asserting rights in an unregistered mark in a

14
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registrability question before the Board nust show that its
mark is either inherently distinctive or has acquired
di stinctiveness. See Towers v. Advent, supra. However,
there is no requirenent in a Board case that as an el enent
of the plaintiff’s proof it nust show that its mark i s not
generic. Rather, if a defendant is asserting that the
plaintiff’s unregistered mark is generic and/or nerely
descriptive wthout acquired distinctiveness, it nust so
pl ead (putting both the plaintiff and the Board on notice as
to the defendant’s position), and | ater prove those
defenses. (O course, as expl ained previously, acquired
di stinctiveness nust be proven by the party asserting that
its mark has acquired distinctiveness).

Here petitioner’s mark is the letters CNS, which
petitioner has acknow edged stand for the words “Catholic
News Service.” Moreover, respondent referred in its brief

(pp. 12-13) to dictionary definitions of the words

» 10

“Catholic,” “news,” and “service. Both parties referred
to petitioner’s Registration No. 2630640 i ssued under
Section 2(f) of the Trademark Act on COctober 8, 2002 for the
mar k CATHOLI C NEWS SERVI CE (“news service” disclainmed) for

“printed materials, nanely, newsletters, periodicals and

0 The Board hereby takes judicial notice of said dictionary
definitions. See The University of Notre Dane du Lac v. J.C
Gournet Food Inports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’d,
703 F.2d 1372, 217 USPQ 505 (Fed. G r. 1983). See also, TBW
8§704.12 (2d ed. rev. 2004).

15
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brochures, containing information about current affairs
i ncl udi ng news, features and photographs, froma Catholic
perspective” in International Cass 16 and “distribution of
news, features and photographs of current events froma
Cat holic perspective, via a global conputer information
networ k, postal service and print publications” in
International Cass 42. (Exhibit B, Itens 7 and 8.)
Respondent contends that petitioner’s asserted mark,
CNS, is a generic, or at |least a highly descriptive, acronym
for the generic words “Catholic News Service”; and that
petitioner’s asserted mark has not acquired distinctiveness.
Petitioner’s position is that its mark is inherently
distinctive, or in the alternative, if it is found to be
merely descriptive, that its mark has acquired
di stinctiveness.
The critical issue in determning genericness is
whet her nmenbers of the relevant public primarily use or
under st and the designation sought to be registered to refer
to the genus or category of goods or services in question.
See Inre Anerican Fertility Society, 188 F.3d 1341, 51
USPQ2d 1832 (Fed. Cir. 1999); and H WMarvin G nn Corp. V.
I nternational Association of Fire Chiefs, Inc., 782 F. 2d
987, 228 USPQ 528 (Fed. CGir. 1986).
Havi ng carefully reviewed the record in this case, it

cannot be said that there is a preponderance of evidence

16
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show ng that rel evant consuners perceive the letters CNS as
generic for an online news service covering matter of
interest to or fromthe perspective of Catholics. That is,
the evidence before us does not show that CNS is generic for
petitioner’s services.

We consi der next whether petitioner’s mark, CNS, is
nmerely descriptive of petitioner’s services. Because this
is aletter mark, we start with the gui dance of the
predecessor of our primary reviewing Court in Mddern Optics,
| ncorporated v. The Univis Lens Conpany, 234 F.2d 504, 110
USPQ 293, 295 (CCPA 1956):

Wi | e each case nust be decided on the
basis of the particular facts involved,
it would seemthat, as a general rule,
initials cannot be considered
descriptive unless they have becone so
general |y understood as representing
descriptive words as to be accepted as
substantially synonynous therewth.
See al so, Racine Industries Inc. v. Bane-C ene Corp., 35
USP2d 1832 (TTAB 1994); and Avtex Fibers Inc. v. Gentex
Cor poration, 223 USPQ 625 (TTAB 1984). The reasoning of the

Modern Optics case has received favorable treatnent by other

Courts of Appeals. See G Heileman Brewi ng Co. v. Anheuser-
Busch Inc., 873 F.2d 985, 10 USPQ2d 1801, 1808 (7th Cr
1989); and Anheuser-Busch Inc. v. Stroh Brewery Co., 750
F.2d 631, 224 USPQ 657, 659 (8th Cr. 1984). O course, the

Board is bound to follow the rule of Modern Optics

17
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regardl ess of its favorable reception by other Courts of
Appeal s.

Thus, if sone operation of imagination is required to
connect the initials to the services, the initials cannot be
equated with the descriptive phrase, and the letters are
then suggestive in nature, and are protectable.

The record before us does not establish that the
letters CNS woul d be recogni zed by rel evant consuners as
“substantially synonynous” with the phrase “CATHOLI C NEWS
SERVICE.” Even if relevant consuners recogni zed the letters
“NS” as news service in the context of a news service, the
letter “C could stand for any nunber of words. For
exanple, Exhibit B, Item28 (printouts of web pages fromthe
“Charisma News Service”) and Item 57 (the search report from
a private conpany of its search of “CNS” for “conputerized
news services providing online access to news”) shows that
ot her entities have used or registered marks consisting of
or including the letters CNS for rel ated goods and servi ces.
(CNS CHARI SMA NEWS SERVI CE ONLINE for a Christian news
service; ' Registration No. 1210917 issued on Septenber 28,
1982 to Comodity News Services, Inc. for the mark CNS for

“news wire and video news wire services featuring commodity

1 The record includes information that this entity has apparently
ceased use of the letters CNS per petitioner’'s request. (Exhibit
B, Item 28.)

18
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quotations and rel ated i nformati on nessages, and data by
means of a conmuni cati ons network.”)

Respondent has not established by a preponderance of
evidence that “CNS” is generic or nerely descriptive of
petitioner’s involved services. To whatever extent
respondent’s evidence m ght show that the words CATHOLI C
NEWS SERVI CE, consi dered separately or together, are generic
or nerely descriptive, we note that those words are not the
mar k upon which petitioner is relying in this case. W find
that petitioner’s mark CNS is inherently distinctive and
prot ect abl e.

We find that petitioner has established trade identity
rights which the law will recognize in its comon |aw mark
CNS, and has established use of that mark since June 1989
for its daily news report, photo service, cartoon service,
novi e reviews, etc. services of interest to Catholics and/or
froma Catholic perspective, and since 1995 for the digital
photo service. Respondent’s registration issued from an
application filed Cctober 14, 1999 and respondent’s
established first use is June 15, 2000. *?

In sum we find that petitioner’s mark is inherently
distinctive (or if upon appellate reviewit is necessary,

petitioner has established acquired distinctiveness), and

2 1f petitioner’s mark CNS is ultimately found to be nerely
descriptive, we find that petitioner has established that its

19
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that petitioner has established continuous use of its mark
since 1989, which is well prior to respondent’s filing date
in October 1999 and respondent’s proven first use in June
2000. Therefore, with regard to the issue of priority and
petitioner’s claimof common law rights in the mark CNS for
an online news service featuring news, cartoons, photos,
etc. of interest to Catholics and/or froma Catholic
perspective, petitioner has established its priority.

Respondent’ s Renai ning Affirmative Defenses

At this juncture, we will address respondent’s
remai ning affirmati ve defenses. Respondent originally
pl eaded the affirmati ve defenses of |aches, acquiescence,
wai ver, and equitable estoppel. In its brief on the case,
respondent’s “Statenent of the Issues” (pp. 6-7) refers only
to the genericness/descriptiveness of petitioner’s mark and
I'i kelihood of confusion, with no reference to | aches,
acqui escence, waiver, and/or equitable estoppel. However,
later in its brief (pp. 40-41), in the discussion of the du

Pont factor relating to the interface between respondent and

petitioner, respondent referred to the possibility of
respondent being “entitled to judgnent under a theory of

| aches or estoppel,” with an even nore passing reference to

the word “acqui escence.”

mar k CNS has acquired distinctiveness under Section 2(f) of the
Tradenmark Act prior to respondent’s first use of its mark.

20
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Respondent has waived its affirmative defenses of
acqui escence and waiver as it did not pursue themat trial
or inits brief.

Wth regard to | aches and estoppel (two separate and
different defenses), respondent essentially asserts that
petitioner had actual know edge of respondent’s mark in
“early 2000,” contacted respondent through a cease and
desist letter dated March 7, 2001, and filed the petition to
cancel on “April 18, 2002” only after “both parties invested
heavily in their marks for several years.”

In contradiction to this argunent, the record shows
that the mark petitioner becane aware of in early 2000 was
respondent’s use of CONSERVATI VE NEWS SERVI CE ( Exhi bit A,
ltem 2, question 18); that respondent’s mark involved in
this cancell ati on proceedi ng, CNSNEWS. COM CYBERCAST NEWS
SERVI CE and desi gn, was published for opposition on Decenber
26, 2000; that petitioner sent a cease and desist letter to
respondent on March 7, 2001 (referencing respondent’s use of
CNS as an acronym for Conservative News Service); that in
response to a phone nessage fromrespondent, petitioner then
sent anot her cease and desist letter on April 24, 2001
(referencing respondent’ s website address and
application/registration; that again after a phone nessage
fromrespondent, petitioner sent a followup letter dated

June 13, 2001; that petitioner sent a further letter dated

21
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July 18, 2001; that there was further correspondence between
the parties dated July 18, 2001 (fromrespondent), August 9,
2001 and Septenber 30, 2001; ! and that petitioner filed its
petition to cancel on January 30, 2002.

It is an understatenent to say that respondent has not
established either |aches or estoppel in this case. To the
contrary, it is clear that petitioner made its concerns
known to respondent throughout 2001 and filed the petition
to cancel in January 2002, the sanme nonth that respondent’s
registration issued. Thus, respondent’s renaining
affirmati ve defenses nust fail

Li kel i hood of Conf usion

We now turn to our determ nation of |ikelihood of
confusi on, which nust be based on our analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the |ikelihood of confusion issue. See Inre E
|. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973). See also, Inre Majestic Distilling Conpany,
Inc., 315 F.3d 1311, 65 USPQR2d 1201 (Fed. G r. 2003). Based
on the record before us in this case, we find that confusion

is not |ikely.

13 See Exhibit B, Itens 62, 64 and 65. Copies of the last three
ref erenced correspondence letters were not subnmtted by
petitioner “due to the talks of settlenent.” (Petitioner’'s reply
brief, p. 6, footnote 2.) Reference was nade to these last three
letters in the second Sterba declaration. (Exhibit B, Item 62,
par agraph 6.)
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Turning first to a consideration of the parties’
respective services, petitioner is restricted to the
services for which it has proven use of its mark, because it
is relying on common law rights in its mark CNS. Petitioner
has established that it offers an online news service which
features stories of interest to and/or is presented froma
Cat holic perspective. Respondent’s services, as identified
inits registration, are “conputer services, nanely,
providing information on-1line, concerning news, special
interest and opinions.” Thus, while petitioner is
restricted to the specific services for which it has
established use of its mark (an online news service
featuring stories of interest to Catholics and/or presented
froma Catholic perspective), respondent’s identification of
services is not restricted and could include features and
stories of interest to Catholics.

We find that respondent’s identified services enconpass
those nore limted or specific services of petitioner.

Thus, this factor weighs in petitioner’s favor.

The trade channel s through which both parties’ services
are offered include the Internet. Thus, the invol ved
services are offered through at |east one of the sane trade
channels. See On-line Careline Inc. v. American Online
Inc., 229 F.3d 1080, 56 USPQ2d 1471 (Fed. Cir. 2000). This

factor favors petitioner.
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Turning to a consideration of the marks, petitioner
argues, inter alia, that the dom nant feature of
respondent’s mark is the letters CNS as this is the first
portion of the mark and the letters appear in |arger type
t han the disclai med words “CYBERCAST NEWS SERVI CE.”

Respondent, on the other hand, argues that the marks
must be considered in their entireties; that the only matter
the marks share is the letters CNS; that respondent uses the
letters in the sane font size as the words NEWS. COM and t he
mar k i ncludes the phrase “CYBERCAST NEWS SERVI CE” as wel | as
a very noticeabl e design and stippling, which cannot be
ignored as only background; and that petitioner’s letter
mark CNS is not at all simlar to the conbination of
letters, words and design features used together to form
respondent’s regi stered narKk.

In In re Electrolyte Laboratories Inc., 913 F.2d 930,
16 USPQ2d 1239, 1240 (Fed. Cir. 1990), another case
i nvol vi ng conposite marks featuring letters, the Court of
Appeal s for the Federal Circuit nmade the foll ow ng
st at enent :

There is no general rule as to whether
letters or design will dom nate in
conposite marks; nor is the dom nance of
letters or design dispositive of the
issue. No elenent of a mark is ignored
sinply because it is | ess dom nant, or

woul d not have trademark significance if
used al one.
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...[T] he spoken or vocalizabl e el enent
of a design mark, taken w thout the
design, need not of itself serve to

di stingui sh the goods. The nature of
stylized letter marks is that they
partake of both visual and oral indicia,
and both nust be weighed in the context
in which they occur.

...[El]ven if the letter portion of a
desi gn mark coul d be vocalized, that was
not dispositive of whether there would
be Iikelihood of confusion. A design is
vi ewed, not spoken, and a stylized

| etter design can not be treated sinply
as a word marKk.

As stated by McCarthy at 3 J. Thomas McCarthy, MCarthy

on Trademarks and Unfair Conpetition, 823:33 (4th ed. 2001):

For simlar design or |letter marks,
simlarity of appearance is usually
controlling, for such marks are

i ncapabl e of bei ng pronounced or of
conveyi ng any i nherent neaning, as do
word marks. For such marks, the
lettering style may be sufficient to
prevent a |ikelihood of confusion.
(Footnote omtted)

Moreover, it is well settled that marks nust be
considered in their entireties, not dissected or split into
conponent parts and each part conpared with other parts.
This is so because it is the entire mark which is perceived
by the purchasing public, and therefore, it is the entire
mar k that nust be conpared to any other mark. It is the
i npression created by the involved marks, each considered as
a whole, that is inportant. See Kangol Ltd. v. KangaROOS
US A Inc., 974 F. 2d 161, 23 USPQ2d 1945 (Fed. Cir. 1992);

and Franklin M nt Corporation v. Master Manufacturing
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Conpany, 667 F.2d 1005, 212 USPQ 233 (CCPA 1981). See al so,

3 J. Thomas McCarthy, MCarthy on Trademarks and Unfair

Conpetition, 823:41 (4th ed. 2001).

In this case, respondent’s mark consists of
“CNSNEWS. COM' and t he words “ CYBERCAST NEWS SERVI CE” (in
smaller font), all in arectangle with nultiple horizontal
lines and stippling. Thus, respondent’s mark conbi nes
letters and words (in differing size fonts) with design
features, whereas petitioner’s comon | aw mark consists of
only the letters CNS in standard character (typed) font.

The rectangl e design including horizontal lines is a very
noti ceabl e visual feature of respondent’s narKk.

As to the connotations of the parties’ marks,
respondent’s mark clearly has the connotation of *CYBERCAST
NEWS SERVICE’ and in fact, those words appear as part of
respondent’s mark. As explai ned previously herein, the
record before us does not prove that petitioner’s mark, CNS,
is generic or even nerely descriptive of online news
services. Nonetheless, and not in the context of the
letters per se, but on the |likely perception by consuners of
the letters given petitioner’s specific service relating to
Cat holic perspective, we find that consuners nay perceive
petitioner’s mark as connoting or relating to “Catholic News
Service.” This is particularly true as the evidence shows

that petitioner sonetines uses “CNS CATHCLI C NEWS SERVI CE’
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and a design. Exhibit B, Item49 (includes petitioner’s
speci nens submtted with its application), and Itens 29-40
(exanpl es of petitioner’s invoices).

Considering the marks in their entireties, we find that
respondent’s mark when considered in relation to
petitioner’s common |law mark CNS, differs substantially in
appear ance, sound, connotation and conmercial i npression.
See In re Hearst Corp., 982 F.2d 493, 25 USPQ2d 1238 ( Fed.
Cr. 1992). It is this du Pont factor which is a pivotal
factor in this case. See Chanpagne Louis Roederer S. A V.
Delicato Vineyards, 148 F.3d 1373, 47 USPQRd 1459 (Fed. Gr.
1998); and Kellogg Co. v. Pack’em Enterprises Inc., 951 F.2d
330, 21 USPQ2d 1142 (Fed. Cr. 1991). That is, even
considering the various du Pont factors which favor
petitioner, as discussed elsewhere in this opinion, this
factor of the dissimlarities of the marks so outwei ghs the
ot her factors that respondent nust prevail on the issue of
I'i kel i hood of confusion.

Anot her du Pont factor we consider in this case is the
fame of petitioner’s mark. Petitioner contends that its
mar k “has achi eved notoriety” and the evidence “supports a
finding that CNS has achi eved a degree of recognition
(apparent notoriety) and success anong the consum ng public”
(brief, pp. 13-14); and later inits reply brief (p. 10),

petitioner contends that the evidence “establish[es] the
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fame of the mark.” The strongest evidence before the Board
of the “fanme” of petitioner’s common |aw mark CNS is found
in the first declaration of Mark Lonbard, wherein he avers
that the mark has been in continuous use since June 1989,
that petitioner’s pronotional expenses for the CNS mark from
Oct ober 1999 - July 2002 total ed $275,851; that petitioner’s
revenues from subscriber and user fees for its CNS mark from
Cct ober 1999 - July 2002 total ed $11, 028,994; that

petitioner has had over 200 publishing clients in the United
States from 1999 through 2002; that petitioner’s website had
approximately 1.5 mllion hits per nonth in the first eight
mont hs of 2002; that petitioner’s CNS service typically
produces 25-30 news stories a day; and that petitioner
serves clients in over 50 countries and has correspondents
all over the world.

However, as respondent contends, the evidence shows
that petitioner’s mark CNS is frequently used wi th anot her
of petitioner’s marks, “CATHOLI C NEWS SERVI CE” (Exhi bit B,
Itens 29-40, 45 and 49); and that petitioner acknow edges
that it “advertises in trade association publications but
not in other types of publications due to contractual
obligations to its current client publications.” (First
Lonmbard decl aration, paragraph 12.) Thus, the record is
vague and anbi guous about whet her the consuners/users

recogni ze the letters CNS per se as identifying petitioner
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as the source of these services, or if instead the
consuners/users recogni ze petitioner’s use of CNS in the
context of petitioner’s “CATHOLI C NEW5S SERVI CE.”

W find that “fanme” has not been proven. Petitioner’s
CNS mark may be strong within its purchaser group, but it
has not been established that the mark is well known or
fanobus to the user or reader group of consuners. Petitioner
does not advertise to readers/users due to its contractual
obligation in relation to subscribers/purchasers. There is
no particular context of the size of the market for
petitioner’s services or petitioner’s relative market share
thereof. Mere length of use is not sufficient to establish
consuner awareness of the mark, such that the mark can be
found to be fanobus. See General MIIs Inc. v. Health Valley
Foods, 24 USPQ2d 1270, 1277 (TTAB 1992). The |limted
evi dence we have regarding petitioner’s use of its mark CNS
is not sufficient to establish public recognition and renown
of petitioner’s mark, as that du Pont factor has been
interpreted. See Sports Authority Mchigan Inc. v. PC
Aut hority Inc., 63 USPQ2d 1782, 1795-1796 (TTAB 2002); and
Toro Co. v. ToroHead Inc., 61 USPQ2d 1164, 1170 (TTAB 2001).
Cf. Recot Inc. v. MC. Becton, 214 F.3d 1322, 54 USPQ2d 1894
(Fed. G r. 2000); and Kenner Parker Toys Inc. v. Rose Art
I ndustries Inc., 963 F.2d 350, 22 USPQRd 1453 (Fed. G r

1992). Sinply put, we cannot find on the evidence in this
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record that petitioner’s CNS mark is “fanpbus” to the
rel evant purchasers/users. However, the evidence does
establish that petitioner’s mark is well known. To sone
extent, this factor favors petitioner, but “fane is
relative, not absolute” (Sports Authority v. PC Authority,
63 USPQRd at 1796); and petitioner’s mark is certainly not
on a par with the marks in Kenner, supra, and Recot, supra.
Wth regard to the purchasers and the conditions of
sale, it is clear that there are two distinct classes of
consuners, each with its own nethod of accessing
petitioner’s services -- first there are the purchasers of
the news services (such as ACL, CNN, Tine) who pay from
hundreds of dollars to over $11,000 annually for the
services; and second, there are users who read the news
service stories for free by accessing petitioner’s service
via the Internet. Certainly the purchasers are
sophi sticated consuners who purchase the services not on
i npul se but with care and deli beration. See Electronic
Design & Sales v. Electronic Data Systens, 754 F.2d 713, 21
USPQ2d 1388 (Fed. Cir. 1992). Wile the users may well be
| ess sophisticated and may not use the sane care, presunably
t hese users know which website they are on, and to whatever
extent they may be confused by the letters CNS, respondent’s
wor ds “ CYBERCAST NEWS SERVI CE” make cl ear that respondent is

not the “CATHOLI C NEWs SERVICE.” This factor is neutral.
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Wth regard to the du Pont factor of the nunber and
nature of simlar marks in use in connection with simlar
services, we start by stating there is very mninmal evidence
of third-party use. However, respondent contends that the
record contains evidence of a few uses and that its evidence
of third-party registrations can be used to illustrate how a
termis perceived in the industry. Sone exanples include a
printout of web pages fromthe CHARI SMA NEWS SERVICE and its
use of CNS;'* and Registration No. 1210917 for the mark CNS,

i ssued to Commodity News Services, Inc. for “news wire and
video news wire services featuring comodity quotations and

related information.” Cearly the generic words “news
service” are in use and wll be used by various entities who
provi de news services, and the letters “NS” are used to
refer to “news service.” The letter “C may refer to any
nunmber of words which begin with the letter “C,” including
t hose of record herein such as “Catholic,” “Conservative,”
“Charisma,” “Cybercast.” This factor slightly favors
respondent.

We turn to the du Pont factor relating to actual
confusion. Despite simultaneous use since June 2000, and

notw t hstandi ng petitioner having a |l arge presence in its

field (e.g., receiving 1.5 mllion hits per nonth on its

¥ The record shows that petitioner sent this entity cease and
desist letters regarding use of the letters CNS, which apparently
resulted in Charisma News Service ceasing use thereof.
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news service website in 2002), there has been mniml (if
any) actual confusion. Petitioner contends that it has
provi ded evi dence of two instances of actual confusion
(brief, pp. 10-12 and reply brief, pp. 6-7). Specifically,
the two instances are the followng: (1) a July 17, 2002 e-
mail froma man “active in raising awareness about i nportant
issues in our culture as they relate to faith, life, famly
and education” and who “was appalled by the article bel ow
[regarding cloning and carrying ‘ CNSNews. com and
‘CNSNews. com Staff Witer’ bylines] fromCNS'; and (2) a May
17, 2002 e-mail froma man associated with the Alliance for
Marriage who wote [in a story regardi ng honosexual marri age
carrying ‘ CNSNews. comi and ‘ CNSNews. com Staff Witer’
bylines] that “the *Catholic News Service has again shown
their determnation to give voice to groups and interests

ot her than the | eaders of the Catholic church in the United
States.” (First Lonbard decl aration, paragraphs 28 and 30;
and Exhibit B, Itens 9 and 11.)

M. Lonbard s first declaration also includes his
averments about incidents such as a radio station in Vernont
referring to “a report fromCNS” when it was respondent, not
petitioner (paragraph 32); and e-mails to petitioner
referring to respondent (paragraphs 33, 34, 35). 1In
addition, Patricia Zapor averred in her declaration

(paragraph 10) regarding (1) an incident on an el evator
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i nvol vi ng one of respondent’s reporters identifying hinself
as working for CNS, and (2) receiving an email list fromthe
director of the Institute on Religion and Public Policy
wherein the sender stated that “people in his business
circle had expressed confusi on about who CNSNews.comis.”

| nportantly, one problemw th petitioner’s asserted
exanpl es of actual confusion is that none of the exanples
i nvol ve respondent’s mark as regi stered which is the only
i ssue before the Board. That is, there is no evidence of
actual confusion between petitioner’s mark and respondent’s
regi stered mark. Moreover, in several of the exanples it is
quite clear that the witer is not at all confused about the
source of or the differences between petitioner’s service
and respondent’s service. (For exanple, a February 10, 2000
emai |l from*“cgunty” to “mlonbard” includes the foll ow ng:
“Can CNS (the real news service) [petitioner] go after these
pretenders?”; and an email from Helen Gsman to Julie Asher
states “l just got this [an email article carrying a
CNSNews. com byline]. | amassumng it is not fromthe real
CNS [petitioner], and wanted to alert y'all to it.").
Finally, sonme of the exanples, such as the instance by
Patricia Zapor referring to another person’s statenents
about confusion reported to himis of virtually no probative
value as there is no evidence directly fromthe nan who

asserted people told himthey were confused. In addition,
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the way this incident is reported in Ms. Zapor’s declaration
indicates that this did not involve confusion based on
respondent’s regi stered nmarKk.

Thus, the record is devoid of any instance of actual
confusion by rel evant purchasers and/or users as to
petitioner’s and respondent’s respective involved marks.
Wi | e evidence of actual confusion is not required to
establish a |ikelihood of confusion, in this case, where
petitioner itself asserts a vast presence in the field since
1989 (25 to 30 stories a day with over 200 publi shing
clients and 1.5 mllion hits per nonth in 2002 on
petitioner’s website) and respondent’s presence since June
2000 (wth large sales and expenditure figures), it is
significant that despite all this, there is no evidence of
actual confusion. The absence of any instances of actual
confusion weighs in respondent’s favor, especially in the
circunstances of this case, where both parties have used
these marks for the essentially sane services for several
years, but the parties have not encountered any instances of
actual confusion by consuners.

Anot her du Pont factor argued by petitioner in the case
now before us is “the variety of goods on which a mark is or
is not used (house mark, ‘famly’ mark, product mark).”
Petitioner contends that its CNS mark is used as a trade

nanme, trademark and service mark in that petitioner
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di stributes news, photos, cartoons and ot her features of
interest to Catholics. W do not agree that this has been
clearly established in this case. Thus, this factor is
neutral .

Petitioner argues that that there is a significant
potential for confusion in that respondent is creating
“initial interest confusion” because respondent uses CNS,
CNS NEWS and CNS NEWS. COM as net at ags whi ch hel ps direct
traffic to respondent’s website, and because respondent uses
CNSNEWS. com as a byline in its stories.

Respondent contends that this du Pont factor favors it
because its registered mark includes the words “CYBERCAST
NEWS SERVICE’ as well as a significant design feature; and
that considering the nunber of tinmes petitioner’s mark has
appeared in the then-four years since respondent comrenced
use of its registered mark with petitioner able to offer
only two flawed instances of actual confusion, it is clear
that the potential for confusion is de mnims.

Agai n we enphasi ze that this cancellation proceeding
i nvol ves the question of the registrability of respondent’s
mark as shown in the registration (not the letters CNS or
CNSNEWS or CNSNEWS. COM used al one in connection with
respondent’s services or as netatags or bylines).

There nmust be shown nore than a nere possibility of

confusion; instead, there nust be denonstrated a probability
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or likelihood of confusion. See Electronic Design & Sal es
Inc. v. Electronic Data Systens Corp., 954 F.2d 713, 21
USPQ2d 1388, 1391 (Fed. Cir. 1992), quoting fromWtco
Chem cal Conpany, Inc. v. Wiitfield Chem cal Conpany, Inc.,
418 F.2d 1403, 164 USPQ 43 (CCPA 1969) as follows: “W are
not concerned with nere theoretical possibilities of
confusion, deception, or mstake or with de mnims
situations but with the practicalities of the commerci al
world, with which the trademark |aws deal." See al so,
Triunph Machi nery Conpany v. Kentmaster Manufacturing
Conpany Inc., 1 USPQ2d 1826 (TTAB 1987). The Trademark Act
does not speak in terns of renote possibilities of
confusion, but rather, the |ikelihood of such confusion
occurring in the marketplace. In this case, it is our
belief that the possibility or |ikelihood of confusion
between petitioner’s mark CNS and respondent’s regi stered
mark is renote. '

In sunmary, despite the rel atedness of the parties’
services and the simlar trade channels, in balancing the
relevant du Pont factors (simlarity or dissimlarity of the
marks, simlarity or dissimlarity and nature of the

goods/services, simlarity or dissimlarity of the channels

S petitioner referred inits reply brief (p. 6) to this Board
proceedi ng as involving “trademark infringenent.” 1t is not such
an action, however. Respondent’s asserted uses of netatags and
journalist bylines is not a question before this Board and woul d
nore properly be addressed in a trademark infringenment action
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of trade, conditions under which and buyers to whom sal es
are made (i.e., sophistication of purchasers, cost of
goods/ services), fanme of the prior mark, the nature and
extent of any actual confusion, and the length of tine
during and the conditions under which there has been use by
both parties w thout evidence of actual confusion), we find
that petitioner has not net its burden of establishing a

i keli hood of confusion between the involved nmarks. The
cont enpor aneous use of these marks, as has occurred since
June 2000, in connection with these services, is not |ikely
to cause confusion as to the source or sponsorship of such
services. See Chanpagne Louis Roederer S. A v. Delicato

Vi neyards, supra; and Kellogg Co. v. Pack’ em Enterprises
Inc., supra; and Burns Philip Food Inc. v. Mddern Products
Inc., 24 USPQ2d 1157 (TTAB 1992), aff’d, unpub’d, but
appearing at 1 F.3d 1252, 28 USPQ2d 1687 (Fed. Cr. 1993).

Decision: The petition to cancel is denied.
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