THIS DISPOSITION IS NOT _
CITABLE AS PRECEDENT Mai | ed:
OF THE TTAB Sept. 24, 2004
Bottorff

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Tri bal Sportswear, |nc.
V.
Jayson R Abram

Cancel | ati on No. 92032828

George W Neuner and Carrie Webb O son of Edwards & Angel |l
LLP for Tribal Sportswear, Inc.

Jayson R Abram pro se.

Bef ore Quinn, Bucher and Bottorff, Adm nistrative Trademark
Judges.

Opinion by Bottorff, Adm nistrative Trademark Judge:
Jayson R Abram respondent herein, owns Registration
No. 2234902, which is of the mark TRI BAL | MPRESSI ONS (and

design) as depicted bel ow.
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The goods identified in the registration are “apparel for
men and wonen, nanely, tee shirts, shirts, pants, dresses,
skirts, jackets, suits, athletic tops and bottons and
accessories, nanely, scarves, hats and hand-bati ked
scarves,” in Class 25. The registration issued on March 23,
1999 from an application filed on January 6, 1997.1

Tribal Sportswear, Inc., petitioner herein, filed a
petition to cancel respondent’s registration on March 6,
2002. As its ground for cancellation, petitioner alleges
that respondent’s registered nmark, as applied to the goods
identified in the registration, so resenbles petitioner’s

previ ousl y-used and registered mark TRIBAL,? as to be likely

Y June 1, 1998, is alleged in the registration as the date of
first use of the mark anywhere and as the date of first use of
the mark in commerce. The followi ng statenment al so appears in
the registration: “The mark contains a stylized drawing of an
i vory neckl ace.”

2In the petition for cancellation, petitioner alleged ownership
of Registration No. 1843013, of the mark TRIBAL (in typed form
for “nen’s, ladies and children's clothing; nanmely, woven and
knit shirts, jeans, sweatshirts, pants, skirts, shorts, junpsuits
and jackets.” However, petitioner failed to make this
registration properly of record, either by tinmely subm ssion of a
status and title copy of the registration pursuant to Tradenark
Rule 2.122(d), or by proving the current status and title of the
registration by neans of the testinony of a conpetent tria
witness. (A printout of the registration obtained fromthe USPTO
website was introduced as an exhibit to the testinony deposition
of petitioner’s witness M. Chong, who testified that the
registration originally issued to a third party and was
subsequently assigned to petitioner. However, M. Chong failed
to testify clearly that the registration is extant.) In view of
M. Chong’'s testinony establishing petitioner’s priority of use
of its mark on clothing, however, the unavailability to
petitioner of the statutory presunptions arising from ownership
of a registration is not fatal to petitioner’s case herein.
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to cause confusion. See Trademark Act Section 2(d), 15
U.S.C. §1052(d).?3

Respondent filed an answer by which he denied the
salient allegations of the petition to cancel, and in which
he al so made various allegations denom nated as “affirnative
def enses,” which in essence are nerely further denials of
petitioner’s likelihood of confusion claim?

The evi dence of record consists of the February 25,
2003 di scovery deposition of respondent Jayson Abram and the

exhibits thereto (made of record by petitioner via notice of

% Petitioner’s petition for cancellation also alleges (at

par agraph 14) that respondent’s mark “dilutes the

di stinctiveness” of petitioner’s mark. Assumng that this

al l egation was made in support of a claimof dilution under
Trademark Act Section 43(c), we note that petitioner presented no
argunment in support of such claiminits brief on the case and
thus is deened to have waived such claim The evidence of record
fails to establish the claimin any event. Also, in petitioner’s
brief on the case, petitioner argues that respondent’s

regi stration should be cancel |l ed because, according to
petitioner, the evidence shows that respondent had not nade use
of the registered mark in commerce prior to the date the
registration issued. However, this “non-use” claimwas neither

pl eaded in the petition to cancel nor tried by the express or
inmplied consent of the parties, and we therefore shall give it no
consideration. Thus, the only statutory ground for cancellation
at issue in this case is Section 2(d).

4 W note, however, that respondent’s all egation that confusion
is not likely due to the geographic separation of the parties is
not a valid defense in this proceeding. Respondent’s
registration is not geographically restricted, and so is presuned
to have nationwi de effect. Also, in respondent’s brief on the
case, respondent argues that petitioner’s mark is generic and
thus not entitled to protection. Aside fromthe fact that there
is no evidence of record to support this argunment, we note that
this argunment constitutes an attack on the validity of
petitioner’s pleaded registration and is therefore a conpul sory
count ercl ai m whi ch shoul d have been pleaded wth respondent’s
answer. See Trademark Rule 2.144(b)(2), 37 C.F. R 82.114(b)(2).
W have given this argunment no consideration.
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reliance), and the May 13, 2003 testinony deposition of
petitioner’s officer Mchel Chong and the exhibits thereto.
Petitioner and respondent filed main trial briefs, and
petitioner filed a reply brief. No oral hearing was
requested. We grant the petition to cancel.

Petitioner has proven that it markets clothing sold
under the mark TRIBAL. (Chong Depo. at 7.) In view
t hereof, and because petitioner’s |ikelihood of confusion
claimis not frivolous, we find that petitioner has
established its standing to petition to cancel respondent’s
registration. See, e.g., Lipton Industries, Inc. v. Ralston
Puri na Conpany, 670 F.2d 1024, 213 USPQ 185 ( CCPA 1982).

To prevail on its Section 2(d) ground for cancellation,
petitioner nust establish its priority and the existence of
a likelihood of confusion. Petitioner has proven that it
has used the mark TRIBAL in the United States on or in
connection with |adies’ clothing continuously since
approxi mately 1988. (Chong Depo. at 5-7.) The earliest
dat e upon whi ch respondent can rely for priority purposes in
this case is the January 6, 1997 filing date of the
application which matured into his involved registration.
See Tradenmark Act Section 7(c), 15 U.S.C. 81057(c). W
therefore conclude that petitioner has established its

priority of use under Section 2(d).



Cancel | ati on No. 92032828

Qur |ikelihood of confusion determ nation under Section
2(d) is based on an analysis of all of the probative facts
in evidence that are relevant to the |ikelihood of confusion
factors set forth inlnre E 1. du Pont de Nemours and Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In considering the
evi dence of record on these factors, we keep in mnd that
“[t] he fundanental inquiry nmandated by 82(d) goes to the
cumul ative effect of differences in the essenti al
characteristics of the goods and differences in the nmarks.”
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24, 29 (CCPA 1976).

First, we find that the parties’ goods are legally
identical in part and otherwi se closely related, and that
they are marketed in legally identical trade channels and to
| egal ly identical classes of purchasers. These facts wei gh
in favor of a finding of |ikelihood of confusion.

Petitioner has proven that it uses its mark on and in
connection with | adies’ wear, casual wear, and sportswear,
i ncluding suits, slacks, pants, skirts, tops and shorts.
(Chong Depo. at 4-5; Exhibit Nos. 31-36.) Respondent’s
goods, as identified in the registration, are “apparel for
men and wonen, nanely, tee shirts, shirts, pants, dresses,
skirts, jackets, suits, athletic tops and bottons and
accessories, nanely, scarves, hats and hand-bati ked

scarves.” These goods are identified broadly, and we nust
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presunme that they include all types and manners of such
goods, and that they are sold in all normal trade channels
and to all normal classes of purchasers for such goods. See
Oct ocom Systens, Inc. v. Houston Conmputer Services Inc., 918
F.2d 937, 16 USPQ 1783 (Fed. G r. 1990). W therefore
reject as irrelevant respondent’s contention that his goods,
unli ke petitioner’s goods, “are intended to appeal to the

ni che African-Anmerican market with association to the
African tribal |legacy.” (Brief at 2.) Mreover, we find
that clothing itens of the type sold by petitioner and
identified in respondent’s registration are general consuner
itenms which are purchased with only a normal degree of care,
a fact which weighs in favor of a finding of |ikelihood of
conf usi on.

W next nust determ ne whether respondent’s mark and
petitioner’s mark, when conpared in their entireties in
ternms of appearance, sound and connotation, are simlar or
dissimlar in their overall comercial inpressions. The
test is not whether the marks can be di stingui shed when
subjected to a side-by-side conparison, but rather whether
the marks are sufficiently simlar in terns of their overal
commercial inpression that confusion as to the source of the
goods offered under the respective marks is likely to
result. The focus is on the recollection of the average

purchaser, who normally retains a general rather than a
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specific inpression of trademarks. See Sealed Air Corp. V.
Scott Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore,

al though the marks at issue nmust be considered in their
entireties, it is well-settled that one feature of a mark
may be nore significant than another, and it is not inproper
to give nore weight to this domnant feature in determning
the comercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. Cr
1985). Finally, where, as in the present case, the marks
woul d appear on virtually identical goods, the degree of
simlarity between the marks which is necessary to support a
finding of likely confusion declines. Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
uUsP@d 1698 (Fed. Cir. 1992).

Applying these principles in the present case, we find
that respondent’s mark is sufficiently simlar to
petitioner’s mark that confusion is likely to result from
use of the respective marks on the parties’ legally
i dentical and otherw se closely related goods. TRI BAL,
petitioner’s mark, is a significant and in fact the dom nant
feature in the conmmercial inpression created by respondent’s
mark. The word TRIBAL in respondent’s mark is presented as
the first word in the mark, and in a size which is many
times larger than the word | MPRESSI ONS. The desi gn el enent

of respondent’s mark (which is stated to be a depiction of



Cancel | ati on No. 92032828

an ivory necklace) would be perceived as nerely reinforcing
the prom nent significance of the word TRI BAL.

Viewing the marks in their entireties, we find that the
simlarity which results fromthe prom nent use of the word
TRIBAL in both marks far outwei ghs the points of
dissimlarity between the marks, i.e., the presence in
respondent’s mark of the additional word | MPRESSI ONS and t he
additional design elenent. Stated differently, we find that
respondent’s mark uses as its dom nant feature the entirety
of petitioner’s mark, i.e., the word TRIBAL, and that the
resulting |ikelihood of source confusion is not negated or
reduced by the presence in respondent’s mark of the word
| MPRESSI ONS and the design elenent. The “inpressions” which
are connoted by respondent’s mark are TRI BAL i npressions,
and the design of the ivory necklace further reinforces the
concept of TRIBAL. Purchasers are likely to assunme, based
on the prom nence of the word TRIBAL in both petitioner’s
and respondent’s marks, that clothing itens sold under the
two marks cone fromthe sane or a related source.

Additionally, we find that petitioner’s mark, if not a
famous mark, is at least a mark with a strong presence in
the marketplace. Petitioner has sold clothing under its
TRI BAL mark since 1988, with 1996-2002 sal es revenue of
approximately $107 mllion and advertising and pronoti onal

expendi tures of approximately $783,000 dollars during that



Cancel | ati on No. 92032828

sane period. (Chong Depo. at 7, 11-16.) Petitioner’s
clothing is sold in major departnent store chains such as
Macy’s, as well as in 1500 to 2000 other retail stores
across the country. (ld. at 7.) This evidence further
supports a finding of |ikelihood of confusion in this case.
Based on the evidence of record and for the reasons
di scussed above, we find that petitioner has established
that a |likelihood of confusion exists. Any doubt as to the
correctness of this conclusion (and we have none) nust be
resolved in petitioner’s favor and agai nst respondent, the
| ater user. See In re Hyper Shoppes (Chio) Inc., 837 F.2d
840, 6 USPQ2d 1025 (Fed. Cir. 1988); In re Martin’s Fanobus
Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed. GCir
1984). Because petitioner also has established its standing
and its Section 2(d) priority, we find that petitioner is

entitled to the relief it seeks.

Decision: The petition to cancel is granted.



