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Doyna, Ltd.
V.

Doyna M chi gan Co.

Thomas S. Keaty and Bella |I. Safro of Keaty Professional Law
Cor poration for Doyna, Ltd.

Doyna M chigan Co., pro se.?!

Bef ore Seeherman, Chapnman and Wl sh, Admi nistrative
Trademar k Judges.

Opi ni on by Chaprman, Adm nistrative Trademark Judge:
Doyna, Ltd. (a New York limted liability conpany) has
filed a petition to cancel a registration issued on the

Princi pal Register to Doyna M chigan Co. (a M chigan

1 On Decenber 18, 2003, respondent filed a letter to the Board
interpreted by the Board (in an order dated April 6, 2004, p. 2)
as a notion to extend dates. |In the letter respondent’s
president, Al exander Kaytser, stated that “the attorney that we
have retained for this nmatter is unable to attend the proceedings
due to other obligations.” To be clear, no attorney has ever
entered an appearance on respondent’s behalf in this cancellation
pr oceedi ng.
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corporation) for the mark ZH GULY for “beer” in
| nternational Class 32.2

Petitioner alleges, inter alia, that it “is now and has
been for the | ast several years engaged in the business of
i nporting and selling al coholic and non-al coholic beverages,
i ncl udi ng beer ‘ Zhi gul evskoj o’ (Zhi gul evskoye) or *Zhiguli’
for short” (paragraph 1); that petitioner “has been
inporting ‘Zhiguli’ beer fromRussia, particularly ‘Zhiguli’
beer manufactured by Brewery Hanovni ki (Khanovni ki), Mscow,
Russi a” (paragraph 2); that *Zhi gul evskoye’ beer is naned
for its place of origin, the town of Zhiguli in the Samara
region of Russia; that ‘Zhiguli’ or ‘Zhiguly is a well-
known nmountain range along the Volga river, in Russia, and
it is also the name of a region which includes the nountain
range and a national park; that “the term‘ZzZhiguli’ is a
wel | - known geographic place” and it is a “well-known
geographic place in Russia where beer is manufactured”’
(paragraphs 8-9); that “the term‘zZhiguli’ has |ong been
associ ated with Russian beer in the mnds of the U S.
public” and “the termis recogni zed as a geographic term and
as a termfor Russian beer by distributors of alcoholic
beverages in this country” (paragraph 16); that “purchasers

of [respondent’s] products would reasonably identify or

2 Registration No. 2549428 issued March 19, 2002, from an
application filed August 25, 2000, based on a clained date of
first use and first use in commerce of August 1, 2000.
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associ ate the goods sold under the mark ‘Zhiguli’ [sic --
“Zhiguly’] with the geographic |ocation contained in the
mar k” (paragraph 23); that respondent inports and sells beer
manufactured in a brewery in Lithuania; and that respondent
(through an attorney) sent a letter to petitioner demandi ng
that petitioner cease its use of the mark ZH GULI for beer
based on respondent’s asserted rights in the mark ZH GULY.
Based on these allegations, petitioner alleges that (i)
respondent obtained its registration of a geographic term
for its beer products contrary to the provisions of Section
2(e)(2) of the Trademark Act, 15 U. S.C. 81052(e)(2); or (ii)
alternatively, the mark ZHIGULY, in relation to respondent’s
goods, is primarily geographically deceptively
m sdescriptive contrary to the provisions of Section 2(e)(3)
of the Trademark Act, 15 U.S. C. 81052(e)(3); or (iii)
alternatively, respondent obtained registration of a
deceptive termcontrary to the provisions of Section 2(a) of
the Trademark Act, 15 U.S.C. 81052(a), because respondent
inports and sells beer made in Lithuania under a mark which
identifies a place in Russia.
In its answer respondent admts the foll ow ng

par agraphs of the petition to cancel:

“Petitioner has been inporting ‘Zhiguli

beer from Russia, particularly *Zhiguli

beer manufactured by Brewery Hanovni ki

(Khanovni ki), Mscow, Russia” and there

is a reference to petitioner’s beer
| abel , Exhibit No. 1 (paragraph 2);



Cancel | ati on No. 92033012

“Regi strant applied for a trademark
registration for ‘Zhiguly in

I nternational C ass 32 on August 25,
2000, alleging the date of first use in
interstate comerce of August 1, 2000.
On March 25, 2002, the mark was

regi stered on the Principal Register for
beer” (paragraph 17);

“..Registrant inports and sells beer

manuf act ured by Gubernija Brewery in the

city of Shaulay, Lithuania” and there is

a reference to respondent’s beer | abel,

Exhi bit No. 24 (paragraph 18); and

“On May 24, 2002, Registrant, through its

attorneys.., sent a letter to

[ petitioner], demanding that Petitioner

cease and desist using the term

“Zhiguli’.” and there is a reference to a

copy of the letter, Exhibit No. 25

(paragraph 24).
Respondent ot herw se denies the salient allegations of the
petition to cancel.

The Record
The record includes the pleadings, and particularly,

t he paragraphs adm tted by respondent, including the
exhibits nmentioned therein -- copies of petitioner’s beer
| abel , respondent’s beer |abel and respondent’s cease and
desist letter to petitioner (Exhibit Nos. 1, 24 and 25);3

and the file of respondent’s registration as provided in

® Wth one exception not relevant herein, exhibits to pleadings
are not evidence of record in the case unless properly identified
and introduced during testinony. See Trademark Rule 2.122(c).
See al so, TBWP 8317 (2d ed. rev. 2004). However, the exhibits
not ed above (Nos. 1, 24 and 25) are of record because respondent
adm tted those paragraphs of the petition to cancel. In
addition, we note that sonme of the exhibits to petitioner’s

pl eading were |later properly submtted as itens in petitioner’s
notice of reliance, which is fully discussed |ater herein.
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Trademark Rule 2.122(b)(1) and (2). Petitioner submtted
the deposition transcript, with exhibits, of the testinony
of its president and owner, Yakov Bronberg.*

Petitioner also submtted a notice of reliance on 17
listed itenms, sone of which are adm ssi bl e evidence and sone
of which are not. Petitioner noted in its brief (p. 8) that
respondent “did not challenge Petitioner’s evidence...”
However, the adverse party is not necessarily obligated to
object to evidence not submtted in accordance with the
rules. A party waives its right to object only on certain
matters (generally those relating to curabl e procedural
matters). As the Board stated in Oiginal Appal achi an
Artworks Inc. v. Streeter, 3 USPQd 1717, footnote 3 (TTAB
1987): “[A party] may not reasonably presune evidence is of
record when that evidence was not offered in accordance with
the Trademark Rules.” See al so, TBMP 88707.02(a) and 707.04
(2d ed. rev. 2004). 1In the circunstances of the case now
before us, we find that respondent has not waived its
objections to petitioner’s involved materials. W now
determ ne and explain seriatimthe adm ssibility of
petitioner’s 17 noticed itens.

Item Nos. 1-5 are copies of (i) a page froman Oxford

Press map of the Volga Basin, (ii) a page froman MSN nap of

* Respondent did not attend petitioner’s deposition of M.
Br onber g.
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the Samara region, (iii) a page from The Col unbi a Gazetteer

of the World (1998), (iv) a few excerpted pages from a study

on “Alcohol in the USSR (1982) published by Duke
(University) Press, and (v) a few excerpted pages from The

Wrld Guide To Beer (1977). These are all printed

publications properly nmade of record by way of notice of
reliance pursuant to Trademark Rule 2.122(e).

Item No. 6 is a copy of petitioner’s requests for
adm ssions to respondent whi ch have been deened admtted
under Fed. R Cv. P. 36(a) as they were unanswered by
respondent.® This material is adm ssible under a notice of
reliance pursuant to Trademark Rule 2.120(j)(3)(i).

Item Nos. 7-13 are photocopies of pages from I nternet
websites (sone in English and sonme in Russian with a
translation into English attached). As Internet materials
are transitory in nature, they are not self-authenticating
and therefore are not adm ssible under Trademark Rul e
2.122(e) as printed publications. See Raccioppi v. Apogee
Inc., 47 USPQ2d 1368, 1370 (TTAB 1998). See al so, TBMP
8704.08 (2d ed. rev. 2004). Attached to the notice of
reliance is the affidavit of Bella |I. Safro, one of
petitioner’s attorneys, averring to information regarding

the translations from Russian to English and the sources of

® In addition, the Board noted in an order dated April 6, 2004
that petitioner’s requests for adm ssion were deened admitted by
operation of Rule 36(a).
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the Internet printouts. However, the affidavit testinony of
a wtness is not adm ssible unless the parties have agreed
thereto in witing pursuant to Trademark Rule 2.123(Db).
There is no such stipulation of the parties herein. Thus,
none of the Internet evidence is adm ssible and cannot be
consi der ed.

Item No. 14 consists of photocopies of one-page letters
fromfour U S. distributors of alcoholic beverages (in
California, Georgia and New York). These letters are not
printed publications under Trademark Rule 2.122(e), and
there is nothing in the record to indicate that respondent
stipulated to the entry of such evidence. These four
| etters cannot be considered.

Item No. 15, the affidavit of a Russian-born person now
living in Tennessee, is inadm ssible for the reason
expl ai ned above regardi ng Trademark Rule 2.123(b).

Item No. 16, a photocopy of respondent’s beer |abel, is
al ready of record as Exhibit No. 24 to petitioner’s
pl eadi ng, because it was admtted by respondent in its
answer .

Item No. 17 is a copy of a letter sent by respondent to
the Board during the prosecution of this cancellation
proceeding. This is neither a printed publication nor an
official record under Trademark Rule 2.122(e). It cannot be

consi dered herein.
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In sum Item Nos. 1-6, and 16 from petitioner’s notice
of reliance are properly of record and have been consi dered
in reaching our decision. ItemNos. 7-15 and 17 are not
properly of record and have not been considered by the
Board. O course, all evidence of record is considered only
for whatever appropriate probative value it nmay have.

Only petitioner filed a brief on the case after trial,
and neither party requested an oral hearing.

The Parties

Petitioner, Doyna Ltd., |ocated in Brooklyn, New York,
was founded in 1997 and is an inporter of w ne, beer and
spirits fromeastern European countries. Petitioner has
been inmporting ZH GULI beer, from Moscow, Russia, for over
three years.

The information of record regardi ng respondent cones
fromits registration file; fromits admssions in its
answer to the petition to cancel; and fromits deened
admtted answers to petitioner’s requests for adm ssion (the
latter item having been nade of record by petitioner).
Respondent, Doyna M chigan Co., is a Mchigan corporation
| ocated in Farm ngton HlIls, Mchigan. Respondent inports
and sells beer manufactured by a brewery in Shaul ay,

Li thuania. Respondent first used the mark ZH GULY for beer

on August 1, 2000. |In May 2002, respondent sent a cease and
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desist letter to petitioner regarding petitioner’s use of
the mark ZH GULI for beer.
Burden of Proof

I n Board proceedings regarding the registrability of
mar ks, our primary review ng Court has held that the
plaintiff nust establish its pleaded case, as well as its
standi ng, and nust generally do so by a preponderance of the
evi dence. See Cunninghamv. Laser Golf Corp., 222 F.3d 943,
55 USP@2d 1842, 1848 (Fed. G r. 2000); and Cerveceria
Centroanericana, S.A v. Cerveceria India Inc., 892 F.2d
1021, 13 USP2d 1307, 1309 (Fed. Cir. 1989).

St andi ng

Standing requires only that a party seeking
cancel lation of a registration have a good faith belief that
it islikely to be damaged by the registration. See Section
14 of the Trademark Act, 15 U. S.C. 81064. See also, 3 J.

Thomas McCarthy, McCarthy on Trademarks and Unfair

Conpetition, 820:46 (4th ed. 2005). The belief in damge

can be shown by establishing a direct commercial interest.
Petitioner uses the mark ZH GULI for beer, and
respondent denmanded that petitioner cease such use in a My
2002 letter froman attorney for respondent to petitioner.
These facts establish petitioner’s direct conmerci al
interest and its standing to petition to cancel. See

Cunni ngham v. Laser CGolf Corp., supra.
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Pl eaded G ounds

Petitioner has pleaded three grounds for cancellation -
- Section 2(a) deceptive, 15 U S. C. 81052(a), Section
2(e)(2) primarily geographically descriptive, 15 U S. C
81052(e)(2), and Section 2(e)(3) primarily geographically
deceptively m sdescriptive, 15 U S. C. 81052(e)(3).

We begin with a discussion of the rel evant changes to
the Trademark Act as a result of the North American Free
Trade Agreenent (NAFTA) | nplenentation Act, Pub. L. No. 103-
182, 107 Stat. 2057 (1993), and the comments of our primry
reviewi ng Court, the Court of Appeals for the Federa
Circuit, in relation thereto.

NAFTA anmended Section 2(e)(2) of the Trademark Act by
deleting reference to primarily geographically deceptively
m sdescriptive marks; adding Section 2(e)(3) to the
Trademark Act to prohibit registration of primrily
geogr aphically deceptively m sdescriptive marks; and
anendi ng Section 2(f) of the Trademark Act to elimnate
primarily geographically deceptively m sdescriptive nmarks
frombecom ng registrable via a showi ng of acquired
di stinctiveness.

The Court in In re California Innovations, Inc., 329
F.3d 1334, 66 USPQ2d 1853 (Fed. G r. 2003), concluded that
the standard for determning whether a mark is primarily

geographically deceptively m sdescriptive under the new

10
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Section 2(e)(3) of the Act is different from and nore
rigorous than, the standard for determning registrability
of the sane types of marks under Section 2(e)(2) of the Act
prior to the NAFTA anendnent. The Court stated the
follow ng (66 USPQRd at 1856-1857, and 1858):

NAFTA and its inplenenting | egislation obliterated
t he distinction between geographically deceptive
mar ks and primarily geographically deceptively

m sdescri ptive marks.

Thus, 81052 no | onger treats geographically
deceptively m sdescriptive marks differently from
geographically deceptive marks. Like

geogr aphically deceptive marks, the analysis for
primarily geographically deceptively

m sdescri ptive marks under 81052(e)(3) focuses on
deception of, or fraud on, the consuner. ...
Accordingly, the test for rejecting a deceptively
m sdescriptive mark is no |onger sinple |ack of

di stinctiveness, but the higher show ng of

decepti veness.

The anmended Lanham Act gi ves geographically
deceptively m sdescriptive marks the sane
treatment as geographically deceptive marks under
8§1052(a).

As a result of the NAFTA changes to the Lanham
Act, geographic deception is specifically dealt
with in subsection (e)(3), while deception in
general continues to be addressed under subsection
(a). Consequently this court anticipates that the
PTO wi || usual |y address geographically deceptive
mar ks under subsection (e)(3) of the anended
Lanham Act rat her than subsection (a). Wile
there are identical |egal standards for deception
in each section, subsection (e)(3) specifically

i nvol ves deception invol ving geographi c marks.

In view thereof, we will give no further consideration
to petitioner’s Section 2(a) claim but will turn to an

anal ysis of the Section 2(e)(3) ground.

11



Cancel | ati on No. 92033012

The Court in California Innovations articul ated the

follow ng standard for determ ning whether a mark is
primarily geographically deceptively m sdescriptive, Id. at
66 USPQ2d at 1858:

(1) the primary significance of the mark is a

general ly known geographic |ocation, (2) the

consum ng public is likely to believe the pl ace

identified by the mark indicates the origin of the

goods bearing the mark, when in fact the goods do

not conme fromthat place, and (3) the

m srepresentation was a material factor in the

consumer’ s deci si on.
See also, In re Save Venice New York Inc., 259 F.3d 1346, 59
UsPQ2d 1778 (Fed. Cir. 2001).

Wth regard to the first prong of the test for whether
atermis primarily geographically deceptively
m sdescriptive, “the primary significance of the mark is a
general |y known geographic |ocation,” petitioner’s evidence
clearly shows that Zhiguly (also spelled zZhiguli)® is a
geographic place in Russia and is primarily known as that
geographic location. Zhiguly is the nane of an area in
Russia on the Volga River, as well as a town in Russia, a
nountain range and a national park, all in the Zhiguly
region. This area is known for its natural beauty and it is

referred to as “the pearl of Russia.” (Bronberg dep., pp.

11-13; and notice of reliance item Nos. 1-3.) Respondent

® The word is sonetimes spelled ending with an “i” and sonetines
ending with a “y.” The difference appears to be a difference in
transliteration fromthe Russian al phabet.

12
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admts that ZHH GULY is the nane of a geographic region in
the Vol ga region of Russia; and that both the city of
Zhiguly and the Zhiguly National Preserve are located in
Russi a.

On this record, Zhiguly, Russia is not an obscure
place. It is not a small region, and there are nunerous
geogr aphi ¢ places naned Zhiguly in the region, including a
town, a nountain range and a national preserve. The first
prong of the test has been nmet. Cf., In re Societe General e
des Eaux M nerales de Vittel S. A, 824 F.2d 957, 3 USPQd
1450 (Fed. Gr. 1987); In re Bavaria St. Pauli Brauerei AG
222 USPQ 926 (TTAB 1984); and In re Brauerei Aying Franz
| nsel kammer KG, 217 USPQ 73 (TTAB 1983).

Turning to whether “the consuming public is likely to
believe the place identified by the mark indicates the
origin of the goods bearing the mark, when in fact the goods
do not cone fromthat place,” we find that petitioner has
established this prong of the test. Beer has been produced
in the Zhiguly region of Russia for over 40 years; and the
Zhiguly region along the Volga River is associated with
beer. *“Zhiguly, or Zhigul yovskoye, it’s a short nanme for
regi onal place of production.” (Bronberg dep., p. 12.)’

“The Zhiguly represent basically the traditional beer

" M. Bronberg grew up in the Soviet Union/Russia, and it is
apparent fromhis testinony that his English granmar i s not
perfect.

13
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production [in] former Soviet Union and Russia. And it’s
connected to certain place in Volga region -- Zhiguly.”
(Bronberg dep., p. 13.) Petitioner inports ZH GULI beer for
its “community” of Russian-speaking custoners, and this
comuni ty nunbers about seven and one-half mllion people.
(Bronberg dep., p. 14.)

The 1982 study “Al cohol in the USSR’ published by Duke
(University) Press, includes the follow ng statenents (pp.
16 and 24):

The popul ar Zhiguli beer containing 2.8 percent

al cohol conposed sone 90 percent of all beer

produced in 1956 ...and its dom nance has probably

remai ned.

There are eight to ten brands of beer sold in the

USSR, but Zzhiguli beer constituted about 90

percent of all beer sold in this period.

The average price of Zhiguli beer rose fromO0.45
rubles in 1954 to 0.47 in 1978.

Further, The World Guide To Beer (p. 197) states: “The

range i ncludes Russia s everyday beer-brand, the |ight
“Zhiguli,” which is named after the region where the barley
is grown. In the brewing of *Zhiguli,’” unmalted barley and
corn-flour are used as adjuncts.”

Wiile we do not take these statements in the two
publications for the truth of the matter asserted, they
provi de additional evidence as to the perception of the
rel evant consuners, the Russian-speaking comunity in the
United States. See also, M. Bronberg's testinony relating

to | earni ng about Zzhiguly, Russia and “Zhiguly” beer from

14
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the time of his childhood in Russia. (Bronberg dep., p.
12.)

There is no question that respondent’s beer does not
cone from Zhiguly, Russia or the Zhiguly region of Russia.
Respondent has admtted that the beer it inports and sells
under the mark ZH GULY is produced in a brewery in
Lithuania. See petitioner’s notice of reliance Item No. 6
(petitioner’s requests for adm ssion, request No. 6).

As to the third prong of the test, “the
m srepresentation was a material factor in the consuner’s

decision,” the record establishes that Zhiguly, Russia is
known for its beer and that the relevant public in the
United States is aware of that connection. According to the
record, there are seven and one-half mllion people in the
Russi an- speaki ng community in the United States who woul d
purchase this beer specifically because of the geographic
connotation (Bronberg dep., pp. 14 and 17). This is not an
i nsignificant nunber of purchasers. That is, for at |east
this nunber of consuners the term“Zhiguly,” and the beli ef
that the beer cones fromthe Zhiguly region, is material to
their decision to buy the product.

Accordingly, we find that petitioner has established,

by a preponderance of evidence, that respondent’s registered

mark ZH GULY is primarily geographically deceptively

15
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m sdescriptive in relation to respondent’s beer not nade in
the Zhiguly region of Russia.

We have held herein that the termZH GULY is primarily
geographically deceptively m sdescriptive for beer not nade
in the Zhiguly region of Russia. Because respondent’s beer
does not cone fromthe place naned, the term cannot be
primarily geographically descriptive under Section 2(e)(2)
inrelation to respondent’s goods.

Deci sion: The petition to cancel is granted only on
t he ground of geographically deceptive m sdescriptiveness,
and Registration No. 2549428 will be cancelled in due

course.
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