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Opi nion by Drost, Adm nistrative Tradenmark Judge:
On March 19, 2002, Registration No. 2,551,269 issued on
t he Suppl enental Register for the mark “911. NET” in typed
formto respondent (Intrado Corp.)?! for the follow ng
servi ces:
Communi cation services, nanely tel ephone, wreless, and
gl obal conputer network conmmuni cations for identifying

and notifying a designated popul ati on of an inpendi ng
energency situation; Conmmuni cation services, nanely

! The case caption now correctly reflects the name of respondent.
See Order dated August 29, 2003 at 4 (“The Ofice incorrectly
recorded a security agreenent as an assi gnnent and changed
respondent’s name in the caption of this proceeding”).
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el ectroni c conmuni cation and information systens that

facilitate access to and use of energency information

by energency adm ni stration personnel, public service
access providers, public safety agencies, and
comercial firns providing energency services;

t el econmuni cati ons gateway services, nanely

conputerized 911 support, coordination, call generation

and voi ce nessaging in Class 38.

The registration was based on an intent-to-use
application that was filed on January 19, 2000. The
application was anmended on Novenber 7, 2001, to seek
regi stration on the Supplenmental Register. The registration
asserts a date of first use and first use in comerce of
Oct ober 15, 2001.

On April 19, 2002, petitioner (A J. Boggs & Co.)
petitioned to cancel respondent’s registration on the ground
that it owns the domain nane “911.net” and it applied to
register the mark 911. NET for the follow ng services:

I nt er net - based information security services, namely,

secured transaction, authentication, registration,

identification, virtual private network, encryption
data transport and storage, and verification services;
facilities, conputer equipnment, and network security
nmoni toring services; security applications,
infrastructure, and operations support services; and
nmoni toring services for conpliance with household and
enterprise policies, events, procedures, and applicable

regul atory standards in C ass 42.

During the course of the exam nation of the
application, petitioner alleges that it was advised that
respondent’s then pendi ng application for 911. NET m ght be
cited against petitioner. Petitioner goes on to allege that

by “reason that Petitioner’s mark was first used prior to
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Registrant’s filing of their application, Petitioner has
rights in its mark superior to Registrant’s rights.”
Petition to Cancel at 2. Petitioner alleges that it “first
used the mark on May 16, 1996 and first used the mark in
comerce on Cctober 23, 2000.” 1d. Petitioner concludes by
claimng that respondent’s registration “will continue to
interfere with Petitioner’s full enjoynent of its rights in
its 911. NET and will result in substantial detrinment to
Petitioner.” 1d. at 3. Respondent denies the salient

all egations of the petition to cancel.

The Record

The record consists of the followwing itens: the file
of the involved registration; the trial testinony deposition
of Russell Lahti, petitioner’s network admnistrator, with
acconpanyi ng exhibits; the trial testinony deposition of
John C arke Anderson, petitioner’s founder and manager, wth
acconpanyi ng exhibits; the trial testinony deposition of
petitioner’s president, Janmes D. Anderson, with an exhibit,
and the trial testinony deposition of petitioner’s custoner,
Al bert H Eaton, wth acconpanying exhibits;? and
respondent’s notice of reliance on a copy of its
Regi stration No. 2,204,802 and a certified copy of U S.

Application Serial No. 78078405.

2 The depositions have been | abel ed as confidential, which wll
[imt our reference to them
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St andi ng
The initial question that we address is whether

petitioner has standing. Young v. AG Corp., 152 F.3d 1377,

47 USPQ2d 1752, 1754 (Fed. Gr. 1998) (“Section 14 has been
interpreted as requiring a cancellation petitioner to show
(1) that it possesses standing to challenge the continued
presence on the register of the subject registration and (2)
that there is a valid ground why the registrant is not
entitled under law to nmaintain the registration”) (internal
quotation marks omtted).

For standing, petitioner asserts that respondent’s
application (now registration) has been cited as a potenti al
bar to its application. Petition to Cancel at 2. The file
of petitioner’s application (No. 78078405) shows that
proceedi ngs are suspended pendi ng the disposition of another
application. The exam ning attorney indicated with regard
to, inter alia, Serial No. 75898002, which ultimtely
regi stered to respondent as No. 2,551,269, that if “one or
nmore of the referenced applications matures into a
registration, the examning attorney nmay refuse
registration.” See Serial No. 78078405, Ofice Action dated
January 16, 2002 at 3. This evidence establishes

petitioner’s standing. Lipton Industries, Inc. v. Ralston

Purina Co., 670 F.2d 1024, 213 USPQ 185, 189 (CCPA 1982)

(parenthetical omtted) (“To establish a reasonabl e basis



Cancel | ati on No. 92040559

for a belief that one is damaged by the registration sought
to be cancelled, a petition may assert a |ikelihood of
confusion which is not wholly without nerit or, as here, a
rejection of an application during prosecution”). See also

Beech Aircraft Corp. v. Lightning Aircraft Co., 1 USPQd

1290, 1293 (TTAB 1986) (“Petitioner has pleaded rejection of
its own application for registration of the mark LI GHTNI NG
on the basis of registrant's outstanding registration and,
on this ground, would clearly not be a nere

‘“intermeddler’”); Rail-Trak Construction Co. v. Railtrack,

Inc., 218 USPQ 567, 571 (TTAB 1983) (“ Pl eading and proof of
rejection of an application based on the registration sought
to be cancelled is enough to create standing in a
cancel l ati on proceeding”). A certified copy of petitioner’s
application Serial No. 78078405 has been nade of record.
See Respondent’s Notice of Reliance dated June 22, 2004.
Therefore, petitioner has pleaded and proven its standing.
Priority

The next question we nust determ ne is whether
petitioner has shown that it has priority of use of the term
“911. NET” for the services. W begin by responding to
registrant’s argunent that “petitioner has not satisfied the
‘use in commerce’ requirenents of 15 U.S.C. § 1127 to
establish priority of right in 911.NET.” Brief at 9. It is

not required that petitioner establish that it used its mark
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in comrerce or even that it used its mark in a technica
trademark manner in order to prevail in this proceedi ng.

It is not required that Editors neet the technical
statutory requirenments to register ACE as its mark for
award cerenonies in order for Editors to have a basis
for objection to another's registration. Prior public
identification of petitioner with the nanme ACE for
awards from use anal ogous to service mark usage is a
sufficient ground for cancellation. See Jim Dandy Co.
v. Martha Wiite Foods, Inc., 458 F.2d 1397, 173 USPQ
673 (CCPA 1972) (use of a termas advertising slogan
sufficient to defeat a right of registration of mark by
anot her); see also [Anerican Stock Exch., Inc. v.

Anmeri can Express Co., 207 USPQ 356, 363 (TTAB 1980)]
(opposition may be based on use of termin manner

anal ogous to trademark use, such as "in adverti sing,
use as a grade mark, use as the salient or

di stinguishing feature of a trade nane, use of an
acronymor the initial letters of a corporate nane,
etc").

Nati onal Cabl e Tel evi si on Associ ation v. Anerican

C nema Editors Inc., 937 F.2d 1572, 19 USPQ2d 1424, 1429

(Fed. Cir. 1991) (footnote 4 set out bel ow).

For instance, one criterion for registrability is "use
in commerce” as defined in 15 U.S.C. § 1127. See Larry

Harnon Pictures Corp. v. WIlians Restaurant Corp., 929
F.2d 662, 18 USPQd 1292 (Fed. Cir. 1991); In re Mther

Tucker's Food Experience (Canada) Inc., 925 F.2d 1402,
17 USPQ2d 1795 (Fed. Cir. 1991). Wre failure to show
"use in commerce" a bar to petitioning for cancellation
of a registration, a party could never cancel a mark
based solely on intrastate use. This is not the |aw.
Section 14 requires only prior use; "in conmerce" is
noti ceably absent. See, e.g., Hess's of Al entown,
Inc. v. National Bellas Hess, Inc., 16 USPQ 673, 677
(TTAB 1971) (Prior use of mark in intrastate commerce
sufficient to sustain petition for cancellation based
on |ikelihood of confusion with that mark); Plynouth
Cordage Co. v. Solar Nitrogen Chem, Inc., 152 USPQ
202, 204 (TTAB 1966) (sane).

|d. at 1429 n. 4.
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The petition to cancel, which relied upon petitioner’s
al l egations of ownership of a domain nane and a date of
first use anywhere that preceded its allegation of a date of
first use in comerce by nore than four years, indicated
that petitioner was not sinply relying on its perfected
trademark rights, but also on use anal ogous to tradenark
use.

Anot her issue in determning priority is that, inasnuch
as petitioner is not relying on a federal registration as a
basis of its allegations of a |likelihood of confusion, we
must consi der whether petitioner’s mark is distinctive,
either inherently or through acquired distinctiveness.

Under the rule of Oto Roth, a party opposing

registration of a trademark due to a |ikelihood of

confusion wth his own unregistered term cannot prevail
unl ess he shows that his termis distinctive of his
goods, whether inherently or through the acquisition of
secondary neani ng or through “whatever other type of
use may have devel oped a trade identity.” Oto Roth &
Co. v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ
40, 43 (CCPA 1981). The Oto Roth rule is applicable

to trademark registration cancellation proceedi ngs as
wel | .

Towers v. Advent Software Inc., 913 F.2d 942, 16 USPQd

1039, 1041 (Fed. Gr. 1990) (full citation added).

We note that the registration that petitioner seeks to
cancel is registered on the Suppl enental Register, which is
an adm ssion that the termis not inherently distinctive.

In re Consolidated Foods Corp., 200 USPQ 477, 478 n.2 (TTAB

1978) (“Registration of the sane nmark on the Suppl enent al
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Regi ster is not prim facie evidence of distinctiveness; in
fact, such a registration is an adm ssi on of

descriptiveness”). See also Quaker State G| Refining Corp.

v. Quaker G| Corp., 453 F.2d 1296, 172 USPQ 361, 363 (CCPA

1972) .
Petitioner argues (Brief at 7) that:

Petitioner provides no energency services to people but
rather it provides services to businesses allow ng for
private and secure transm ssion and sharing of data

t hrough conputer networks. “911,” as used by
Petitioner, connotes a sense of security that upon

t hought and reflection, allows consuners to
conceptualize the nature of Petitioner’s services.
Thus, Petitioner’s 911. NET mark i s suggestive and

i nherently distinctive of the services provided...

Regi strant specifically identifies enmergency

t el ecomuni cation services. Therefore, the use of this
mark in conjunction with emergency 911 services woul d
not only be descriptive of the use, but al so generic.

When we view petitioner’s services as described inits
application and to which petitioner refers in its petition
to cancel and as shown by the record as the services in
connection with which petitioner has used its mark, the term
911. NET is not descriptive of these services.® Instead, it
suggests calling for help or receiving assistance for

petitioner’s information and network security services.

3 As will be discussed subsequently, to the extent that
petitioner is relying on services that overlap respondent’s
services, it has not shown that it has acquired distinctiveness
for the termas used in connection with those services. |If
neither party’'s mark is inherently distinctive, the board has
held that “priority lies with the party whose mark is the first
to becone distinctive through use in comerce. Perma Ceram
Enterprises Inc. v. Preco Industries Ltd., 23 USPQ2d 1134 (TTAB
1992).”" Laram Corp. v. Talk To Me Prograns Inc., 36 USPQd
1840, 1845 n.8 (TTAB 1995).
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Therefore, we now | ook at the evidence show ng the
earliest date on which petitioner can claimuse for the
pur poses of establishing priority (Hereinafter priority
date). In particular, we consider the evidence relating to
when petitioner first used 911. NET as a service mark for the
services identified in the application. The first piece of
evidence is a piece of correspondence on |etterhead
stationery with the “911. Net” |l ogo. Lahti dep. Ex. 2. The
letter also encloses a project satisfaction survey, which
i ncludes the “911. NET” logo. The letter is dated May 23,
2001, and it discusses Internet security nonitoring.
Anot her exhibit, Janmes C arke Anderson dep. Ex. 12, is an
invoice with the letterhead “911. net Secure NetworKki ng
Services.” It is dated Cctober 23, 2000. Petitioner’s
wi tness testified that “when we invoiced, it was the first
tinme that that trademark was used.” Janes C. Anderson dep
at 54. The witness clarified that “it was
during the first half of October that we provided the
service, but we didn’t have a trademark, you know, there was
no paperwork or, you know, any kind of collateral product
stuff left behind.” 1d. Petitioner has also submtted a
flyer dated February 2001 that lists petitioner’s services
as “911.net Network Security Consulting.” Janmes C arke

Ander son dep. Ex. 13.
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Respondent argues that it “has |ong been held that use

of a mark on an invoice which was inserted in a package with

goods was not a ‘use’ in commerce.” Brief at 8. However,

petitioner has alleged that it is providing services, and
i nvoi ces are good speci nens to denonstrate service mark
usage.

Unlike in a trademark application, where speci nens
filed nust reflect use of the mark on the goods or
their containers or displays associated with the goods
or tags or labels affixed to the goods, a service mark
application nust reflect use of the mark "in the sale
or advertising of services" which is nmuch broader in
scope than that of a trademark and may i ncl ude

adverti senments, brochures, invoices, and virtually
every formof printed nmatter.

In re Piece Goods Shops, Inc., 178 USPQ 512, 512 (TTAB

1973). See also Industrial Valley Bank and Trust Co. v.

Bankers Trust of South Carolina, N A, 201 USPQ 888, 893

(TTAB 1979).

Petitioner’s invoice denonstrates that it used 911. NET
as a service mark at |east by Cctober 23, 2000.

We turn next to the evidence relating to whether
petitioner used 911. NET in a manner anal ogous to tradenmark
use prior to Cctober 23, 2000. W find that such evi dence
for petitioner fails to establish a priority date earlier
t han Cctober 23, 2000. While use that is not technical
trademark or service usage may constitute evi dence of
priority, an “unbroken |line of precedents of both this court

and the Board nmake clear that activities clained to

10



Cancel | ati on No. 92040559

constitute anal ogous use nust have substantial inpact on the

purchasing public.” T.A B. Systens v. PacTel Teletrac, 77

F.3d 1372, 37 USPQd 1879, 1882 (Fed. Gr. 1996). “For
exanple, if the potential market for a given service were
10, 000 persons, then advertising shown to have reached only
20 to 30 people as a matter of l[aw could not suffice.” 1d.
at 1883.

Here, it is apparent that petitioner’s evidence for an
earlier priority date reached very few people and even fewer
potential purchasers. One exanple of petitioner’s evidence
is a business plan that nentions 911. NET on page 36 of the
plan. Janes O arke Anderson dep. Ex. 6.* On page 2, the
plan is marked as confidential and there is no evidence that
any significant nunber of potential purchasers saw the
docunent. Mich of the other evidence sinply points to a
brand or service that respondent was devel opi ng as opposed
to denonstrating actual use of the term

The remai ning evidence would not be likely to have an
i npact on purchasers. One exhibit is a grant application
that respondent’s witness reported “lists 911.net as a

brand.” John d arke Anderson test. dep. at 20. Another

* Furthernore, this docunment does not evidence any public use.
The witness testified that the plan was not distributed outside
t he conpany except once when an enpl oyee took the “business plan
to a banker wi thout authorization to disclose it, and after we
di scovered she did that, she was fired.” Janes C arke Anderson
test. dep. at 25.

11
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docunent (Ex. 7) is described as “an agenda for a neeting
that was internal to our conpany, and we were presenting
product plans.” Janes C arke Anderson test. dep. at 24.
Anot her docunent is an email to a potential custoner that
asks the potential custoner the follow ng question: “Wuld
it work to develop the 911. net brand for ‘personal network
security’ ”? Janmes C arke Anderson Ex. 8. Petitioner also
i ntroduced Ex. 9, which is dated March 20, 2000, that is a
“Busi ness Concept Docunent” that does show “911.net” and
t hat di scusses applicant’s services. However, it is marked
“confidential” and the witness described the docunent as
“anot her internal concept docunent devel oped in the spring
of 2000.” Janes C arke Anderson test. dep. at 45. |It,
therefore, would not have had a substantial inpact on the
pur chasi ng public.

Simlarly, the acquisition of a donmain nane does not by
itself establish priority of use of the termfor petitioner.

Br ookfi el d Conmmuni cations, Inc. v. West Coast Entertai nment

Corp., 174 F.3d 1036, 50 USPQd 1545, 1556 (9'" Cir. 1999):

Al t hough wi despread publicity of a conpany's mark ...may
be sufficient to create an association anong the public
bet ween the mark and West Coast, nmere use in limted e-
mai | correspondence with | awers and a few custoners is
not. West Coast first announced its web site at

"movi ebuff.cont in a public and wi despread manner in a
press rel ease of Novenmber 11, 1998, and thus it is not
until at least that date that it first used the
"nmovi ebuf f.cont mark for purposes of the Lanham Act ...
West Coast's first use date was neither February 1996
when it registered its domain nanme with Network
Solutions as the district court had concl uded,

12
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nor April 1996 when it first used "noviebuff.cont in e-
mai | conmuni cations, but rather Novenber 1998 when it
first made a w despread and public announcenent about
the imm nent |aunch of its web site.
In this case, applicant’s sinple acquisition of a donmain
nanme and other limted activities do not denonstrate that
these activities had a wi despread i npact on the public.

We next | ook at respondent’s evidence of use to
denonstrate whether it can establish priority. In addition
to its application, respondent has only submtted a copy of
petitioner’s application and another registration of
respondent. Normally, an application filing date for a use-

based application can establish first use of a mark. Levi

Strauss & Co. v. R Josephs Sportswear Inc., 36 USPQR2d 1328,

1332 (TTAB 1994) (“Inplicit in all these cases in which the
applicant submtted no evidence whatsoever, or submtted no
evidence as to its use of the mark, is that an applicant
does not have an affirmative duty to submt evidence of its
use of the mark™). Even for an intent-to-use application,
this date can serve as a constructive date of first use. 15

US. C 8 1057(c). See also Zirco Corp. v. Anerican

Tel ephone and Tel egraph Co., 21 USPQ2d 1542, 1544 (TTAB

1991) (“[T]here can be no doubt but that the right to rely
upon the constructive use date conmes into existence with the
filing of the intent-to-use application and that an intent-
to-use applicant can rely upon this date in an opposition

brought by a third party asserting common |aw rights”).

13
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However, in this case, respondent’s mark is registered
on the Suppl enental Register. Wen respondent filed its
application seeking registration on the Principal Register
(January 19, 2000), the application could not be filed on
t he Suppl enental Regi ster because the mark was not in use in
commerce.®> See 15 U.S.C. § 1091(a) (“All marks capabl e of
di stingui shing applicant’s goods ...which are in | awful use
in comerce ...may be registered on the suppl enenta
register”). Inasnmuch as respondent’s application that
i ssued as Registration No. 2,551,269 on the Suppl enent al
Regi ster was initially filed as an intent-to-use
application, the anendnent to seek registration on the
Suppl enent al Regi ster becones respondent’s effective filing
date. TMEP § 1102.03 (3'% ed. 2003) (“If an application is
based solely on 81(b), and the applicant files an acceptable
anendnent to all ege use or statenent of use and an
accept abl e anendnent to the Suppl enental Register, the
Ofice wll consider the filing date of the anmendnent to
all ege use or statenent of use to be the effective filing
date of the application. 37 CFR § 2.75(b)"). See also In

re Software Publishers Association, 69 USPQ2d 2009, 2010 n.2

(TTAB 2003) (“Because of applicant’s anmendnent to the

> Respondent anended the application on Novenber 7, 2001, to
allege that it first used the mark in commrerce on Cctober 15,
2001, and at that tine amended it to seek registration on the
Suppl enent al Regi ster.

14
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Suppl enental Register, the effective filing date of this
application becones the date applicant anended to the
Suppl enental Register after filing an acceptabl e anmendnent
to allege use”). Therefore, respondent’s effective filing
date is Novenber 7, 2001, which is subsequent to
petitioner’s COctober 23, 2000, priority date.®

The only other evidence that respondent has submtted
that m ght be relevant to establishing its priority date is

a certified copy of a Principal Register registration (No.

® Aregistration on the Suppl enental Register does not have the
same presunptions that are accorded a registration on the

Princi pal Register. Nautalloy Products, Inc. v. Daniel son

Manuf acturing Co., 130 USPQ 364, 365 (TTAB 1961) (“Since a

regi stration on the Supplenental Register is not afforded any
presunptions by the statute, petitioner’s registration of

“ CHROVALLOY' is inconpetent to establish petitioner’s claim of
prior rights therein”); Andrea Radio Corp. v. Prenmiumlnport Co.,
191 USPQ 232, 234 n.7 (TTAB 1976) (“Registrations on the

Suppl enent al Regi ster do not receive the advantages of Sec. 7(b)
of the Tradenmark Act: See: Sec. 26. Therefore, Registration No.
330,579 is not evidence of anything save that the certificate was
i ssued on the date printed thereon”); Copperweld Corp. v. Arcair
Corp., 200 USPQ 470, 474 (TTAB 1978) (A Supplenental Registration
“does not constitute prima facie evidence of registrant’s
ownership of the mark, or its exclusive right to use the mark in
commerce. |In fact, it is not prinma facie evidence of anything
except that the registration issued”); In re Federated Departnent

Stores Inc., 3 USPQd 1541, 1543 (TTAB 1987) (“It is
overwhel m ngly agreed that a Suppl enental Register registration
is evidence of nothing nore than the fact that the registration
i ssued on the date printed thereon...It is entitled to no
presunptions of validity, ownership, use or priority”); Hi-Shear
Corporation v. National Autonotive Parts Association, 152 USPQ
341, 344 (TTAB 1966) (“[A] Supplenental Registration is not
accorded the prina facie presunptions afforded by Section 7(b) of
the Statute with regard, inter alia, to the validity of the
registration and registrant's exclusive right to use the mark in
commerce; and nanifestly therefore cannot be considered as

evi dence of a proprietary right in the registered nark”).

15
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2,204,802) for the mark “9-1-1 NET” for “communi cation
services, nanely, electronic conmunication systens that
facilitate access to and use of energency information by
energency adm ni stration personnel and public service access
providers.” The registration includes a disclainer of the
term*®“9-1-1," apart fromthe nmark as shown. These services
are virtually identical (changes noted wth brackets) to
sone of the services in the Suppl enental Register
registration at issue in this proceeding, i.e.,

“Conmmuni cation services, nanely el ectronic comrunication
[and i nformation] systens that facilitate access to and use
of energency information by energency adm nistration
personnel, [and] public service access providers.” However,
respondent’ s Suppl enental Registration includes other
services that are not found in the earlier registration.

It “is well settled that an applicant’s ownership of a mark
differing fromthat sought to be regi stered can add not hi ng

toits rights of registration.” WIIliam Gant & Sons

Limted v. dd Gantian Co., 160 USPQ 20, 22 (TTAB 1968).

In this case, respondent cannot establish its priority date
by sinply relying on a prior registration for nuch narrower
services and a slightly different mark.

Therefore, based on the evidence of record, we conclude
that petitioner has priority by virtue of its use of 911. NET

as a service mark at least as early as Cctober 23, 2000.

16
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Li kel i hood of Conf usion

Next, we nust determ ne whether there is a likelihood
of confusion, because if a petitioner with priority does not
show that confusion is likely, the petitioner cannot
prevail.” In likelihood of confusion cases, we consider the
evidence of record in light of the relevant factors set out

inlnre Majestic Distilling Co., 315 F. 3d 1311, 65 USPQd

1201, 1203 (Fed. GCr. 2003). See alsoInre E |. du Pont

de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567 (CCPA

1973); and Recot, Inc. v. Becton, 214 F.3d 1322, 54 USPQRd

1894, 1896 (Fed. Cir. 2000).
We first consider petitioner’s and respondent’s
services. Respondent’s services are:

Commruni cati on services, nanely tel ephone, wreless, and
gl obal conmmuni cations for identifying and notifying a
desi gnat ed popul ati on of an inpendi ng enmergency
situation; Conmmunication services, nanely electronic
communi cation and information systens that facilitate
access to and use of energency information by emergency
adm ni stration personnel, public service access

provi ders, public safety agencies, and commercial firms
provi di ng enmergency services; telecomunications
gateway services, nanmely conputerized 911 support,
coordi nation, call generation and voi ce nessagi ng.

Petitioner’s services are Internet-based information
security services. These services are clearly significantly
different fromrespondent’s services. Respondent’s services

are directed to energency personal and the “911" energency

” Respondent did not address the likelihood of confusion issue in
its brief.

17
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t el ecommuni cations services. Petitioner’s services do not
indicate that there would be any significant overl ap between
the respective services. Petitioner argues that
“[c]ustoners seeking conmuni cati ons services associated with
information systens that facilitate access to and use of
energency information from Registrant will certainly have a
need for the information security services provided by
Petitioner to authenticate, protect and nonitor their
networks.” Brief at 10-11. Petitioner has the burden of
establishing the elenents of its case inasnmuch as it is
petitioning to cancel respondent’s registration. There is
little evidence to support petitioner’s conclusion that the
t el ecommuni cati on services of respondent and petitioner’s

I nternet services would be encountered by the sane
purchasers. In any event, the nere fact that the sane
entity may purchase petitioner’s and respondent’s services
does not by itself establish that the services are rel ated.

El ectronic Data & Sales Inc. v. Electronic Data Systens

Corp., 954 F.2d 713, 21 USPQ2d 1388, 1391 (Fed. Cr. 1992)
([All though the two parties conduct business not only in the
sane fields but also wth sone of the sane conpanies, the
mere purchase of the goods and services of both parties by
the sanme institution does not, by itself, establish

simlarity of trade channels or overlap of custoners”).

18
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We next turn to the simlarities and dissimlarities of
petitioner’s and respondent’s marks. Respondent’s and
petitioner’s marks are both for the term“911. NET.” They
are identical in sound and appearance.

However, as noted earlier, the services of petitioner
and respondent are different. Wen the nmarks of the parties
are used on these different services, their neanings and
commerci al inpressions would not be identical. For
petitioner’s Internet-based information security services,
the mark suggests that its services assist wth energencies
and problens. Therefore, the mark i s suggestive when used
in association with these services.?

On the other hand, the registration that petitioner
seeks to cancel is registered on the Suppl enental Register,
which is an adm ssion that the termis not inherently

distinctive. 1In re Consolidated Foods Corp., 200 USPQ 477

478 n.2 (TTAB 1978) (“Registration of the sane mark on the
Suppl enental register is not prim facie evidence of
distinctiveness; in fact, such a registration is an

adm ssi on of descriptiveness”). See also Quaker State Q|

Refining Corp. v. Quaker G| Corp., 453 F.2d 1296, 172 USPQ

361, 363 (CCPA 1972). Inasnuch as the mark 911. NET is for

services that include “conputerized 911 support,

8 If petitioner’s services concerned energency information
network services, the mark woul d be highly descriptive.
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coordi nation, call generation and voice nessaging,” the
“911” elenent of its mark woul d not be of nuch significance
i n distinguishing marks involving 911 support. Secondly,
the “NET” feature of respondent’s mark involving gl obal
conput er network communi cations for identifying and
notifying a designated popul ati on of an inpendi ng energency
and conputerized 911 support woul d again not be of source-
identifying significance. The term“.NET” is a top |evel
domain commonly used with Internet addresses. Panvi sion

Int’l L.P. v. Toeppen, 141 F.3d 1316, 46 USP2d 1511, 1513

(9" Cir. 1998) (“The Internet is divided into several ‘top
| evel” dommins: .edu for education; .org for organizations;
.gov for governnent entities; .net for networks; and .com
for "commercial" which functions as the catchall domain for
Internet users”). Therefore, respondent’s term 911. NET for
its “911” services for conmmunication services involving a
gl obal conputer network is highly descriptive inasmuch as it
describes its use with a 911 network.

Therefore, the marks’ neani ngs and commer ci al
i npressions as used in association with the parties’
services are not identical. In addition, the
descriptiveness and/ or suggestiveness of the marks is a
factor that indicates that confusion is not likely. Inre

Texas Instrunments Inc., 193 USPQ 678, 679 (TTAB 1976)

(“[While the registered mark ‘ COPPERCLAD nust be deened to
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be capabl e of distinguishing registrant's goods in commerce,
it nevertheless is nerely descriptive of such goods and as
such, is entitled to a narrow scope of protection”); In re

Central Soya Co., 220 USPQ 914, 917 (TTAB 1984) (“The Board,

too, has given limted protection to descriptive marks
regi stered on the Suppl enental Register”). The CCPA, a
predecessor of our primary review ng court, has al so
recogni zed that descriptive marks on the Suppl enenta
Regi ster may only be entitled to a narrow scope of

protection. In re The Corox Co., 578 F.2d 305, 198 USPQ

337, 341 (CCPA 1978) (“The level of descriptiveness of a
cited mark may influence the conclusion that confusion is
likely or unlikely”).

Because of the descriptive and suggestive nature of the
mar ks and the differences in these services, we hold that
confusion is not |ikely.

However, there is one additional point to discuss on
the issue of |ikelihood of confusion and that concerns the
specific evidence of the services with which petitioner
intends to use its marks. These services are nore specific
than the services in the application and petitioner’s
evidence indicates that it intends to use the mark in
associ ation wth energency network services.

911. net Services

- Roadsi de Servi ces
- Towi ng Services
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- Battery Junp Start

- Energency Call Handling
- Security Systens for Residential and Commercial Use
- Crime and Accident Reporting

- Energency Event Tracking
- Crimnal and Accident Event Directories

Strat egy
- Teamwth ...to use the 911.net brand for an
energency response network tied in with an on-
board phone services...
- Teamw th Lifedata for secure data nmanagenent,

i ncl udi ng web access to 911. net status for
security information about a car, hone, or
personal information...
As an application service provider (ASP), 911.net w |
deliver state-of-the-art records managenent, secure
messagi ng, practice managenent, and clini cal
i nformation systens to physicians, and snmall-to-nmedi um
si ze health care organization.
John Cl arke Anderson test dep. Ex. 9, pp. 4-5.
Later, petitioner’s exhibit indicates that 911. net services
“could be for services to energency roons, anbul ance
services, public safety agencies.” 1d. at 14. Furthernore,
petitioner lists “energency response know edge networks”
anong the directory and eBusi ness services it is devel opi ng
for its 911.net brand. John C arke Anderson test dep. EX.
12 at 1905.
Petitioner’s evidence shows that its services are

intended to be used with an energency response network. At

this point, we take judicial notice® of the fact that

® University of Notre Dame du Lac v. J.C. Gourmet Food |nports
Co., 213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983).
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“network” is defined as “a system of conputers
i nterconnected by tel ephone wires or other neans in order to
share information. Also called net.” The American Heritage
Di ctionary of the English Language (4'" ed. 2000).
Petitioner admts (Brief at 7) that the “three-digit
abbrevi ated dialing code ‘911" is commonly associated with
an energency situation where people dial that nunber in a
life or death situation to receive assistance.” Wile
petitioner argues (id.) that it “provides no energency
services,” its literature indicates that its services may be
used to facilitate 911 energency services. However,
petitioner does not argue that there would be confusion on
this basis. To the extent that petitioner’s mark woul d be
used in association with providing a network database for
911 energency services, the termwould likely be highly
descriptive of these services, and petitioner has not shown
that it has acquired distinctiveness or priority for its
mark in relation to those services. Confusion under these
future circunstances woul d be specul ative and unlikely.

Even in this possible area of overlap, the purchasers

of the parties’ services would |ikely be sophisticated
purchasers, which would undercut the possibility of

confusion. In re Shipp, 4 USPQ2d 1174, 1176 (TTAB 1987)

(“The goods and services would not |ikely be encountered by

applicant's custoners and to the extent that they are
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encountered by custoners in the dry cleaning industry, this
narrow group is believed to be sufficiently sophisticated
such that confusion is unlikely”).

We conclude that “the potential for confusion appears a

mere possibility not a probability.” Electronic Data &

Sal es, 21 USPQ2d at 1393.
Deci sion: The petition to cancel Registration No.

2,551,269 is deni ed.
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