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Opi nion by Hairston, Adm nistrative Trademark Judge:

Maids to Order of Ghio, Inc. (an Ohio corporation;

herei nafter MIO-Chi 0) has petitioned to cancel the

registration of Maid-to-Order, Inc. (an Illinois

PTH

A. Marrero of Unmer & Berne, LLP for Maids to Order
| nc.

| nc.

corporation; hereinafter MO for the mark MAID TO ORDER for

“cl eani ng of donestic and business prem ses.

”1

! Registration No. 1,155,884, issued May 26, 1981, which sets
use of the mark anywhere of Novenber 21
1971 and a date of first use in commerce of Decenber
Section 8 and 15 affidavit filed and acknow edged,

forth a date of first

r enewed.

10, 1974;
respectively;
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In the petition to cancel, MIO-Chio asserts that it is
the owner of the registered mark MAIDS TO ORDER for the
foll ow ng servi ces:

franchi sing, nanely, offering technical assistance

in the establishnent and operation of conmmerci al

and residential nmaid services and carpet cleaning

services in International Cass 35; and

mai d services in class 37;7
that it adopted and has continuously used the mark MAIDS TO
ORDER i n connection with such services since as early as
Novenber 1986; that the services identified in MO s
registration are closely related and in sone instances
identical to MIO-Ohio's services; and that MO conmtted
fraud upon the United States Patent and Trademark O fice
(USPTO) in the procurenment and naintenance of its
registration. |In particular, MIO-Chio alleges that MIO s
statenent in the underlying application, the Section 8
decl aration, and the application for renewal, that the mark

MAI D TO ORDER had been used or was in use in interstate

commerce constitutes a material false m srepresentation

2 Registration No. 2,466,602, issued on July 3, 2001, which
all eges a date of first use of the mark in commerce of 1988 in
connection with both cl asses.
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because MIO has not used the mark in interstate commerce.?
MO, in its answer, denied the essential allegations of
the petition to cancel and asserted as an affirnmative
defense that MIO-Chi o adopted its mark with know edge of
MO s mark and that MTO-Chio is guilty of unclean hands. In
addition, MIO asserted a counterclaimto cancel MIO-Chio’'s
pl eaded regi stration on the grounds of fraud and Section
2(d) likelihood of confusion. MIO alleges that MIO - Ohio
commtted fraud upon the USPTO in the procurenent of its
regi stration because when MIO-Chio filed its application, it
knew of MIO s prior rights in the mark MAID TO ORDER for
cl eaning services, and yet failed to disclose those rights.
Further, MIO alleges that it adopted and has conti nuously
used the mark MAID TO ORDER i n connection with the cl eaning
of donestic and busi ness prem ses since 1971; that this is
long prior to MTOOhio’s first use of the mark MAIDS TO
ORDER, and that MIO-Chio’'s mark so resenbles MIO s
previously used and registered mark as to be likely to cause

confusion, or to cause m stake or to decei ve.

3 Also, MTO-Chio alleges that MTO committed fraud when, in a
cancel | ati on proceedi ng involving MO and a third-party, MO
all eged that MIO “is using the mark [MAID TO CRDER] in the

Chi cago netropolitan area; state of Illinois; northwestern
I ndi ana; state of Wsconsin; and has in the past utilized the
mark in the state of California and in Mexico.” The Board cannot

consider in this proceeding purportedly fraudul ent allegations
made i n another proceeding. Thus, MIOChio' s “claini of fraud in
this regard is not a clai mupon which relief may be granted, and
we have given no further consideration to this allegation.
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MIO-Chio, inits answer to MIO s fraud and Section 2(d)
| i kel i hood of confusion counterclains, denied the essenti al
al | egations thereof.

Evidentiary matters

At the outset, we nust discuss several evidentiary
matters. We note that MIO-OChio has filed a copy of the
di scovery deposition of MIO s president, Coral ee Kern. The
di scovery deposition was not submtted by notice of reliance
as required by Trademark Rule 2.120(j). However, this rule
does permt a party to submt the discovery deposition of
its adversary, and in this case, MIO has treated the
di scovery deposition as being of record by referring to the
deposition in its brief on the case. Thus, the discovery
deposition is considered to have been stipulated into the
record.

Further, MIO filed by notice of reliance a copy of the
declaration (with exhibits) of its president, Coral ee Kern,
which was originally submtted in support of MO s notion
for summary judgnent. Although these types of nmaterials
generally may not be submtted by notice of reliance, MO
Chi o has not objected thereto and i ndeed has treated the
materials as being of record by referring to themin its
brief on the case. Thus, the materials are considered to

have been stipulated into the record.
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Al so, we note that each party, by notice of reliance,
seeks to rely on the adverse party’s responses to requests
for production of docunments. Although responses to requests
for production of docunents generally may not be submtted
by notice of reliance (See Trademark Rule 2.120(j)(3)),
because each party has treated the materials as though they
can be nmade of record in this fashion, each party’s
responses are considered to have been stipulated into the
record.

Finally, on January 30, 2006, well after the testinony
and briefing periods had closed in this case, MO Chio
filed, by “supplenental” notice of reliance, the affidavit
of its current president, John Davies, together with
printouts of several pages from MO s website. MIO has
moved to strike the supplenental notice as untinely, having
been filed outside MIO-Chio’'s testinony periods in both the
cancel | ation and counterclaim See Trademark Rule 2.121.
MO s notion to strike is granted and we have not consi dered
the affidavit and printouts in reaching our decision herein.

The Record

Thus, the record consists of the pleadings; the files
of the involved registrations; the testinony depositions
(Wth exhibits) of MIOChio's wtness, Joseph Jefferys, and
MO s witness Coral ee Kern; and the di scovery deposition

(Wwth exhibits) of Ms. Kern. MO Chio submtted MO s
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responses to interrogatories and request for production of
docunents. MIO submtted MIO-Chio’s responses to
interrogatories, requests for production of docunents, and
requests for adm ssions; and the declaration (wth exhibits)
of Ms. Kern which was submtted in support of MIO s notion
for summary judgnent.*

Bri efs have been filed, but no oral hearing was
request ed.

The Parties

MIO- Ohi o

MIO-Chi o offered the testinony deposition of its vice-
presi dent, Joseph Jefferys. MIO-6hi o began doi ng busi ness
in Ghio in 1987. (Jefferys dep. at 4). MIOOhio “is a
corporation that was founded on professional
residential/comrercial office cleaning services that was
turned into a franchise and [M. Jefferys and his wife] are
the franchise owners.” (Dep. at 3-4). M. Jefferys cane up
with the mark MAIDS TO ORDER.  (Dep. at 5). M. Jefferys
| earned of MIO s registration for the mark MAID TO ORDER i n
“early QOctober 1992” as a result of an online search. (Dep.
at 6-7). Thereafter, he tel ephoned MIO s president, Coralee
Kern, and his testinony concerning this conversation is as

foll ows:

4 MIo al so subnitted a copy of its Registration No. 1,155, 884.
This registration, which is the subject of the cancellation
proceeding, is of record by operation of the rules.
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Q And why did you tel ephone Mss Kern?

A. Once | found out that she was awarded the
mark Maid-to-Order, | called her personally and
asked if she was using it outside of Illinois.
Her statenent to nme was she was only l|ocated in
the city of Chicago. She was only cleaning in
the city of Chicago. | told her what | had in

m nd. She said she had no pl ans what soever to
take the mark outside of Illinois or the city of
Chicago. | then at that tinme told her that

felt that she was illegally awarded, fraudulently
awar ded the nane Maid to Order because she wasn’'t
using it in interstate comrerce.

Q Wiy did you feel the need to call Mss Kern
about the Maid to Order mark?

A Well, at that time or a couple of nonths
before we made a decision to franchise our system
due to its success. And we had — | put ny life

savings in it to get it going and | was ready to
go and | wanted to franchise the system And she
nore or |less stated she wasn’'t going to use it in
i nterstate comerce.

Q During the conversation of QOctober 1992, what
did you tell M. Kern, about your use of your
Maids to Order mark?

A | just told her our plans, that we had just
sold our first franchise, and we are now pl anni ng
on selling franchises fromcoast to coast.

Q And during the conversation of Cctober 1992,

what was Ms. Kern’s response to the fact that you

were using your Maids to Order mark to franchise?

A. She stated that she really didn't care.

Again, she wasn’t going to use it in interstate

comerce as long as | stayed out of Chicago.

(Dep. at 6-7).

According to M. Jefferys, it was his belief fromthe
conversation with Ms. Kerns that MIO was not using and had
not used the mark MAID TO ORDER in interstate comrerce. He

thereafter went ahead with his plans to sell MAIDS TO ORDER
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franchises. (Dep. at 8-9.) M. Jefferys testified that in
1999, after MIO-Chio had grown significantly, counsel for
MIo- Chi o spoke with Ms. Kern. Again, according to M.
Jefferys, Ms. Kern advised MIO-Ohio’s counsel that she did
not have plans to use the mark outside the Chicago
metropolitan area. (Dep. at 10).

Wth respect to filing the application which matured
into MTO-Ohio’s registration, M. Jefferys testified that:
Q D d you satisfy yourself that from what you
had read on-line with regard to federal trademark
| aw that you were free to use the mark? Go ahead.

A If, in fact, that was the law that | read that
the federal governnment put on their website, yes,
| understood it.

What do you renenber of the law that you read?

About interstate commerce.

And how do you define interstate comerce?

> O > O

Usi ng the trademark outside of the state.

Q Explain to nme your understanding of the word
“use” first of all.

A If | recall, wthout having the website drawn
up in front of me fromthe United States
governnent, “use” nmeans using it in comrerce

whi ch, especially in franchising which | was about
to do in comerce, neans state to state, shore to
shore throughout the United States. That was ny
under st andi ng. (Dep. at 28-30).

Further, M. Jefferys testified that he had no firsthand
know edge of MIO s use of the MAID TO ORDER mark prior to

this cancellation proceeding. (Dep. at 16).



Cancel | ati on No. 92040571

MIO

MIO of fered the testinony deposition of its president
and CEQ, Coralee Kern. |In addition, MIOrelied on the
di scovery deposition and summary judgnent declaration of M.
Kern. MIO has offered “cleaning and party staffing
service[s]” under the mark MAID TO ORDER since 1971. (Test.
Dep. at 11 and 14). MIO provides cl eaning services for
homes and corporate apartnents in the Chicago netropolitan
area. MIO enpl oyees have cl eaned corporate apartnents in
the Chicago netro area which are owned or |eased by
conpani es with headquarters | ocated outside the state of
I1linois. For exanple, since 1971 MIO enpl oyees have
cl eaned the Chicago area corporate apartnents of Sw ss
Col ony Corporation which is headquarted in Wsconsin (Test.
Dep. at 79-80). Included anong MIO s ot her out-of-state
clients are the Anerican Broadcasting Corporation, |BM
Broyhill Industries, Standard Q| Conpany, and Bear Stearns.
(Test. Dep. at 16-19). In 1981 and 1982 MIO enpl oyees

provi ded cl eaning services for the Cairol Corporation of
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New York at its booth at the annual “Housewares” show in
Chi cago. (Test. Dep. at 77).

On Decenber 10, 1974 and July 4, 1976, MIO enpl oyees
provi ded cl eani ng services at hones | ocated in Wsconsin.
(Disc. Dep. at 29). In addition, on one occasion, MO
enpl oyees acconpanied a client from Chicago to San Diego to
assist the client in settling in at that |ocation (Test.

Dep. at 127), and on anot her occasion an MIO enpl oyee
acconpanied a client to Colorado to provide cleaning
services at a residence. (Test. Dep. at 127-128).

Ms. Kern has been interviewed by newspapers and
magazi nes, and has appeared on radi o and tel evision shows to
di scuss MIO s cl eaning services. (Test Dep. at 29). She
and her conpany were featured in the February 20, 1979 issue

of Famly Circle magazine (Test. Dep. at 32), the June 7,

1978 issue of the Chicago Tribune (Test. Dep. at 33), and in

the late 1970s Ms. Kern appeared on the Phil Donahue Show.

(Test. Dep. at 47). |Insofar as advertising is concerned,
MIO has distributed letters and postcards with information
about its cleaning services to building nmanagers of office
buil dings in the Chicago netro area and to corporations at
their headquarters in New York and Phil adel phia. (Test.
Dep. at 50-51 and 69-73). MIO al so has sent busi ness cards
to corporations that are headquartered outside Illinois.

(Test. Dep. at 118). MIO has advertised in the Evanston

10
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Revi ew, Chi cago magazi ne, Landlord Journal, and Real Estate

CGuide. (Test. Dep. at 56-57). In Novenber 1980, MIO
advertised in the Chicago International Film Festival
Program book (Test. Dep. at 58). According to Ms. Kern,
persons fromaround the world attend this festival. (Test.
Dep. at 60). In addition, MIO enpl oyees | eave the conpany’s
busi ness cards in the corporate apartnents they clean.
(Test. Dep. at 119). Insofar as MIO s corporate clients
that are headquartered outside Illinois are concerned, MIO
sends invoices to their corporate headquarters. (Test. Dep.
at 102). During her discovery deposition, M. Kern
i ntroduced two docunments, one of which she characterized as
“a list of our clients that we service that we believed were
ininterstate commerce,” and the second she characterized as
a list of conpanies fromwhom MIO had recei ved checks and
she stated that “l believe that these checks showed that we
did interstate comerce business.” (D sc. Dep. at 130-134
and exhibit 7). The docunents |ist conpanies wth addresses
outside the state of Illinois.

Ms. Kern testified that during her conversation with
M. Jefferys, she never stated that MIO had not used the
MAID TO ORDER mark in interstate commerce

The | ssues

The followi ng issues are before us for consideration:

11
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1. MIOOnhio's claimthat MIO obtai ned and maintained its
regi stration fraudul ently;

2. MIOs affirmative defense of unclean hands to MIO-Chio’s
claimof fraud,

3. MIOs claimthat MITO-Onhio obtained its registration
fraudul ently; and

4. MIO s claimof |ikelihood of confusion.

We begin our discussion with the second i ssue.

MO s affirmati ve defense to MITO-Chio’'s d ai mof Fraud

As previously noted, inits answer to MIO-Chio' s fraud
claim MIO pleaded as an affirmative defense that MIO Chio
adopted its mark with know edge of MIO s mark and,
therefore, that MIO-Chio is guilty of unclean hands. In
their briefs on the case, the parties did not discuss
uncl ean hands, but rather the affirmative defense of | aches.
Thus, it appears that the issue of |aches was tried by the
inplied consent of the parties. Fed. R CGyv. P. 15(b)
provides, in pertinent part, that when issues not raised in
the pleadings are tried by the express or inplied consent of
the parties, they shall be treated in all respects as if
they had been raised in the pleadings. However, in this
case, it would be futile to treat the issue of |aches as
though it were asserted as an affirnmative defense in MO s
answer because | aches is unavail abl e agai nst a cl ai m of

fraud. Bausch & Lonb, Inc. v. Leupold & Stevens Inc., 1

12
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USPQ2d 1497, 1499 (TTAB 1986). The reason this equitable
defense is not available is that “it is within the public
interest to have registrations which are void ab initio
stricken fromthe register and that this interest or concern
cannot be wai ved by the inaction of any single person or
concern no matter how | ong the delay persists.” W D
Byron & Sons, Inc. v. Stein Bros. Mg. Co., 146 USPQ 313,
316 (TTAB 1965), aff’'d 377 F.2d 1001, 153 USPQ 749 (CCPA
1967). Thus, MIO nay not raise the affirmative defense of

| aches and we have given no consideration to the parties’
argunents with respect to this defense in their briefs.

Mor eover, since MIO did not pursue the affirmative defense
of uncl ean hands and, in any event, this defense is also
unavail abl e against a claimof fraud (see WD. Byron & Sons,
supra), we have given it no consideration.

MI'O-Chio’'s Fraud Cl aim

MIO-Chio’'s fraud claimis based on its allegation that
MIO made naterial false m srepresentations by its statenents
that it had used/was using the mark MAID TO ORDER i n
connection with cleaning services in interstate conmerce in

the application which issued as Registration No. 1,155, 884,

13
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inits Section 8 declaration, and in its application for
renewal .°> Specifically, MO Chio maintains that, as shown
by the record, MIO has not rendered the services identified
inits registration, i.e., cleaning of donestic and busi ness
prem ses, in nore than one state on a significant basis.

MIO counters by contending that “at all relevant tines,
MIO s [president] always believed that MIO was using the
MAID TO ORDER mark in interstate conmerce;” that
“continuously since 1971, MIO has used the MAID TO ORDER
mark in interstate comerce;” and that this “has been borne
out by MIO s evidence of continuous advertising to, and
busi ness rel ationshi ps with, custoners and prospective
custoners both in Illinois and outside Illinois.” (Brief,
p. 11).

Fraud in obtaining or maintaining a trademark

regi stration “occurs when an applicant [or |ater,

®> MIO made the follow ng statenents:

“The mark [MAID TO ORDER] ...was first used in conmerce
anong the several states which nmay lawfully be

regul ated by Congress on Decenber 10, 1974...and is now
in use in such comrerce.” Application filed August 6,
1978.

“The mark [ MAI D TO ORDER] has been in continuous use in
interstate commerce, or such other commerce as nmay be
lawful ly regul ated by Congress for five consecutive
years from May 26, 1981 to the present.” Section 8
declaration filed July 2, 1986.

“IMIQ is using the mark [MAID TO CRDER] in conmerce in
connection with ...cleaning of domestic and busi ness
prem ses....” Application for renewal filed April 5,
2001.

14
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regi strant] know ngly nakes fal se, materi al

m srepresentations of fact in connection with his
application,” or in connection with a Section 8 declaration
or in connection with an application for renewal. Torres v.
Cantine Torresella S R L., 808 F.2d 46, 1 USPQ2d 1483, 1484

(Fed. Cr. 1986); 5 J. MCarthy, Trademarks and Unfair

Conpetition, Section 20:58 (4th ed. updated March 2006) (“It

is relatively clear that fraud nade in affidavits under 888

and 9, to continue a registration, also constitutes fraud in
‘obtaining’ a registration sufficient for cancellation.”)

To constitute fraud on the USPTO, the statenent nust be (1)

false, (2) a material representation and (3) nade know ngly.
Torres v. Cantine Torresella S.R L., supra, 1 USPQ2d at

1484. Furthernore, as this Board has stated:

Fraud inplies sonme intentional deceitful practice
or act designed to obtain sonmething to which the
person practicing such deceit would not otherw se
be entitled. Specifically, it involves a willful
w t hhol ding fromthe Patent and Trademark O fice
by an applicant or registrant of materi al
information or fact, which, if disclosed to the
Ofice, would have resulted in the disallowance of
the registration sought or to be naintained.
Intent to deceive nmust be “wllful”. If it can
be shown that the statenent was a “fal se

m srepresentation” occasioned by an “honest”

m sunder st andi ng, i nadvertence, negligent om ssion
or the like rather than one made with a willfu
intent to deceive, fraud will not be found.

Fraud, noreover, will not lie if it can be proven
that the statenent, though false, was nade with a
reasonabl e and honest belief that it was true or
that the false statenent is not material to the

i ssuance or mmintenance of the registration. It

t hus appears that the very nature of the charge of
fraud requires that it be proven “to the hilt”

15
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with clear and convincing evidence. There is no

room for specul ation, inference or surm se and,

obvi ously, any doubt nust be resol ved agai nst the

charging party.

First International Services Corp. v. Chuckles Inc., 5
USP2d 1628, 1634 (TTAB 1988), citing Smth International,
Inc. v. Oin Corp., 209 USPQ 1033, 1043-44 (TTAB 1981).

The parties do not dispute that MIO s representations
to the USPTO that the mark MAID TO CRDER had been used/ was
inuse in interstate conmerce are “material” in that, but
for the representations, the registration would not have
been issued or maintained. 1In this regard, Section 3 of the
Trademark Act requires that a service mark be used in
commerce before it may be registered. |In addition, Sections
8 and 9 of the Act require that a service mark be in use in
commerce in order to maintain the registration. A mark
shal |l be deened to be in use in comrerce “on services when
it is used or displayed in the sale or advertising of
services and the services are rendered in commerce, or the
services are rendered in nore than one State or in the
United States and a foreign country and the person rendering
the services is engaged in commerce in connection with the
services.” 15 U S.C 81127.

The parties, in their briefs, primarily focus their
argunents on whether MIO s evidence establishes that it was

rendering its cleaning services in interstate comerce when

MIO filed its application, its Section 8 declaration, and

16
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its application for renewal. However, as noted previously,
fraud occurs when an applicant or later, registrant

know ngly nmakes false, material m srepresentations of fact
to the USPTO  Thus, in determ ning whether MIO procured and
mai ntained its registration fraudulently, we need not reach
the question of whether the activities relied on by MIO are
sufficient to establish that it rendered cl eani ng services
ininterstate comerce. See Pennwalt Corporation v. Sentry
Chem cal Conpany, 219 USPQ 542, 550 (TTAB 1983). [“In
determ ning the fraud i ssue we need not consider whether the
interstate shi pnment to Good Housekeepi ng was or was not
sufficient for use in coomerce within the neani ng of the
Trademark Act to support a claimof first use for purposes
of registration, and we do not decide that issue. W need
only determ ne whether Pennwalt’s reliance on this sale in
its application for registration constituted an intenti onal
m srepresentation or withholding of a fact nmaterial to the
exam nation of the application for registration.”].

In other words, we need only decide whether MIO s
president, Ms. Kern, at the tinme of filing the application,
the Section 8 declaration, and the application for renewal,
know ngly nade a fal se representation with respect to use of

the mark in interstate comerce. | f she had a reasonabl e or

17
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legitimate basis for the representations, then MIO has not
committed fraud.®
Anal ysi s

Viewi ng the evidence in light of the above | egal
principles, we find that MIO- Chi o has not established that
MIO procured and/or maintained its registration
fraudul ently.

Ms. Kern testified that in connection with filing MIO s
application, she provided counsel with two dates as evi dence
of use of the mark MAID TO ORDER in interstate conmerce.

She stated that MIO sent enpl oyees to work in hones in
Kenosha, Wsconsin on Decenber 10, 1974 and in New Berlin,
W sconsin on July 4, 1976. (Disc. Dep. at 29). As to the
July 4, 1976 date, in particular, M. Kern testified:

Q Wiy did you choose that date to give to
M. Kinser:

A Well, we don’t choose dates. | nean, it
states that sonebody asks us, Maid-to-Order, to do
wor K.

Q |I'mspeaking of the date you gave to M.
Kinser in your |etter of August 8, 1978. You li st
a date of July 4, 1976, wth the Cty of New
Berlin, Wsconsin. Wy did you choose that date
to give to M. Kinser?

A. | think he m ght have asked nme where | had
done business out of Illinois.

® W shoul d point out that, where as here, MIO's registration is
i ncontestabl e, MIO-Chio may not challenge the registration on the
ground that the mark was not used in conmerce.

18
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Q So M. Kinser explained to you the need for
the use of the trademark or service mark Mid-to-

Order out of the State of Illinois, correct?

A Yes.

Q So you were aware of that when you filed the
trademark application that you needed to have use
out of the state of Illinois, correct?

A Yes.

(ﬁ sc. Dep. at 34-35).

Ms. Kern, however, was unable to renenber the exact
nunber of times MIO had sent enpl oyees to clean prem ses
outside the state of Illinois. In this regard, she
testified as foll ows:

Q Let’s concentrate, Ms. Kern, | know this may

be difficult. 1t’s been quite sonetine back
around August or the sunmmer of 1987, up to
1978. How many prem ses had Mai d-to- O der

cl eaned outside the State of Illinois?

A | don’t know t hat.
(Disc. Dep. at 84).

As to Ms. Kern’s understanding of interstate commerce, she
stated during her testinony deposition:

Q Does the terminterstate comrerce have any

specific meaning to ... any special neaning to
you?
A In particular, it nmeans that | believe that

you do work that involves going over state |ines.
(Test. Dep. at 137).

Further, as outlined above, Ms. Kern testified that
MIO enpl oyees have cl eaned corporate apartnents which are
owned or | eased by conpanies with headquarters | ocated

outside Illinois; that she sends the invoices for these

19
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cl eaning services to the conpani es’ out-of-state addresses;
that MIO has sent postcards to conpanies that are
headquartered i n Phil adel phia and New York; and that MIO has
sent business cards to conpanies wth out-of-state

addr esses.

Also significant is that Ms. Kern introduced, during
her di scovery deposition, a docunent which she characterized
as “a list of our clients that we service that we believed
were in interstate commerce.” (Disc. Dep. at 130). The
list includes the nanmes of the conpanies, their addresses
(which are outside the state of Illinois), and the years
(1971-2000) during which MIO provided cl eani ng services at
their corporate apartnents. Also, Ms. Kern introduced a
list of clients with out-of-state addresses from whom MIO
recei ved checks, and she stated “I believe that these checks
showed that we did interstate comerce business.” (D sc.
Dep. at 134). M. Kern testified that these two lists were
nmerely representative and were not intended to be the
conplete list of MIOs corporate clients with out-of-state
addr esses.

Based on this evidence, we find that Ms. Kern had a
reasonabl e basis for her belief that MO had used/was using
the mark MAID TO ORDER in interstate comrerce for cleaning
services at the tinme of filing the application, the Section

8 declaration, and the application for renewal. It was not

20
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unreasonable for Ms. Kern, as a |ayperson, to believe that

t he above activities constituted use of the MAID TO ORDER
mark in interstate coomerce. The record shows that prior to
the filing date of the application, MO had sent enpl oyees
out of state to clean residences on at |east two occasions
and that it had provided cleaning services in the Chicago
metro area for at least five corporate clients that were
headquartered outside Illinois. Further, when MO filed its
Section 8 declaration, it had at |east five out-of-state
corporate clients, and when it filed its application for
renewal it had at |least two such clients.” In addition, the
record shows that prior to the filing of the application,
MIO had received at |east ten checks fromout-of-state
corporate clients; fifteen checks during the period between
the filing of the application and the filing of the Section
8 declaration; and fifteen checks during the period between
the filing of the Section 8 declaration and the renewal
appl i cation.

Wil e these activities are not, in any way, conclusive
on the question of whether MIO has in fact used the mark
MAID TO ORDER in interstate conmerce, they do serve to
establish that Ms. Kern had a good faith belief that MIO had

used/was using the mark MAID TO ORDER in interstate commerce

"W note that the time frames for sone of these clients cover
nore than one period, e.g., prior to the filing date of the
application and at the tinme the Section 8 declaration was filed.
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at the tinme of filing the application, the Section 8
declaration, and the application for renewal. This belief
is sufficient to negate an inference of fraud upon the USPTO
in obtaining and maintaining the registration. Cf. d obal
Machi ne GrbH v. d obal Banking Systens, Inc., 227 USPQ 862
(TTAB 1985) [U.S. distributor of foreign-nmde goods who

fal sely represented to USPTO exam ner that foreign

manuf acturer was not the owner of the mark was found guilty
of fraud].

Further, while we need not and do not deci de whether
such activities constitute use of the mark MAID TO ORDER in
interstate conmerce, we nonethel ess note that our primry
reviewing court and its predecessor have held that the *use
in comrerce” requirenment of Section 3 of the Act does not
require as a prerequisite to registration that an
applicant’s services be rendered in nore than one state.

See Larry Harnon Pictures Corp. v. The WIIlians Restaurant
Corp., 929 F.2d 662, 18 USPQ2d 1292 (Fed. Cr
1991)[applicant that operated a single restaurant in
Tennessee under the mark BOZO S was found to have used the
mark in commerce where record showed that custonmers from out
of state had patronized the restaurant]; and In re Gastown,
Inc., 326 F.2d 780, 140 USPQ 216 (CCPA 1964)[ app! i cant t hat
operated a chain of autonobile and truck service stations in

OChi o under the nmark GASTOMN was found to have used the nmark
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in comrerce where record showed that sone of applicant’s
stations were |ocated on federal highways and were
patroni zed by custoners from ot her states].

In sum we find that MO Chio has not net its “heavy
burden of proof” in showing fraud. WD. Byron & Sons, Inc.,
supra. MIO-Chio’s petition to cancel MIOs registration is
t heref ore deni ed.

MIO s Fraud Counterclaim

We turn next to MIO s counterclaimto cancel MIO-Chio’s
registration on the ground of fraud. The basis of MIO s
counterclaimof fraud is that at the tine MIO-Chio filed its
application, MIO-Chio’'s president, M. Jefferys, knew of
MIO s use and registration of the mark MAID TO ORDER f or
cl eaning services and yet MTO-Chio, in its application,
knowi ngly m srepresented to the USPTO that to the best of
its “know edge and belief no other person, firm
corporation, or association has the right to use said mark
in comerce, either in the identical formor in such near
resenbl ance thereto as may be |ikely, when applied to the
[ services] of such other person, to cause confusion, to

cause m stake or to deceive .... MIO mai ntai ns that not
only did MIO-Ohi o’ s president, Joseph Jefferys, know of
MIO s use and registration of the mark MAID TO ORDER f or

cl eaning services, but MO Chio subsequently offered to
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purchase MIO s rights in the mark; and yet MIO-Chio failed
to disclose MIOs prior rights to the USPTO

MIO-Chio maintains that it has not conmtted fraud
because MIO has not used the mark MAID TO ORDER in
interstate commerce, and thus MIO does not have rights prior
or superior to those of MIO Onio.

First, we note that this Board has held that the
failure of a party filing an application to disclose the
exi stence of a prior registration to the USPTO is not fraud.
Wlliam Gant & Sons, Inc. v. National D stillers and
Chem cal Corporation, 173 USPQ 813 (TTAB 1972)[ counterclaim
did not state a cause of action since, even if opposer’s
predecessor (at the tinme of filing application for
regi stration) knew or should have known of prior
registration of same mark as instant applicant now seeks to
regi ster, predecessor did not act fraudul ently since such
prior registration was known or should have been known to
t he exam ner and, hence, predecessor’s statenent that no
other party had right to use mark was not intended to
m sl ead exam ner].

Further, citing Kemn Industries, Inc. v. Watkins
Products, Inc., 192 USPQ 327 (TTAB 1976), Professor MCart hy
has pointed out that “[t]he oath is phrased in terns of a
subj ective belief, such that it is difficult, if not

i npossi ble, to prove objective falsity and fraud so | ong as
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the affiant or declarant has an honestly held, good faith

belief.” 5 J. Thomas McCarthy, MCarthy on Tradenmarks and

Unfair Conpetition (4'" ed. updated March 2006) at Section

31.76 (enphasis in original). In determ ning whether an
appl i cant, when he signed his application oath, held an
honest, good faith belief that he was entitled to
registration of his mark, the Board has stated that “if the
ot her person’s rights in the mark, vis-a-vis the applicant’s
rights are not known by applicant to be superior or clearly
established, e.g., by court decree or prior agreenent of the
parties, then the applicant has a reasonabl e basis for
believing that no one else has the right to use the mark in
comerce, and that applicant’s avernent of that reasonable
belief in its application declaration or oath is not
fraudulent.” Intellinmedia Sports Inc. v. Intellinedia
Corp., 43 USPQ2d 1203 (TTAB 1997).

As noted above, M. Jefferys’ defense to the claim of
fraud is based on his view that MO was not using the MAID
TO ORDER mark in connection with cleaning services in
interstate commerce. However, M. Jefferys’ interpretation
of the lawin this respect is incorrect. Even if a party is
using a mark in a limted geographi cal area, such use nust
be disclosed if the applicant knows that that party has
rights. The question then is what exactly did M. Jefferys

know concerning MIO s rights in the MAID TO ORDER mar k
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There is, at the very least, a dispute as to whether
M. Jefferys knew that MIO was using the mark MAID TO ORDER
ininterstate commerce at the tine MIO-Chio filed its
application. M. Jefferys testified that when he spoke with
Ms. Kern prior to filing MIO-Chio’ s application, she
i ndi cated that MIO was not using the MAID TO ORDER nark
outside the city of Chicago. O course, Ms. Kern testified
that she did not tell M. Jefferys that MIO was not using
the mark in interstate conmerce.

However, beyond this, we have no testinony concerning
what, if any, further information concerning MO s use of
the MAID TO ORDER mark was disclosed by Ms. Kern to M.
Jeffreys. |In particular, we have no testinony concerning
whet her Ms. Kern indicated to M. Jeffreys when MIO began
using the MAID TO ORDER mark. Rather, M. Jefferys
testified that he had no firsthand know edge of MIO s use of
the mark MAID TO ORDER prior to this proceeding. M.
Jefferys testified as foll ows:

Q Prior to this cancellation proceeding, did you

have any firsthand know edge of any use of M ss

Kern’s Maid-to-Oder mark?

A.  No.

Q If Mss Kern was using the Maid-to-Oder mark

in interstate comerce, would that have had any

ef fect upon your use of your Maids to Order mark

and you franchi sing under that nanme?

A. Absolutely.

Q \What effect would it have had?

26



Cancel | ati on No. 92040571

A. W wouldn’t have used the mark.

Q Wiy not?

A. W had two federal trademarks, the Personal

Touch People and Maids to Order. |If she was goi ng

to use or used it in interstate commerce, we would

have been known as of today as the Personal Touch

Peopl e.

(Dep. at 16).

Thus, we cannot say that, fromthe information M.
Jeffreys received during his tel ephone conversation with M.
Kern, he had clear know edge that MIO had the right to use
the MAID TO ORDER mark, e.g., that MIO had superior rights
to those of MTOOhio. In this regard, we note that a
trademark applicant has no duty to investigate potenti al
conflicting uses that m ght be found through a trademark
search, and therefore there is no duty to investigate
specific information such as when a third party may have
started using a mark. See e.g. Mney Store v. Harriscorp
Fi nance, Inc., 689 F.2d 666, 216 USPQ 11 (7'" Gir. 1982) [an
applicant has no duty to investigate and report to the
USPTO al | ot her possible users of the sane or simlar mark].

In sum we cannot say that M. Jefferys knew or should
have known that MIO had prior rights in the MAID TO ORDER
mar k whi ch MITO-Chi o shoul d have discl osed. Indeed, it
appears fromthe above testinony that had M. Jeffreys
understood that MIO had prior rights in the MAID TO ORDER

mar k based on use of the mark in a |imted geographical

area, MIO-Chio would not have filed its application.
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Rat her, it would have gone forward with the mark “Personal
Touch People.” In other words, it appears that MIO Ohio
went forward with its application because M. Jefferys did
not believe that MIO had prior rights in the MAID TO ORDER
mark. We should add that the fact that MIo Chi o, subsequent
to filing its application, offered to purchase whatever
rights MIoO had in the MAID TO ORDER mark is not evidence
that MIO-Chi o knew that MIO had prior or superior rights.
In view of the foregoing, we find that MIO has not
established that MTO Chio commtted fraud in signing the
declaration in its application.

MIO s Li kel i hood of Confusion Counterclaim

We turn next to MIO s counterclai mof |ikelihood of
confusion.® Qur determnation of the issue of likelihood of
confusion is based on an analysis of all of the probative
facts in evidence that are relevant to the factors set forth
inlnre E 1. duPont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). See also, Inre Majestic Distilling
Conmpany, Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. G r
2003). In any likelihood of confusion analysis, tw key
considerations are the simlarities between the marks and
the simlarities between the goods and/or services. See

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

8 I'n view of our denial of MTO-Chio’s petition to cancel MO s
regi stration, we have accorded the registration full effect in
rendering our decision on the issue of likelihood of confusion.
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1098, 192 USPQ 24 (CCPA 1976). See also, Inre Dixie
Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. Cr.
1997).
Priority

The record shows that MIO first used its mark MAID TO
ORDER in connection with its services, i.e., cleaning of
donesti c and business prem ses, in 1971. This date is
earlier than the date of first use of 1987 established by
MIO-Chio in connection with its cl eaning services and
franchising services. Priority nmay be based on intrastate
use of a mark. Corporate Docunent Services, Inc. v.
|.C. E.D. Managenent, Inc., 48 USPQ2d 1477 (TTAB 1998).
Thus, priority lies with MO
The Marks

Considering first MTO-Chio’'s mark MAID TO ORDER and
MO s mark MAIDS TO ORDER, it is obvious that they are
virtually identical in terns of appearance and sound,
differing by only one letter. Further, the marks have very
simlar connotations. Both marks are a “play” on the
expression “made-to-order” and connote a maid(s) which neets
the customer’s specific needs.® Consequently, when

considered in their entireties, the marks MAIDS TO ORDER and

°®Inthis regard, we judicially notice that the phrase “nmade to
order” is defined in Webster’s Il New Riverside University
Dictionary (1984) as: 1. Made according to particul ar

requi rements or instructions: Custommade. 2. Highly suitable.
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MAI D TO ORDER project essentially the same commercia
I npr essi on.

The Servi ces

We turn next to the respective services. The class 37
“mai d services” set forth in MTOOChio’ s registration are
highly simlar, if not identical, to the services set forth
in MO s registration, nanely, “the cleaning of donestic and
busi ness prem ses.” Moreover, because the class 35
franchi sing services set forth in MIO-Chio' s registration
i nvol ve the franchising of maid services, such franchising
services are also simlar to the services of cleaning of
donesti c and busi ness prem ses set forth in MO s
registration. Indeed, with respect to the rel atedness of
the parties’ services, we note MIO-Chio’s allegation No. 6
in the petition to cancel that MIO s services are “cl osely
related and in sone instances, identical to those of [MIO
Chio].” Also, in view of the identical and related nature
of MITO-Ohio and MO s services, we nust presune that such
services would travel in the same channels of trade and be
offered to the sanme cl asses of consuners.

In view of the substantial simlarity of the marks and
identity/rel atedness of the services, we find that
cont enpor aneous use of the involved marks is likely to cause
confusion. Persons famliar with MO s cl eani ng services

for residential and busi ness prem ses offered under the mark
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MAI D TO ORDER, upon encountering MO Chi o’ s cl eaning
services and franchising services offered under the mark
MAI DS TO ORDER woul d be likely to believe that the services
originated with or are sonehow associated with or sponsored
by the sanme source.

Deci si on: The petition to cancel Registration No.
1, 155,884 on the ground of fraud is denied. The
counterclaimto cancel Registration No. 2,466,602 on the
ground of |ikelihood of confusion is granted and the

registration will be cancelled in due course.
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