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2 W note that the defendant in Cancellation No. 92040577, Roche
Di aghostics Corporation, is not the sane entity as the defendant
in Opposition No. 91123244, Roche Di agnostics GrbH  However, the
the parties have treated the two conpanies as a single entity and

a single party throughout these proceedings. In view thereof,
and because it woul d appear that the two entities are likely to
be in privity with each other, we shall treat themas such. In

this opinion, we shall refer to themcollectively as Roche or as
the Roche entities. As noted below, both of these Roche entities
are parties plaintiff in the third proceeding, Qpposition No.
91159233.



Opp. No. 91123244: Canc. No. 92040577: Opp. No. 91159233

Roche Di agnostics GrbH, and
Roche Di agnostics Corporation
V.

Cortex Biochem Inc.

Qpposition No. 91159203
(to application Serial No. 76289333
filed on July 24, 2001)°3

Kevin R Martin of McNichols Randick O Dea & Tooliatos, LLP
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Any L. Rankin of Bose McKinney & Evans, LLP for Roche
Di agnosti cs GrH and Roche Di agnostics Corporation.

Before Quinn, Grendel? and Rogers, Adninistrative Tradenmark
Judges.

Opi nion by Grendel, Adm nistrative Trademark Judge:

| NTRODUCTI ON
The first of the three above-captioned proceedi ngs
(Opposition No. 91123244) involves Roche’ s application,

Serial No. 75941114, to register the mark MAGNA PURE (in

® The first two of the three cases captioned above, in each of
which the plaintiff is Cortex Biochem Inc. (hereinafter Cortex)
and the defendant is one of the Roche entities, were previously
consol i dated by order of the Board, and they were fully litigated
by the parties. The third case captioned above, in which both
Roche entities are plaintiffs and Cortex is the defendant, was
not consolidated but instead was suspended prior to trial pending
the outcone of the first two proceedings. In its final brief in
t he consol i dated proceedi ngs, Roche requested that the third case
be “accel erated” and decided along with the two previously-
consol i dated cases. In its reply brief, Cortex joined in Roche’s
request. Accordingly, we hereby add Opposition No. 91159233 to
previousl y-consol i dated Opposition No. 91123244 and Cancel | ati on
No. 92040577, and we shall decide all three cases in this single
opi ni on.
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typed form PURE disclainmd) for goods identified in the
application as foll ows:

in vitro diagnostic agents for nedical use;

bi ochem cal s, nanely chem cal reagents for the

purification of nucleic acids for nedical use,

in Cass 5;

apparatus for the purification of nucleic acids

for scientific use; accessories, nanely tops of

pi pettes and test tubes; apparatus for the pre-

anal ytical processing for scientific use, in

Class 9; and

apparatus for the purification of nucleic acids

for nedical use; accessories, nanely tops of

pi pettes and test tubes; apparatus for the pre-

anal ytical processing for nedical use, in Cass

10.
The application was filed on March 10, 2000, and it is based
on Roche’s asserted bona fide intention to use the mark in
conmer ce.

Cancel | ati on No. 92040577 invol ves Roche’s Registration

No. 2504968, which is of the mark MAGNA PURE (in typed form
PURE di scl ained) for goods identified in the registration as
“bi ochem cal s, nanely, chem cal reagents for the
purification of nucleic acid for scientific or research
use,” in Class 1. The registration issued on Novenber 6,
2001 froman application filed on August 28, 1998. In that
application, Roche alleged January 18, 2000 as the date of

first use of the mark and the date of first use of the mark

in conmer ce.

* Formerly known as Bottorff.
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On June 12, 2001, Cortex Biochem Inc. (hereinafter
Cortex) filed a tinely notice of opposition (Qoposition No.
91123244) to Roche’s above-referenced application Serial No.
75941114. On May 3, 2002, Cortex filed a petition for
cancel l ati on (Cancel |l ati on No. 92040577) of Roche’s above-
referenced Registration No. 2504968. As its ground for
opposition and cancellation in the respective cases, Cortex
asserts a clai munder Section 2(d) of the Trademark Act, 15
U S. C 81052(d). Specifically, Cortex alleges that Roche’s
MAGNA PURE mark, as applied to the goods identified in the
application and registration, is likely to cause confusion
vis-a-vis Cortex’'s asserted famly of MAGA- prefix marks,

i ncl udi ng MAGAPHASE, MAGACELL, MAGACRCLEIN, MAGACHARC
MAGACELL- X, MAGABEADS, MAGNETI TE and MAGARCSE, each of which
Cortex alleges to be “one word conprised of the arbitrary
term MAGA and the generic endings.” (Notice of Opposition
at paragraph 7; Petition to Cancel at paragraph 4.) Al so,
Cortex alleges in both cases that it adopted its famly of
marks in 1992, a date prior to any date on which Roche can
rely, and that it uses its marks on “various types of
particles used for immuno separation, cell separation, and
DNA/ RNA separation. These particles are also coupled with a

variety of reagents for purification and/or extraction and
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i solation processes.” (Notice of Opposition at paragraph 4,
Petition to Cancel at paragraph 1.)°

In its anmended answer to the notice of opposition in
Opposition No. 91123244 and in its answer to the petition
for cancellation in Cancellation No. 92040577, Roche denies
the salient allegations of Cortex’ s pleadings, except that
Roche admts “that its MagNA Pure product line is used for
scientific purposes to isolate DNA and RNA” and t hat
“magnetic glass particles are used in the process.” Roche
further admts that no Allegation of Use has been filed in
connection with application Serial No. 75941114, but denies
that it has not actually used the mark in conmerce. Roche’s
answers also include, as an affirmative defense, an
allegation that “[t]he alleged famly of ‘*MAGA" marks upon
which Cortex relies for purposes of [these proceedings] is
nmerely descriptive, when applied to the products that such

alleged famly mark is used in connection wth, and thus

®>In the notice of opposition, but not in the petition for
cancel l ation, Cortex also has alleged that Roche “is not the
owner of the mark shown in Serial No. 75941114 because Qpposer
[Cortex] is the sole owner of ‘MAGA" in connection with MAGA
fam |y of products used in the isolation and purification of DNA
and RNA and all related or sinilar goods and services and has
granted no license, right or title in the same to Applicant

[ Roche]. Therefore, Applicant is not entitled to registration.”
(Notice of Opposition, Paragraph 9.) To the extent that this

al l egation was intended by Cortex to constitute a separate ground
of opposition (i.e., in addition to the Section 2(d) ground), we
decline to treat it as such. On its face, it appears to be a
nmere restatenent of the Section 2(d) ground. In any event, in
its briefs Cortex has not argued this “ownership” ground as a
separate ground, and therefore is deened to have wai ved such

gr ound.
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falls within the statutory prohibition of 15 U S. C
§1052(e), as anmended.”®

In the third of the three above-capti oned proceedi ngs,
Qpposition No. 91159203, the parties’ positions are
reversed. The opposition involves Cortex’s application
Serial No. 76289333, by which Cortex seeks to register the
mark MAGAPURE (in typed form for “chem cal reagents for
scientific or research use in the isolation, purification,
and extraction of biochemcals,” in Cass 1, and “di agnostic
reagents for clinical or nedical |aboratory use for the
isolation, purification, and extraction of biochemcals,” in
Class 5. The application was filed on July 24, 2001, and is
based on use in commerce. February 2001 is alleged in the
application as the date of first use of the mark anywhere
and first use of the mark in commerce.

On March 14, 2003, Roche filed a tinely notice of
opposition to registration of Cortex’s MAGAPURE mark. In

the notice of opposition, Roche pleads ownership of its

®Inits answers, Roche also alleges, as affirmative defenses,
that Cortex’s pleadings fail to state a clai mupon which relief
can be granted, that Cortex’'s actions are barred by the doctrines
of waiver, laches and estoppel, and that no |ikelihood of
confusi on exists between the parties’ respective marks. To

what ever extent the first two of these defenses mght be legally
avail able in these proceedings, we find that they have been

wai ved due to Roche's failure to argue themin its brief. They

are unproven in any event. The third “defense,” i.e., that there
is no |ikelihood of confusion, is not properly deenmed an
affirmati ve defense at all; we have treated it as nerely a

further denial of Cortex’s Section 2(d) |ikelihood of confusion
claim
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MAGNA PURE registration (Registration No. 2504968), the
registration involved in Cancell ation No. 92040577, as well
as ownership of its prior-pending MAGNA PURE application
(Serial No. 75941114), the application involved in
Opposition No. 91123244. Roche alleges that Cortex’s
MAGAPURE nmark, as applied to the goods identified in the
application, is likely to cause confusion vis-a-vis Roche’s
previ ousl y-used and regi stered MAGNA PURE mark. Tradenmark
Act Section 2(d), 15 U.S.C. 81052(d). Roche further alleges
that, in Opposition No. 91123244, Cortex has conceded t hat
actual confusion exists between Cortex’s MAGAPURE mar k and
Roche’s MAGNA PURE mar k

In its answer, Cortex denies Roche’s allegations of
priority and |ikelihood of confusion. (Answer, Paragraph
2.) Cortex affirmatively alleges that its rights in its
MAGA- famly of marks are senior to Roche’s rights inits
MAGNA PURE mar k, and that Roche’s use of MAGNA PURE
infringes on Cortex’s senior rights in its MAGA-prefix
famly of marks.

The evidence of record includes the parties’ pleadings,
and the files of the involved applications and registration.

In addition, each party subnmitted evidence.’ Cortex made

"W note that due to the the tinming and provisions of the
Board' s order consolidating Opposition No. 91123244 and

Cancel | ati on No. 92040577, each party essentially ended up with
multiple testinony periods. W have considered all evidence
properly submtted during any of these testinony periods.
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the follow ng evidence of record at trial: copies of three
patents owned by Roche; Roche’ s responses to, and docunents
produced in response to, certain of Cortex’s discovery
requests (and Roche’s stipulation as to the authenticity of
t he produced docunents); the testinony deposition (as
revised) of Cortex’s president Leonard Karp, and the
exhibits thereto; the testinony deposition (as revised) of
Cortex’s consultant WIIliam Cook, and the exhibits thereto;
and the testinony deposition of Cortex’s custoner Dr. Jesus
Chi ng.

For its part, Roche nade the foll ow ng evidence of
record at trial: a status and title copy of Roche’s
Regi stration No. 2504968 (the registration involved in
Cancel | ati on No. 92040577, and on which Roche relies as
plaintiff in Qpposition No. 91159203); excerpts and exhibits
fromthe Rule 30(b)(6) discovery deposition of Cortex’s
presi dent Leonard Karp; pursuant to Trademark Rul e
2.120(j)(5), Roche’s responses to, and docunents produced in
response to, certain other of Cortex’s discovery requests;
Cortex’s responses to, and docunents produced in response
to, Roche’ s discovery requests (and Cortex’s stipulation as
to the authenticity of the produced docunents); the file
wrapper of Cortex’s application to register the mark
MAGAPHASE (Serial No. 76289336); the (two) testinony

depositions of Roche’ s officer Sharon Sheridan, and the
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exhibits thereto; and the testinony deposition of Roche’s
enpl oyee Barney Crum and the exhibits thereto (which is of
record only for purposes of Cancellation No. 92040577).8

At this point, a short summary of what the record shows
to be the relevant chronol ogy regarding the parties’
adoption of their respective marks is in order. Cortex
adopt ed and began using the marks MagaCell and MagaRose in
1990. Cortex adopted, used and ceased use of several
addi tional marks over the years, such that, as of 1996 and
conti nui ng through 1999 and beyond, Cortex was using the
mar ks MagaCel |, MagAcrol ei n, MagaCharc, MagaPhase and
MagaBeads on its various products. (Karp Test. Depo., Exh.
Nos. 3-6, 8, 14 and 16.)

On August 28, 1998, Roche filed its application to
register MAGNA PURE in International Class 1; this
application eventually matured (on Novenber 6, 2001) into
Regi stration No. 2504968, the registration involved in
Cancel l ati on No. 92040577. It appears that, prior to the

August 28, 1998 filing date of Roche’s trademark

8 In addition, both parties have attached, as exhibits to their
final briefs, certain docunentary materials which had not been
nmade of record at trial. Exhibits and other evidentiary
materials attached to a party’'s brief on the case can be given no
consi deration unless they were properly nade of record during
trial. See TBMP §704.05(b)(2d ed. rev. 2004) and cases cited
therein. Likew se, we give no consideration to Roche's
statenents (at page 35 of its brief) regarding the alleged

exi stence of certain third-party registrations and applications
whi ch were not nade of record at trial. See TBMP §704. 06(b)(2d
ed. rev. 2004) and cases cited therein.
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application, Roche had filed three patent applications (Nos.
6,214,979, 5,487,972 and 5, 804, 375), in each of which a
reference is made to Cortex Biochemand its MagaCel

product. (Cortex Septenber 4, 2002 Notice of Reliance.)®

In Cctober 1999, Roche nade its first actual use of its
MAGNA PURE mark on goods in Classes 1, 5, 9 and 10.
(Sheridan 11/26/02 Depo. at 12-14, 21-22.) On March 10,
2000, Roche filed an intent-to-use application to register
MAGNA PURE in Classes 5, 9 and 10. (Serial No. 75941114,
the application involved in Qoposition No. 91123244.)

On or about January 23, 2001, Cortex gai ned actual
know edge of Roche’s MAGNA PURE mark via a search of the
Trademark O fice records. (Karp Test. Depo. at 138.) At
around the sane tine (January 2001), but subsequent to its
acqui sition of know edge of Roche’s MAGNA PURE mark, Cortex
adopt ed and began using the mark MAGAPURE for a new product.
(Karp Disc. Depo. at 111; Karp Test. Depo. at 138-40.)

On April 17, 2001, Roche’s intent-to-use application to
register MAGNA PURE in Classes 5, 9 and 10 (Serial No.
75941114) was published for opposition. By May 2001, Cortex
had becone aware of apparent instances of actual confusion

between its MAGAPURE nmar k and Roche’ s MAGNA PURE mar k

® I nasmuch as these patents refer only to one of Cortex’s marks,
i.e., MagaCell, they do not support Cortex’s contention that
Roche was aware of Cortex’s asserted fanmily of narks at the tine
it filed the patent applications.

10
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(Karp Test. Depo. at 146.) On June 12, 2001, Cortex filed
its notice of opposition to Roche’s intent-to-use
application Serial No. 75941114. On July 24, 2001, Cortex
filed an application to register the mark MAGAPURE. ( Seri al
No. 76289333, the application involved in Qoposition No.
91159233.)

I n Septenber 2001, Roche’s attorneys sent a cease-and-
desist letter to Cortex’s attorneys regarding Cortex’s use
of the MAGAPURE mark, claimng priority and |ikelihood of
confusion with its MAGNA PURE mark. Subsequent to its
recei pt of that letter, Cortex adopted and began using
MAGAZORB as a replacenent mark for MAGAPURE, apparently
pendi ng the outcone of these proceedings. (Karp Test. Depo.

at 179, 182-84.)

1. OPPOSITION NO 91123244 and CANCELLATI ON NO. 92041577
In Opposition No. 91123244, Cortex opposes Roche’s
application to regi ster MAGNA PURE for goods in Classes 5, 9

and 10. In Cancellation No. 92040577, Cortex petitions to
cancel Roche’s registration of MAGNA PURE for goods in C ass
1. In both cases, Cortex asserts a Section 2(d) claimbased
on Cortex’s asserted ownership of a famly of MAGA-prefix
mar ks.

The evidence of record establishes, and Roche does not

di spute, that Cortex uses various MAGA-prefix marks on

11
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various types of nagnetizable particles used for inmuno
separation, cell separation, and DNA/ RNA separation. In
view thereof, we find that Cortex has standing to bring

t hese opposition and cancel |l ati on proceedi ngs. Lipton

| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213
USPQ 185 ( CCPA 1982).

Cortex’s Section 2(d) claimin Qpposition No. 91123244
and in Cancellation No. 92040577 is based on its alleged
ownership and prior use of a famly of MAGA- prefix marks,
identified as “one word conprised of the arbitrary term MAGA
and the generic endings.” (Notice of Opposition at
paragraph 7; Petition to Cancel at paragraph 4.) That is,
Cortex’s Section 2(d) claimis not based on its ownership of
any of its individual marks, or on the alleged existence of
a likelihood of confusion as between Roche’'s MAGNA PURE mar k
and any of those individual marks. Rather, Cortex’s Section
2(d) claimis that Roche’s MAGNA PURE mark is confusingly
simlar to Cortex’s previously-used famly of MAGA- prefix
mar ks, such that purchasers are likely to m stakenly assune
that products sold under the nmark MAGNA PURE are part of
Cortex’s line of products sold under its MAGA famly of
mar ks.

Thus, to establish its Section 2(d) priority in this
case, Cortex nmust prove that it owms a famly of marks, and

that such famly was in existence and recogni zed by

12
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purchasers at |least as early as the earliest date on which
Roche can rely for priority purposes.!® See Han Beauty Inc.
v. Al berto-Culver Co., 236 F.3d 1333, 57 USPQ2d 1557, 1559
(Fed. Cr. 2001)(substantial evidence supports Board’s
finding that plaintiff’'s famly of nmarks “exists and arose
before [defendant’s] filing date”); and Marion Laboratories
Inc. v. Biochem cal/Di agnostics Inc., 6 USPQd 1215, 1218
(TTAB 1988) (plaintiff asserting famly of marks must prove
“first, that prior to the entry into the field of the

opponent’s mark, the marks containing the clained ‘famly’

10 In the usual Section 2(d) opposition proceeding before the

Board, priority is not an issue if the plaintiff has proven its
ownershi p of extant registration(s) of its pleaded mark(s). See
King Candy Co., Inc. v. Eunice King's Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108 (CCPA 1974). In this case, it appears that
registrations of the marks MAGACELL, MAGACHARC, MAGACRCLEI N,
MAGAPHASE and MAGABEADS were issued to Cortex subsequent to the
institution of these proceedi ngs. However, Cortex did not
properly make these registrations of record, and we therefore
have given them no consideration. See Trademark Rule 2.122(d),
37 CF.R 82.122(d). Even if we were to consider them however,
our anal ysis and deci si on woul d not be affected, because Cortex
is not relying on any individual mark (registered or otherw se)
but instead is relying solely on its ownership of an asserted
famly of marks. For that reason, priority, i.e., whether Cortex
owned a famly of nmarks prior to Roche's earliest priority
date(s), is an issue to be decided in this opposition proceeding.

In any cancell ation proceeding, priority is an issue. Again,
however, because Cortex is relying on its asserted famly of
mar ks rather than on any individual nmark, the priority dispute in
this cancellation proceedi ng requires us to determ ne whether
Cortex’s acquisition of rights in its asserted famly of marks
predates the earliest date on which Roche may rely for priority
pur poses.

Thus, the priority issue in Opposition No. 91123244 and in
Cancel I ati on No. 92040577, in both of which cases Cortex is the
plaintiff, is the sane. As discussed infra, however, because
Cortex is the defendant in the third of these consolidated
proceedi ngs, Opposition No. 91159203, it is not entitled to rely
on the “fam |y of marks” doctrine to establish its priority in
t hat case.

13
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feature or at |east a substantial nunber of them were used
and pronoted together by the proponent in such a manner as

to create public recognition coupled with an associ ati on of
comon origin predicated on the ‘famly’ feature.’).

Wth respect to Roche’s rights in its MAGNA PURE mar k
for the Class 1 goods identified in its Registration No.
2504968 (the registration involved in Cancell ation No.
92040577), the earliest date upon which Roche may rely for
priority purposes is the filing date of the application
which matured into that registration, i.e. August 28, 1998.
Trademark Act Section 7(c), 15 U.S.C. 1057(c). Wth respect
to Roche’s rights in its MAGNA PURE mark for the O ass 5,
Class 9 and Class 10 goods identified in its application
Serial No. 75941114 (the application involved in Qpposition
No. 91123244), the evidence of record clearly establishes
t hat Roche began using the mark on those goods in Cctober
1999, and therefore may rely on that date for priority
purposes in this case. (Sheridan 11/26/02 Depo. at 12-14,
21-22.)

Havi ng determ ned that Roche’ s earliest priority dates
are August 28, 1998 (in Cass 1) and Qctober 1999 (in
Classes 5, 9 and 10), we turn next to the question of
whet her Cortex, prior to those dates, had devel oped and

acquired rights in a famly of MAGA- prefix marks and thus

14
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may rely on such famly to establish its Section 2(d)
priority in this case.
The famly of marks doctrine has been expl ai ned by our

primary review ng court as foll ows:

A famly of marks is a group of marks having a
recogni zabl e common characteristic, wherein the
mar ks are conposed and used in such a way that
the public associates not only the individual
mar ks, but the common characteristic of the
famly, with the trademark owner. Sinply using
a series of simlar marks does not of itself
establish the existence of a famly. There nust
be a recognition anong the purchasing public
that the comon characteristic is indicative of
a conmon origin of the goods. ...Recognition of
the famly is achi eved when the pattern of usage
of the common elenment is sufficient to be
indicative of the origin of the famly. It is

t hus necessary to consider the use,
advertisenment, and distinctiveness of the marks,
i ncludi ng assessnent of the contribution of the
comon feature to the recognition of the marks
as of common origin.

J & J Snack Foods Corp. v. MDonald s Corp., 932 F.2d 1460,
18 USPQ2d 1889, 1891-92 (Fed. Cr. 1991). (Citations
omtted.) The Board has held that, in determ ning whether a
famly of marks exists, we nust exam ne (1) the pattern of
usage, i.e., the manner in which, and the extent to which,
the marks have been used in the sale and advertising of the
plaintiff’s goods or services, and (2) the distinctiveness
of the famly “surname.” Marion Laboratories Inc. v.

Bi ochem cal / Di agnostics Inc., 6 USPQ2d 1215, 1218 (TTAB

15
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1988). See also McCarthy on Trademarks and Unfair

Conpetition (4'" ed. 11/04) at §23:61

We consider first the question of the distinctiveness
of the term MAGA, which Cortex alleges to be the surnane of
its claimed famly of marks. To establish a famly of
mar ks, the plaintiff nmust prove “that the ‘famly’ feature
[ conmon to each of the marks] is distinctive (i.e. not
descriptive or highly suggestive or so comonly used in the
trade that it cannot function as the distinguishing feature
of any party’s mark.” Marion Laboratories Inc. v.

Bi ochem cal / Di agnostics Inc., supra, 6 USPQ2d at 1218; see
al so American Standard Inc. v. Scott & Fetzer Conpany, 200
USPQ 457, 461 (TTAB 1978).

Roche argues that MAGA is nerely descriptive as applied
to Cortex’s goods, that it has not acquired distinctiveness,
and that it therefore cannot serve as the basis for Cortex’s
clainmed famly of marks. WMre specifically, Roche contends
that Cortex’s products are, in essence, nagnetizable
particles used for magnetic separation, and that Cortex
adopted MAGA as the prefix to its marks specifically because
it describes this “magnetizable” feature of the goods.

Roche cites to Cortex’s answer to Roche’s Interrogatory No.
5.f, in which Cortex stated that “Cortex Bi ochem adopted the
MAGA mark because it contained the first three letters of

the word ‘ Magnetic’ which was a principal property of the

16
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Magneti c Separation Products.” (Roche’s 11/25/02 Notice of
Rel i ance, RDG 1633.) Roche contends that this statenment of
Cortex’s intent in adopting the mark is evidence of the nere
descriptiveness of the famly feature of Cortex’s marks.

Additionally, Roche relies on the testinony of Cortex’s
techni cal and nmarketing consultant, WIIiam Cook, who
consulted with Cortex concerning the |aunch of Cortex’s
MAGAPURE product in late 2000 and early 2001. He testified
that, when he and Cortex’s principals were considering what
to nane Cortex’s new MAGAPURE product, the prefix MAGA was
chosen because it “was an extension of the Maga product |ine
whi ch obvi ously was based on these particles being
magnetic.” (Cook depo. at 8.) He also testified that he
t hi nks of “nmagneti zabl e particles” when he sees MAGA, that
he believes MAGA is “descriptive” of magnetic properties or
magneti zabl e particles, and that he assunes (w thout
firsthand know edge) that this is the reason Cortex
initially adopted the MAGA prefix for its marks. (I1d. At
23-24, 28-30.)

We are not persuaded that this evidence establishes
that MAGA is nerely descriptive of Cortex’s goods. At nost,
it establishes that MAGA i s suggestive of the goods.

Al t hough MAGA shares the first three letters of “magnetic”
or “magnetizable,” the prefix adopted by Cortex is MAGA, not

MAG There is no evidence that MAGA and MAG are viewed in

17
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the industry as equivalent ternms, nor any evidence that
anyone besides Cortex uses MAGA (as opposed to MAG in
connection with nmagneti zabl e particl es.

Roche relies heavily on Cortex’s statenent of its
intention in adopting MAGA, as expressed in Cortex’ s answer
to Roche's interrogatory, i.e., that it “adopted the MAGA
mar k because it contained the first three letters of the
word ‘ Magnetic’ which was a principal property of the
Magneti c Separation Products”). Even assumng that Cortex’s
intent in adopting the termis relevant to our nere
descriptiveness determ nation, and that this interrogatory
answer is an adm ssion of Cortex’s intent, we are not
persuaded that the answer is evidence of nere
descriptiveness. At nost, it shows that Cortex wanted its
mark to suggest that the goods were nagnetizabl e particles.
W note as well that during his testinony deposition,
Cortex’s president Leonard Karp testified as follows
regarding Cortex’s intent in adopting the MAGA mark:

In the begi nning we wanted sonething that — we
tried things Iike mag, and it just didn't sound
right. ...Ma-g, because we thought that would be
— tell people at least that it was a product
that was a nmagnetic solid phase, but we couldn’t
find one that sounded correctly, so we cane up

with Maga which flowed nicely and had a good
phonetic sound to it.

(Karp. Depo. at 13.) Likewise in his discovery deposition

(made of record by Roche), M. Karp testified that “‘ Mg’
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was the original nanme that we thought would represent the
magneti c properties, and we used the Maga to phonetically
make it nore pleasing.” (Karp Disc. Depo. at 36.) As for
M. Cook’s testinony (quoted above), inasnmuch as he is not
shown to be an expert in trademark | aw or aware of the
nuances of trademark | aw term nology such as the term
“descriptive,” we find that his use of that termin relation
to Cortex’s goods is entitled to no probative val ue.

In short, the evidence of record fails to establish
that MAGA (as opposed to MAG is nerely descriptive of
Cortex’s goods, or that it is anything nore than suggestive
of the magnetic properties of those goods.

Havi ng found that MAGA is distinctive as applied to
Cortex’s goods, and that it thus may serve as the basis for
Cortex’s clained famly of marks, we turn now to the
question of whether whether Cortex has established that such
a famly of MAGA-prefix marks in fact exists and that it
cane into being prior to Roche’s August 1998 and Cctober
1999 dates of first use. To answer this question, we nust
| ook to the manner in which, and also the extent to which,
Cortex used the marks during the period in question. As

t he Board has previously noted:

1 Both Cortex and Roche have relied on evidence show ng Cortex’s
manner of using its marks whi ch post-dates Roche’'s August 1998
and Cctober 1999 priority dates in this case. Such evidence is
not relevant to the issue at hand, which is whether Cortex
already had a famly of MAGA-prefix marks as of Roche’ s earliest
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In order to establish or achieve a “famly” of
marks, it nust be denonstrated that a nunber of
the nenbers of said “fam |y” have been pronoted
together in such a manner and to such an extent
over a period of years as to create recognition
in the pertinent field as well as an associ ation
of conmmon origin predicated on the “famly”
feature. ...The only way that this can be
ascertained is to place oneself in the position
of a purchaser or prospective purchaser of [the
plaintiff’s] products and attenpt to understand
just what would be the normal reaction to [the
plaintiff’s] advertising and pronoti onal
material as it is encountered in the

mar ket pl ace.

DAP, Inc. v. Flex-O-dass, Inc., 196 USPQ 438, 443 (1976).
And, as Professor McCarthy has noted, the existence of a
famly of marks “is a matter of fact, not supposition.”
McCart hy, supra at 8§23:61

It appears fromthe record that prior to Roche s entry
into the field, Cortex was spendi ng approxi mately $30, 000
annually to advertise and pronote its MAGA nmarks, “directly
or indirectly.” (Cortex’s answer to Roche’s Interrogatory

No. 9; Karp Test. Depo., Exh. Nos. 10, 11, 15, 18-22. This

does not reflect expenditures sufficient to support the

priority dates. In particular, both parties rely on printouts
fromCortex’s website, which does not appear to have cone online
until sonetine in 2001. (See Karp Test. Depo., Exh. 22. These
i nvoi ces for advertising and pronotional expenditures for the
year 2001 are the first nmention of expenditures for devel opnent
of Cortex’s website. Also, the content on the website bears a
copyright notice dated 2001. The website printouts, and any
docunents in the record which on their faces include references
to the website or the website URL address, are not probative

evi dence on the question of whether Cortex had a famly of marks
i n August 1998 or Cctober 1999, Roche's priority dates, and we
have not considered themin reaching our decision
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establishnent of a famly of marks. More inportantly,
however, Cortex has failed to nmake of record any copies or
sanples of its actual advertisenents which appeared prior to
the 1998-1999 tinme frane we are interested in. W therefore
have no way of determ ning how t he MAGA-prefix marks woul d
have been perceived by purchasers and prospective purchasers
encountering the advertisenents. The absence fromthe
record of any sanples of Cortex’s actual advertisenents is
surprising, in view of the inportance assigned by our case
aw to the consideration of such advertisenents in the
determ nati on of whether a famly of marks exists. Wtco
Chem cal Co. v. Chem sche Werke Wtten G mb.H , 158 USPQ
157 (TTAB 1968) (“we | ook primarily to the nature and
character of opposer’s advertising and pronotional material”
in determ ning whether a famly of marks exists). Likew se,
al though Cortex asserts that it has displayed its marks in
its booths at trade shows over the years, the only
phot ogr aphi ¢ or other evidence show ng the manner of such
display is froma trade show which occurred in June 2001,
after Roche’s first use of its MAGNA PURE mark. *?

As for the evidence which Cortex in fact has submtted,
much of it does not support the famly of marks claim

Cortex’s product |abels (Karp. Test. Depo., Exh. No. 26)

12 Karp Test. Depo., Exh. No. 23. This photograph shows only the
mar ks MAGAPHASE and MAGAPURE di spl ayed together at Cortex’s trade
show boot h.

21



Opp. No. 91123244: Canc. No. 92040577: Opp. No. 91159233

each show use of a MAGA-prefix mark along with the Cortex
Bi ochem trade nane. However, we cannot determ ne whet her
these |l abels were in use prior to 1998-1999, and in any
event each | abel bears only one of the MAGA-prefix marks,
rather than displaying two or nore of the marks conjointly.
Cortex’ s Novenber 1996 Business Plan includes nention of
various Maga-prefix marks, but they are buried at pages 13-
14 of the 30-page docunent. Moreover, there is no evidence
that this Business Plan was directed to or encountered by
purchasers or prospective purchasers of Cortex’ s goods.
Exhibit No. 12 to the Karp Testinony Deposition is a reprint
of an article authored by Cortex officers and/or enpl oyees
whi ch appeared in the July 1995 issue of Genetic Engineering
News. Buried within the article are isolated references to
Cortex’s MAGAPHASE, MAGACELL and MAGACHARC products, but
al so references to various products marketed by ot her
conpani es.

Cortex’s 1992-93 Product List (Karp Test. Depo., Exh.
7), its 1994-1995 Product List (Karp Test. Depo., Exh. 9),
and its 1999 Product Reference Manual (Karp Test. Depo.,
Exh. No. 2) all include what could be construed, for the
nmost part, to be valid “famly of marks” usage. The 1992-
1993 product list includes |listings for various types of
“MagaCel | ” and “MagaRose” paramagnetic particles, as well as

“MagaRack” and “MagaBl ock” accessory products. On page 1 of
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the product list, below the headi ng but above the |isting of
the various MagaCell and MagaRose products, the follow ng
introductory text is displayed:

MagaCel | ™is paramagnetic iron-oxide entrapped

Cel | ul ose.

MagaRose™ i s paramagneti c iron-oxi de entrapped

spherical agarose beads and particul ate.
In the 1994-1995 product list (Karp Test. Depo., Exh. 9),
the index identifies one section of the list as “MagaPhase
Magneti zabl e Particles.” That section (at page 1), lists
various types of paramagnetic particles called MagaCell,
MagAcr ol ei n, MagaCharc and MagneTite. The heading on this
page includes the follow ng introductory text:

MagaCel | ™Mis paramagnetic cellul ose encapsul at ed

i ron-oxi de.

MagAcr ol ei n™is paramagneti c pol yacrol ein
encapsul at ed i ron- oxi de.

MagaCharc™i s paranmagnetic
pol yacryl am de/ char coal encapsul ated iron-oxide.

MagneTite™is precipitated paramagnetic iron-

oxi de, uncoat ed.
The 1999 Product Reference Manual has a section entitled
“ MAGAPHASE™ PRODUCTS” and “ MAGAPHASE™ PRODUCT LI NE” in which
are |listed, under separate subheadings and with expl anatory
par agraphs, the marks MagaCel |, MagAcrol ein, MagaCharc,

MagaPhase and MagaBeads.
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As stated above, for the nost part this constitutes
acceptable “famly of mark” usage. However, we note that
the 1992-93 and 1994-95 product |ists display the MAGA-
prefix marks interm ngled anong other “non-fam|ly” marks.

Al so, in the 1994-95 product list, two of the four clained
“fam|ly” marks, MagAcrol ein and MagneTite, do not followthe
clainmed “famly” pattern of having a MAGA-prefi x; they

i nstead use the prefixes “Mag” and “Magne.” The usage of a
“Mag” prefix rather than a “Maga” prefix in the MagAcrol ein
mark al so appears in the 1999 Product Reference Manual, and
it appears to continue to this day. Such usage detracts
fromCortex’s claimof a famly of marks

More significantly, however, even if we assune that the
1992-93, 1994-95 and 1999 docunents denonstrated ideal
“famly of marks” usage, their probative value is limted in
this case because, wth the exception of the 1994-95 product
list, we cannot determ ne how many of them were distributed
to purchasers and potential purchasers. M. Karp testified
that 2,500 of the 1994-95 product lists were distributed
during the 1994-95 period, but there is no testinony or
ot her evidence show ng how many of the 1992-93 lists or the
1999 Product Reference Manuals were distributed. M. Karp
testified that these materials would have been sent to al
of the clients on Cortex’s client |ist, but we have no

testinony or other evidence as to how nmany such clients
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Cortex had in the years prior to 1998-1999. The only client
list of record is the one which was current as of the August
2002 testinony deposition of Leonard Karp. W thus have no
evidentiary basis for finding, on this record, that these
materials were so extensively distributed to and w dely
encountered by purchasers in the marketplace prior to
Roche’s entry into the field as to create in purchasers

m nds a recognition that Cortex owed a famly of MAGA-
prefix marks. See Polaroid Corp. v. Richard Mg. Co., 341
F.2d 150, 144 USPQ 419 (CCPA 1965); Varian Associates, Inc.
v. Leybol d- Heraeus Gesel |l schaft mt Beschranktor Haftung,
219 USPQ 829 (TTAB 1983); and Raypak, Inc. v. Dunham Busch
Inc., 216 USPQ 1012 (TTAB 1982).

Additionally, Cortex’s evidence regarding its pre-1998
sales figures for products bearing a MAGA-prefix mark does
little to support a finding that a famly of such marks
existed during the period in question. M. Karp testified
that Cortex’s sales of products under its MAGA-prefix marks
in the years 1990-1996 ranged from $50, 000 to $400, 000
annual ly, but he admtted that these were nerely
“guesstimates” and that the actual sal es nunbers could be
off by half or twice as nuch. This testinony is equivocal,
to say the least, and it does not persuade us that Cortex’s

sal es were substantial enough to create in the m nds of
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purchasers a recognition of the alleged famly of marks. !
Moreover, there is no testinony or other evidence at all as
to the anbunts of Cortex’s sales of MAGA products in the
years 1997, 1998, 1999 and 2000.

Cortex relies heavily on the August 2002 testinony
deposition of Dr. Jesus Ching to support its famly of marks
claim Dr. Ching is a research and devel opnent manager for
Cephei d Corporation, and a purchaser of the rel evant goods
who has made purchases from both Roche and Cortex. W wll
quote fromhis testinony at |ength:

On direct exam nation:

Q Wat is the nature of the relationship
that you have with Cortex Bi ochenf?

A. A fewyears ago | gave thema call in
ternms of |ooking at what services they m ght be
able to provide in terms of synthetic work of
beads and whatnot, and the relationship
progressed to the point where we were worKking
wth themon purification of the nucleic acids
or isolation nucleic acids. W had tried to use
sone of our technol ogi es and al so have worked
with them on sone of their technol ogies
pertaining to nucleic acid isolation.

Q Are you famliar wth the product |ine of
Cortex Bi ochenf

A. | amloosely famliar with their product
line, yes.

13 Al'so, we cannot put these sal es nunbers in perspective because
there is no evidence fromwhich we mght determine what is
Cortex’s share of the relevant nmarket for these goods. Roche’s
sal es nunbers for its conpeting MAGNA PURE products were

subm tted under seal and will not be reveal ed here, but suffice
it to say that they dwarf Cortex’'s sales, even though Roche’s
goods have been on the market for a rmuch shorter tinme than
Cortex’s goods have been avail abl e.
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Q Is there any nethod in which you woul d
identify a particular Cortex Biochem product in
t he mar ket pl ace as opposed to sone ot her?

A. I'’msorry. Could you repeat that
guestion?
Q Sure. |Is there any particular nethod or

desi gnation that you recognize as indiciating a
Cortex Bi ochem product ?

A Oh, | see. Their magnetic particles that
t hey have, yes, and their manufacturing of
proteins or enzynes or what have you

Q And is there sonething about their
product names that evidenced to you that it is a
Cortex Bi ochem product?

A. Yes. Their Maga Particles or MagaZorb or
Maga Pure.

Q Wuuld you spell that Maga part?

A | think it is Ma-g-a.

Q Sois it when you see a Maga connected
Wi th sonme other description of the enzyne, is
that what indicates to you Cortex Bi ochem
pr oduct ?

A.  Yes. That was ny original
interpretation.

Q Do you know what sone of the Maga
products are that Cortex manufactures?

A, Yes. | understand that they nade — |’ m
nore famliar with their nucleic acid isolation
products, but | do understand that they nake
ot her products of other particles proactivated
wth different things on them

Q Do you know sone of the nanmes of their
product s?

A.  No.

Q Have you ever heard of a MagaZorb?
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A.  Yes, | have.

Q \What is MagaZorb as far as you
under st and?

A. MagaZorb was a particle that we had used
to or evaluated for the isolation of nucleic
acids. At the tine all | knewit was a nagnetic
particle, and it had a nucleic acid isolation
material on it.

Q Are you famliar wth MagaCell particles?

A 1’ve heard of it, but I’mnot technically
famliar with it.

Q How about MagAcr ol ei n?

A | amfamliar with it, but not
technically.

Q How about MagaCharc?
A.  No.

Q D d you have an occasion to nake a
purchase of a product titled “MagaPure”?

A.  No.

Q \Were you ever aware of a product naned
MagaPur e?

A Yes.

Q Wuld you describe to ne what that — how
it was that you were aware of MagaPure?

A.  About two years ago we received a flyer
for an invitation | think from Roche to attend
their product |launch with their purification
system hi gh t hrough-put machi nes, and | had sent
one of ny associates over to attend a sem nar
and to | ook at their technology and to see if
there was any conpatibility with our needs, and
my assunption was that that material that they
were using from Roche was not too dissimlar
fromwhat Cortex was doi ng because at the tine
we were working with Cortex, and | had comment ed
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to Matt at Cortex and congratul ating hi m because
he had nentioned that he was working with sone
ot her larger conpanies. | said, “So, you guys
have your products in the Roche product |ine
now,” and Matt did not say anything. And then
left it at that. And | don’t think we discussed
it any further fromthat point. Maybe once or
twi ce when he nentioned to nme that they did not
have a deal with Roche and that they were not
using their products.

Q And what was it about the advertisenent
or the subsequent discussion that you had with
Roche that nade you believe that that could
possi bly be a connection with Cortex Bi ochenf?

A It was the nane, the Ma-g-n-a, and | had
t hought that maybe because Roche did not have a
product prior that point that was naned |ike
that, so but because we were working with Cortex
al ready, and | knew that they had that nane on
their products, | had just naturally thought
that nmaybe it was Cortex’s products that was in
t he Roche instrumentation

Q So you have an associ ati on between the
Maga, M a-g-a, marks and Cortex Bi ochenf

A Yes.
Q And because of the simlarities between

the two, you thought that that coul d perhaps be
a Cortex Biochem product that was marketed by

Roche?
A. Correct. | nean it was a fairly honest
m st ake, | guess, on ny part.

Q Wiat experience had you had with Cortex
regarding the nucleic acid isolation products?

A Well, like | said, we started working
wth thema few years ago, and we have been
wor ki ng on vari ous conponents of nucleic acid
purification, and one of the things that we were
wor ki ng on was MagaZorb, and we were going into
sone rather detailed experinentation to | ook at
their properties and what not.
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Q Wat’'s the nature of your current
relationship with Cortex Bi ochenf?

A. We are currently working with them on
possi bly getting their technol ogy, their nuclear
aci d technol ogy into our company. **

On cross-exam nati on

Q In your testinony you indicated that you
have worked wi th MagaZorb; is that correct, sir?

A. That's correct.

Q \What other Cortex products have you
worked with? And if you can identify those
products by nane.

A.  The MagaZorb, yes, and then whatever
product that was prior to the MagaZorb whi ch was
| guess the MagaPure | had worked with them on.

Q So you had worked with both MagaPure and
t hen MagaZor b?

A.  Yes. And then there was sone ot her
products that | worked with themon that are not
in their product line that are nore into R and D
phase.

Q Okay. But is it fair to say when you
hear MagaPure and MagaZorb, you relate that to
Cortex; is that correct, sir?

A Yes.

Q And that’s based on your experience in
working with those two products; is that
correct?

A. Yes.

4 Roche argues that Dr. Ching is a biased witness, in view of the
fact that his conpany, Cepheid, is “currently working with
[Cortex] on possibly getting their technol ogy, their nuclear acid
technol ogy into our conpany.” Because we find Dr. Ching's
testinony to be of little probative value on its face (see

di scussion infra), we need not reach the issue of whether his
testinony also is biased.
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Q And, sir, the source of your confusion
that you’ ve testified about today, that rel ates
to Magna Pure, Roche’s Magna Pure?

A Yes.
Q And Cortex’s MagaPure; is that correct?

A. Yes.

On re-direct exam nation

Q You testified earlier that the reason
t hat you nmade an association with the Magna Pure
product that you saw fromthe Roche
adverti sement was because you understood Cortex
to have the Maga |ine of products; is that
correct?

A. That's correct.

Q So it wasn’t so much that it was Magna
Pure versus MagaPure. It was nore use of the
Magna versus the Maga; is that correct?

A. That's correct.

On re-cross exani nati on

Q And just one followup. In this line of
Maga products, sir, that you ve testified about,
your experience is limted to MagaPure and
MagaZorb; is that fair to say?

A. In ternms of ny technical experience, yes.

Q And in terns of use of Cortex products,
that your use would be limted to the MagaPure
and t he MagaZor b?

A No. | nean I'mfamliar with their
technology in sone other areas that |’ve worked
with themon, and they are not current product
l'ines.
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This testinony does little to support a finding that
Cortex already owned a famly of MAGA-prefix marks as of
Roche’ s August 1998 and COctober 1999 priority dates. W
note first that the only Cortex marks that Dr. Ching could
identify without pronpting and | eading from Cortex’ s counsel
wer e MagaPure and MagaZorb (which actually are two nmarks
used on a single, renaned product — see discussion supra at
p. 11), both of which were adopted by Cortex subsequent to
Roche’s 1998 and 1999 priority dates. W cannot concl ude
fromthis testinony that Dr. Ching was even aware of Cortex
in 1998 or 1999, nuch less that he was aware of any famly
of MAGA-prefix marks at that tine.

Second, Dr. Ching testified that he received the
announcenent from Roche regardi ng Roche’s MAGNA PURE product
“two years ago,” which, as neasured fromthe date of his
deposition, would be in August 2000. Again, even if we
assune that he was aware of Cortex’s asserted famly of
MAGA- prefix marks at that tinme, there is no basis for
concludi ng that he was aware of the asserted famly in
August 1998 or Cctober 1999, which are the dates at issue
here. W sinply cannot determne, fromthis testinony, when
(if ever) Dr. Ching actually becanme aware of the existence
of the asserted famly of marks.

Cortex also relies on the testinony of WIIiam Cook,

who was a consultant to Cortex from Decenber 2000 through
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July 2001 in the devel opnent and marketing of its nucleic
acid purification technol ogy and product, including Cortex’s
decision to adopt the mark MAGAPURE for that product in
January 2001.' Specifically, Cortex relies on the
follow ng testinony:
Q Based on your extensive experience [20-30

years] in the biotech industry and with the

reagent market and to some extent in the DNA-

isolation market, is it your understandi ng that

Cortex had devel oped a notoriety for its Maga

mar ks?

A | think Cortex was very well-known for

t hat product line and that mark.
(Cook Depo. at 17.) This testinony does not support a
finding that Cortex owned a famly of MAGA-prefix marks as
of August 1998 or Cctober 1999. Moreover, when he was asked
by Cortex’s counsel during direct exam nation to identify
the Cortex products with which he was famliar prior to
entering into his consulting contract with Cortex in
Decenber 2000, he testified as foll ows:

Q Were you famliar with the names of those
product |ines?

15 Roche argues that because M. Cook is a |ong-tinme personal
friend of Cortex's principals, and because he was closely

i nvolved in the devel opnent and marketing of Cortex’s MagaPure
product, he is a biased w tness whose testinony should be

di scounted. As was the case with Dr. Ching, however, we find
(see infra) that M. Cook’s testinmony on its face does little to
support a finding that Cortex owned a famly of marks prior to
Roche’s entry into the marketplace. Accordingly, we need not
reach the bias issue.
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Yes.
VWhat were sone of those?

MagaPhase, for exanpl e.

o > O P

Any ot hers?

A. There was — probably that was the one
that was the | ead product and the one |’ m nost
famliar with. | probably can’'t recall any
ot hers just offhand.

Q Does MagaCell sound famliar?

A Yes.

Q MagAcrol ein?

A. 1’ve heard of it subsequently, but |
hadn’t heard of it before.

Q  MagaBeads?

A. Yeabh.

(Cook Depo. at 7.) Although M. Cook also testified (at
pages 15-16) that Cortex adopted the MAGAPURE mark in order
to extend its “well-known” |ine of MAGA-prefix marks and
products, we find that M. Cook’s inability to name w t hout
pronmpting any of Cortex’s MAGA-prefix marks (except for one)
belies Cortex’s claimthat it owed a famly of marks in
1998 and 1999. His testinony certainly cannot be deened to
support a finding that rel evant purchasers in general were
aware of any such famly at the tine in question.

To summarize, we find that Cortex’s sales and its
expenditures on advertising and pronotion of its alleged

famly of marks prior to Roche s August 1998 and Cct ober
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1999 priority dates were neager, and certainly were
insufficient to support a finding that Cortex’s MAGA-prefix
mar ks were recogni zed as a famly of marks by rel evant
purchasers at that time. Mreover, we have no sanples or
copies of the actual advertisenents or trade show displ ays,
whi ch precludes us fromstepping into the shoes of
purchasers and gauging their likely reaction to the manner
in which Cortex used the marks. Cortex’s product lists are
in the record, and they are sone evidence of “famly” usage
of the MAGA-prefix marks. However, we cannot concl ude on
this record that these lists were so extensively distributed
by Cortex, or so wi dely encountered by purchasers, as to
give rise to a famly of marks. W note as well that at
| east two of the marks used and displayed by Cortex in these
pre-1999 product |ists, MagAcrol ein and MagneTite
(especially the latter), do not followthe clained “famly”
pattern of using “Maga-" as a prefix; instead, they use
“Mag-" and “Magne-" as prefixes. Finally, neither of
Cortex’s witnesses, Dr. Ching or M. Cook, could identify,
W t hout pronpting and | eading by Cortex’s counsel, nore than
one or two of the alleged famly of marks, and the two narks
identified by Dr. Ching both were adopted by Cortex after
Roche’s priority dates.

After careful review of the evidentiary record, we find

that Cortex has failed to neet its burden of proving by a
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preponderance of the evidence that it owed a famly of
MAGA- prefix marks prior to Roche’s August 1998 and Cct ober
1999 priority dates. Again, as noted by Professor MCart hy,
a finding that a famly of marks exists “is a matter of
fact, not supposition.” Cortex’s factual showing in this
case is insufficient to support a finding that its use of
its MAGA-prefix marks had risen to the level of a famly of
marks prior to Roche’s entry into the field.?®

Because Cortex’s Section 2(d) claimin Qpposition No.
91123244 and in Cancellation No. 92040577 is based on its
asserted ownership of a famly of marks prior to Roche’s
entry into the field, and because we have found that no such
famly existed, Cortex’s Section 2(d) clainms in Opposition
No. 91123244 and in Cancel | ati on No. 92040577 fail for |ack
of priority. Because Cortex has not established its Section
2(d) priority as to the clained famly of marks, we need not

reach the question of whether a likelihood of confusion

' I'n finding that Cortex has failed to establish that it owned a
famly of marks as of Roche's entry into the marketplace, we are
not persuaded by Roche’ s argunent that Cortex does not own a

fam ly of marks because it “instead” has a “fam |y of products”
whi ch are marketed under the house mark “MagaPhase.” |If a famly
of marks is shown to exist, then it is not inconsistent to al so
find that the famly marks are used on a line of products, or to
find that they also are used in connection with a house nark.

See, e.g., Han Beauty Inc. v. Al berto-Culver Co., supra (famly
of TRES- marks used on a line of products, all of which also bore
the house mark TRESEMMVE). Here, Cortex has failed to prove that
its MAGA-prefix marks rise to the level of a famly of marks.

That it has a fam |y of products or uses a house mark as well is
not dispositive.
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exi sts as between Cortex’s asserted famly of marks and

Roche’s MAGNA PURE mark. !/

[11. OPPOSI TION NO. 91159233

The parties have joined in a request that we decide
Qpposition No. 91159233 at this tine, based on the evidence
made of record in Qpposition No. 91123244 and Cancel | ation
No. 920430577. (Roche’s Brief at 42-43; Cortex Reply Brief
at 8.) In Opposition No. 91159233, Roche opposes
registration of Cortex’s MAGAPURE nmark on the grounds that
Roche is the senior user of its MAGNA PURE nark as wel |l as
the owner of a registration of such mark, and that Cortex’s
MAGAPURE nmark is likely to cause confusion therewth.

In view of Roche’s registration of its MAGNA PURE nmark
and its proven prior use of said mark (beginning in QOctober
1999) vis-a-vis Cortex’s first use (in January 2001) of the
MAGAPURE mark which is the subject of the opposed
application, we find that Roche has both standing to oppose
and Section 2(d) priority. W also find that confusion
bet ween Roche’s MAGNA PURE mark and Cortex’s MAGAPURE mar k

is likely. Roche’s MAGNA PURE nark, although not

" Cortex has not alleged or argued a Section 2(d) claimbased on
any of its individual MAGA-prefix marks that were in use prior to
Roche’s priority dates (MagaPhase, MagaCell, MagaCharc,
MagAcrol ein and MagaBeads). Even if it had, we would find that
Roche’s MAGNA PURE nark and those individual Cortex marks are
sufficiently dissimlar, when viewed in their entireties, to
preclude a finding of likelihood of confusion.
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confusingly simlar to Cortex’s other MAGA-prefix marks when
viewed in their entireties (see supra at footnote 17), is
sufficiently simlar to Cortex’s MAGAPURE mark that
confusion is likely to result fromthe parties’
cont enpor aneous use of the marks. Cortex has not contended
ot herwi se; indeed, Cortex has presented evidence whi ch shows
t hat instances of actual confusion between these two marks
has already occurred. (Karp Test. Depo. at 118-120; Karp
Disc. Depo. at 116-118.)

Cortex’s sole argunent with respect to this opposition
(in which it is the defendant) is that it is entitled to
prevail because it commenced use of its asserted famly of
MAGA- prefix marks prior to Roche's first use of its MAGNA
PURE mark. As discussed above, we have found that Cortex
had not established a famly of marks prior to Roche’s first
use. Moreover, even if we had found that Cortex had
established such a famly of marks, Cortex would not be
entitled to rely on such famly in order to defeat Roche’s
Section 2(d) ground of opposition. It is settled that the
“famly of marks” doctrine may not be used by the defendant
to establish priority in an inter partes proceedi ng before
t he Board. See Hornbl ower & Weeks Inc. v. Hornbl ower &
Weeks Inc., 60 USPQRd 1733 (TTAB 2001); Bl ansett Pharnmacal

Co. Inc. v. Carnrick Laboratories Inc., 25 USPQ2d 1373 (TTAB
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1992); and Baroid Drilling Fluids Inc. v. Sun Drilling
Products, 24 USPOQR2d 1048 (TTAB 1992).

Havi ng found that Roche has standing to oppose, that
Roche is the prior user of its MAGNA PURE mark, and that a
I'i kel i hood of confusion exists between Roche’s MAGNA PURE
mark and Cortex’s MAGAPURE mar k, we sustain Roche’s
opposition to registration of Cortex’s mark in Qpposition
No. 91159233.

Decision: Cortex’s opposition to registration of
Roche’s MAGNA PURE mark in Qpposition No. 91123244 is
dismssed. Cortex’s petition to cancel Roche’ s registration
of MAGNA PURE in Cancellation No. 92040577 is deni ed.
Roche’ s opposition to registration of Cortex’s MAGAPURE nark

in Qpposition No. 91159233 is sustai ned.
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