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Opi ni on by Kuhl ke, Adm nistrative Trademark Judge:

In these consolidated proceedings itote, Inc.
(hereinafter Itote), as plaintiff in Qpposition No.
91121054, seeks to prevent totes |sotoner Corporation
(hereinafter Totes) fromregistering the mark TOTES (in
standard character form for backpacks, day packs, belt
bags, all purpose sports bags, duffle bags, and briefcases,?
and as plaintiff in Cancellation Nos. 92040619, 92040732 and
92041389, seeks to cancel Totes' registrations for TOTES (in
standard character form for carrying cases and pouches for
overshoes, raincoats and unbrellas;? TOTES (in standard
character form for fabric carryalls with unbrella storage
conpartment ;3 and TOTES SPORT (in standard character form
SPORTS di scl ai ned) for backpacks, carryall bags, duffel

bags, and fanny packs.*

! Serial No. 75714429, filed May 26, 1999. The application is
based on use under Trademark Act Section 1(a), 15 U S. C

81051(a), alleging 1981 as the date of first use and first use in
comer ce.

2 Registration No. 1138767, issued August 19, 1980, renewed.

% Registration No. 1154884, issued May 19, 1981, renewed.

* Registration No. 2305847, issued January 4, 2000.
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| tote has brought the notice of opposition and the
petitions for cancellation on the grounds that (1) TOTES is
the generic termfor the goods identified in Totes’
application and registrations, and (2) fraud.

Totes, in its answers, denied the salient allegations
of the notice of opposition and petitions to cancel, and in
Opposition No. 91121054 alleged affirmatively that its mark
TOTES is fanbus as used with a “variety of goods.”

Totes, as plaintiff in Qpposition No. 91155989, seeks
to prevent Itote fromregistering the mark I TOTE PC (in
standard character form PC disclained) for “carrying cases,
backpacks, carry on bags, school bags, tote bags, travel
bags and briefcases, all specifically designed to carry and
transport portable conputers” in International Cass 9, and
“carryi ng cases, backpacks, carry on bags, school bags, tote
bags, travel bags and briefcases” in International C ass
18.° In the notice of opposition, Totes alleges that | TOTE
PCis confusingly simlar to Totes’ various previously used
and registered TOTES marks. In its answer, |Itote denies the
salient allegations and asserted various “affirmative

def enses. " ©

® Serial No. 78018951, filed July 130, 2000. The application is
based on a bona fide intention to use the mark i n conmerce under
Trademark Act Section 1(b), 15 U S.C. 81057(b).

® To the extent the answer sets forth affirmative defenses (e.g.,
estoppel or unclean hands) these affirmati ve defenses were not
pursued at trial or in the brief other than to reargue Itote's
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The record consists of the pleadings, the files of the
opposed applications and the subject registrations, the
testi nony depositions wth acconpanying exhibits of M chael
Katz, a senior vice president with Totes, taken on Cctober
14, 2004 (Katz |I) and Decenber 2, 2004 (Katz Il), Adam
Bennett, president and CEO of Itote, taken on Cctober 29,
2004 (Bennett |) and February 10, 2005 (Bennett 11), and
Bradford E. Phillips (Phillips), prior ower of Totes, taken
on Cctober 14, 2004. |In addition, Itote has submtted four
notices of reliance upon various itens. Totes has objected
to various portions of the evidence and testinony and we
w || address these objections below Briefs have been filed
but an oral hearing was not requested.

Evidentiary |ssues

Totes objects to the Internet printouts marked as
exhibit nos. 3-12 during the Katz |I deposition for |ack of
foundati on and authentication. |Itote took this deposition
by subpoena and Totes did not produce these printouts to
Itote. Rather, Itote presented these Internet printouts to
M. Katz. Moreover, Totes argues that Itote's counsel “did
not |ay any foundation regarding M. Katz' s personal
know edge or famliarity with Exhibits 3-12” and requests
that the Board exclude M. Katz’ testinony regardi ng exhibit

nos. 3-12. Itote argues that in view of Totes’ failure to

contentions regardi ng the i ssues of genericness and fraud
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object at the tine of the deposition the objections have
been waived. While we agree that the objection is untinely,
in view of the manner in which these Internet printouts were
i ntroduced, although of record, they have little probative
value. The testinony elicited with regard to these
printouts concerns the witness’s own perception of the bags
in the pictures; the testinony is not directed to the
public’s understandi ng of or exposure to these bags and how
they are described on the website, nor do they prove that
the bags are actually for sale or were being advertised at
the tinme of the deposition.

In addition, Totes objects to the Internet printouts
subm tted under notice of reliance. |Itote again responds
that Totes’ objection is untinely inasnuch as Totes did not
file a notion to strike. |Itote argues that had Totes filed
a tinely objection, Itote “would have had sufficient tine to
depose the person who perforned the Internet searches, thus
aut henticating the docunents.” Br. p. 11. It is well
settled that Internet printouts are not self-authenticating
and are “not proper subject matter for introduction by neans
of a notice of reliance under Trademark Rule 2.122(e).”

Pl yboo Anerica Inc. v. Smth & Fong Co., 51 USPQR@d 1633,

1634 n.3 (TTAB 1999). See also Mchael S. Sachs Inc. v.

Cordon Art B.V., 56 USPQ2d 1132, 1134 (TTAB 2000); Racci opp

pertaining to Totes’ nmarks and registrations.
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v. Apogee Inc., 47 USPQd 1368, 1370 (TTAB 1998). Thus,

Totes’ objection is sustained. See Oiginal Appal achi an

Artworks Inc. v. Streeter, 3 USPQd 1717, 1717 n.3 (TTAB

1987) (party may not reasonably presune evidence is of
record when that evidence is not offered in accordance with

the rules); and Colt Industries Qperating Corp. v. Oivetti

Controllo Nunmerico S.p. A, 221 USPQ 73, 74 n.2 (TTAB 1983)

(objection raised in brief that itenms submtted by notice of
reliance were neither official records nor printed
publications sustained). W hasten to add that even if we
consi dered these exhibits, as wth the printouts attached to
the Katz | deposition, these printouts have |little probative
value. W further note that all of the Internet printouts,
including the exhibits attached to the Katz | deposition,
are fromone website and “totes” is used only three tines in
headers for pages with various bags (e.g., double handle
tote, attachable shoulder tote). Wiile the website
apparently displays various designer’s bags it is not known
if the use of the word tote in connection with various types
of bags is the designer’s designation or fromthe website
itself. Moreover, there is nothing in the record to
indicate the extent to which consuners have been exposed to
this one website.

Totes al so objects to various itens marked as exhibits

during the Bennett Il deposition. Specifically, Totes
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argues that Itote failed to authenticate exhibit nos. 5-7
and 11, and failed to lay a foundation and failed to

aut henticate exhibit nos. 8 and 12. These exhibits conprise
phot ogr aphs of products, hangtags, and receipts for Totes’
products. The products were not purchased by the w tness,
nor was the purchaser identified, nor is there testinony to
verify that the photographs are a fair and accurate
representation of the actual products, hangtags, and

recei pts. However, other than exhibit no. 12, Totes has not
argued that these are not hangtags from Totes’ products. In
response to the objection, Itote argues that during the
deposition Totes did not object to exhibit nos. 5 6 and 12
for lack of authentication; that M. Bennett’s testinony
that he had hired soneone to nake the purchases and that M.
Bennett had sent the receipts to the Board with the pleading
was sufficient to lay a foundation; and that exhibit no. 8
was “real evidence which does not rely on a wtness’s
testinony.” W note that the exhibits in question appear to
pertain to purchases nmade in 2001. M. Katz, a Totes’

senior vice president, had already, in a declaration dated
July 3, 2001 and attached as exhibit no. 1 to the Katz |
deposi tion, addressed the photographs of the products and
stated the foll ow ng:

| amaware that Itote Inc. has attached
phot ogr aphs of products purportedly purchased at a
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totes’ outlet store that are identified as a tote,
a tote bag, an unbrella tote and a conputer tote.
This |l abeling is not approved totes |abeling as
totes does not and never has sold any tote bags
under the TOTES mark...The identification of the
products as a tote, tote bag, unbrella tote or
conputer tote was a m st ake.

M. Katz further testified in the Katz Il deposition
t hat :

What had happened was sone of the bags that were
sold in our retail stores, which also had the
totes trademark, those carryall bags were al so
marked as a tote, t-o-t-e, and that was

i nappropriate | abeling because those bags did not
satisfy our internal definition of what a tote bag
is. And it was an error that was brought to our

attention. It was corrected and we nade sure we
do not m sl abel any of our goods that carry the
totes trademark. Katz Il p. 16.

We further note that no objection has been nade to
exhibit nos. 13 and 14, which are photographs of simlar
hangtags to those reproduced in exhibit nos. 5-8 and 11 but
were purchased by M. Bennett in 2005. |Inasnuch as Totes
has substantively addressed the subject matter of the
exhibits in question through the testinony of its senior
vice president, Totes objections are overruled and the
exhibits remain of record.

Finally, Totes’ objection to the evidence attached to

l[tote's brief is sustained. Evi dence subnmitted for the

" W note that Totes’' corporate nane is depicted as “totes”

wi t hout capitalization, and therefore, in the testinony that is
guot ed t hroughout this opinion we have shown the nane “totes” in
this format.
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first time with a brief will not be considered.? Angel i ca

Corp. v. Collins & Ai kman Corp., 192 USPQ 387, 391 n. 10

(TTAB 1976).

Opposition No. 91121054 and Cancel | ati on Nos. 92040619,
92040732, and 92041389

We first address the four proceedings in which Itote is
in the position of plaintiff and Totes is in the position of
def endant, and involve the conmmopn issues pertaining to the
al | eged genericness of Totes’ marks and the alleged fraud
commtted in filing, obtaining and/or naintaining the
application and registrations.

Itote has sufficiently established that it has standing
to bring these proceedings inasnuch as it has shown that it
is a potential conpetitor in the same nmarket as Totes. See
Bennett | p. 7 (“Itote Inc., is a start-up that has been
involved in the design and devel opnent of conputer cases,

primarily for the Apple market.”) PlybooAnerica, Inc. v.

Smith & Fong Co., supra. W also note that Totes has not

di sputed Itote's standing.

8 W note Totes’' further objection “to other deposition exhibits
and docunents that itote submtted, but did not cite in the
‘Description of the Evidence of Record.”” Br. p. 2 fn. 5. Totes
has not specified what exhibits were purportedly not indicated in
t he Description of the Record, and the Board generally will not
consi der such a vaguely worded objection as that raised by Totes
herein. In any event, while a listing in the brief of the
materials that are of record is helpful to the Board, identifying
all materials is not a requirenent to their being considered.

Q herwi se, a party could presumably avoid having a negative

testi nony deposition considered sinply by not listing it. Thus,
we have considered all properly introduced evidence for its
appropriate probative val ue.
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Cl ai m of Genericness

In order to prevail on the ground of genericness the
plaintiff nust establish genericness by a preponderance of

the evidence. Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19

USPQ2d 1551, 1554 (Fed. Cir. 1991). The critical issue in
determ ning genericness is whether nenbers of the rel evant
public primarily use or understand the designation sought to
be registered or that is already registered to refer to the

genus or category of goods in question. H Marvin G nn

Corp. v. Int’'l Association of Fire Chiefs, Inc., 782 F.2d

987, 228 USPQ 528, 530 (Fed. Cir. 1986).

Maki ng this determ nation “involves a two-step inquiry:
First, what is the genus of goods or services at issue?
Second, is the termsought to be registered ... understood
by the relevant public primarily to refer to that genus of

goods or services?” Mrvin Gnn, supra, 228 USPQ at 530.

The correct legal test for genericness, as set forth in

Marvin G nn, “requires evidence of ‘the genus of goods or

services at issue’ and the understandi ng by the general

public that the mark refers primarily to ‘that genus of

goods or services. In re American Fertility Society, 188

F.3d 1341, 51 UsSPQ@d 1832, 1836 (Fed. Cr. 1999). That is,
do the nenbers of the rel evant public understand or use the
term sought to be protected to refer to the genus of the

goods and/or services in question?

10
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The genus or category of goods involved in these cases
are those goods set forth in the various identifications.

Magi ¢ Wand, supra, 19 USPQ2d at 1552. Applicant attenpts to

redefine the genus, arguing that a genus is a class of
obj ects divided into subordi nate species and in these
proceedi ngs “tote” is the genus and the goods identified in
the application and registrations are species of that genus.
However, the various dictionary definitions of record do not
support such a categorization

Tote v. 1. to carry by hand: bear on the person:

| ug, pack 2. haul convey. MerriamWbster’s
Col | egi ate Dictionary (10'" ed. 1998);

Tote n. 2. tote bag. MerriamWbster’s
Col l egiate Dictionary (10'" ed. 1998);

Tote bag. n A large 2-handl ed open-topped bag (as
of canvas). Merriam Wbster’s Collegiate
Dictionary (10" ed. 1998);

Tote transitive verb. toted, toting, totes. 1. To
haul ; lTug. 2. To have on one’s person; pack;
toting guns. noun 1. A load; burden 2. A tote bag.
The Anerican Heritage Dictionary (2d Col |l ege ed.
1991);

Tote bag. A large handbag or shopping bag. The
Anmerican Heritage Dictionary (2d Col |l ege ed.
1991);

Tote bag. A woman’s | arge handbag used esp. for
carrying smal |l packages. Whbster’'s Third New
International Dictionary (1964).

Not ably, these definitions do not include the
identified goods. More specifically, none of the goods

listed in the application and registrations is a tote bag,

11
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shoppi ng bag or handbag. W are therefore not persuaded by
ltote’s argunent.?®

The next question we nust address is whether the
rel evant purchasers for the identified goods would
understand TOTES to refer to the genus. Because the goods
are consuner itens, the relevant purchasers would be the
general public.

“Evi dence of purchaser understandi ng nay cone from
direct testinony of consuners, consuner surveys, dictionary
listings, as well as newspapers and ot her publications.”

Magi ¢ Wand, supra, 19 USPQ2d at 1553. See also In re

Merrill Lynch, Pierce, Fenner, and Smth Inc., 828 F.2d

1567, 4 USPQRd 1141, 1143 (Fed. Gr. 1987), and In re

Nort hl and Al um num Products, Inc., 777 F.2d 1556, 227 USPQ

961, 963 (Fed. Gir. 1985).

Itote argues that “the target purchaser for these
goods conprise nen and wonen who want a container for
carrying and transporting itens and perceive of [sic] the
word ‘tote’ or ‘totes’ as applied to these goods as generic

— not as an indicator of a single source.” Br. pp. 19-20.

° W note that a definition for “carryall,” discussed infra, from
the WrdNet Dictionary, lists “tote” and “tote bag” as synonyns
for a “carryall,” and “carryall bags” is one of the goods |isted
inthe registration for TOTES SPORT. However, this single
listing is not sufficient for us to find that “tote” is the genus
for Totes’ identified goods in the TOTES SPORT registration. W
di scuss, infra, whether the record supports a finding that the
public woul d perceive TOTES as a generic termfor “carryall

bags.”

12
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In support of its position that the rel evant public

under stands Totes’ marks to primarily refer to the various
goods listed in the application and registrations, Itote
subnmitted articles fromseveral printed publications.® A
sanpl e of relevant excerpts are set forth bel ow (enphasis
added) :

What ever your budget, Hi ndmarch thi nks wonen need
three basic bags: First, a day-to-day work tote,
whi ch shoul d be durable, scratch-resistant and
have separate pockets for private things and work
things...Next, you' |l need a nighttinme party bag
that’s small, flirty ... Then there’s the in-

bet ween bag — preferably with the new baguette
shape, which sits just under the arm..New York
Daily News (March 12, 2000);

Snakeski n and patent | eather evening bags in red
and bl ack...are marked down...Her classic shoul der
totes in Napa | eather will be slashed...New York
Daily News (Cctober 22, 2000);

Itenms needed include trash bags, storage totes,
toilet paper...Chicago Daily Herald (July 17,
2001);

Now, her conpany manufactures several different
pet totes for use around town or in the air.
Chi cago Sun-Tines (April 24, 2001);

The portly pepperpot’s |line of handbags and totes
i s avail abl e exclusively through her perky pink-
and-green Wb site... New York Post (Septenber
20, 1999);

|"ve tried everything: Duffels, old bowing bags,
totes, suit bags, bags with four wheels, bags with
two wheels, bags with no wheels. Austin Anmerican-
St at esman ( Sept enber 5, 1999);

A few of the articles were fromforeign publications and are of
no probative value as to the U S. public’s understanding of the
desi gnhati ons.

13
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A look at newrules for fans attending Chio State
ganes: ...No backpacks, fanny packs, cool er, bags,
containers of any size, chair-back seats, seat
cushi ons, caneras or radios. No bags or totes
containing clothing itens. Akron Beacon Journal
(Cctober 3, 2001);

The $1 million canpaign from TBWV Chi at/ Day, Los
Angel es, connotes celebrity status for the upscale
Sansonite 735 Series, an assortnment of tote,

conput er, garnent and wheel ed bags that
accommodate | aptop conputers, suits, and other
necessities for business trips. Brandweek
(Septenber 13, 1999);

Webvan couriers bring totes, which custoners
enmpty. (O, you can keep the totes for a
deposit.) Peapod delivers sonme itens in totes
(again, if you keep them you pay a deposit) but
nmost products arrive in paper and plastic bags you
can unpack at your |eisure. Chicago Tribune
(January 17, 2001);

First down the |ane was M uccia Prada’s version.
Her sem -circle-shaped carry-all is bigger than a
baguette, nore |l adylike than a tote and not as
pricey as a Hernmes Kelly...OF course, this

desi gner clearly knows what wonen want in a bag -
t hose bl ack nylon totes everyone |ugged throughout
the *90s were popul ari zed by Prada. New York
Daily News (June 4, 2000);

It’s AIl G eek To Me is a supplier of plush
products to the gift industry, while Toppers Inc.
supplies sports bags, totes, |uggage, briefcases,
portfolios, caps, golf... Gfts & Decorative
Accessories (July 1, 1999);

They travel lightly; nylon gum bags, soft canvas
totes, confy leather briefcases, maybe a dark
shoul der bag where a flat dress suit waits for its
monment in the sun. Chicago Tribune (August 12,
1999) ;

Sack sale Soco, the Nolita store specializing in
French handbags, is having a sale on its totes,
bags and purses until Jan. 6. A leather ostrich-
enbossed bowling bag in tan, purple or red with
gol d pi ping has been reduced from $235 to $188.

14
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Larger versions have been reduced from $265 to
$210. Tiger-print shoul der bags have had $15
knocked off their original price and are now
avai |l abl e for $170, as have the canvas nessenger
bags and shoppi ng totes, now $50 and $60,
respectively. Large weekend duffel bags in red,
purple or green are down from $130 to $100. New
York Daily News Decenber 17, 2000);

Tot es, hobo bags, garnent bags, pocket books,
shoul der bags, change purses, fanny packs,
eyegl ass and cosnetic cases, checkbook
covers...Chicago Tribune (May 7, 2001);

When it comes to bags, spring’ s winners can be
conpartnentalized into one carryall: totes...Tote
bags, though, are carrying increases and being
reordered in droves for spring 2002. DSN
Retailing Today (August 20, 2001);

Totes are like T-shirts—the perfect union of
practicality and chic...If you rely on your tote
as an organi zer too, you' |l be happy to know
there’s one for every sorting style. Sone totes
have a pouch sized for quick access to a cel
phone or a PDA, and sone have one for an
unbrella...You can even get a tote with a
renovabl e zi ppered pouch should you need a secure
zone Within your open-top tote. 1nStyle Magazi ne
(Cctober 1, 2000);

The Iine has a variety of totes, handbags, gym
bags, travel bags and accessories... Daily News
Record (June 9, 2000);

Personal i zed photos can adorn T-shirts, jackets,
canvas totes, gymbags or pillows or lap quilts.
Intelligencer Journal, Lancaster, PA (February 2,
2001);

She hel ped coordinate a drive throughout the

school to collect small suitcases, duffel bags,
backpacks and totes. Allentown Mrning Cal

(March 8, 2001).

Itote also submtted dictionary definitions for the

word carryall:

15



Qpposition No. 91121054, et al.

Carryall — A light covered carriage, having four
wheel s and seats for four or nore persons, usually
drawn by one horse. Wbster’'s 1913 Dictionary;

Carryall — 2. a capacious bag or carrying case.
Merriam Webster Online Dictionary, Ww. mw. com

Carryall — a capaci ous bag or basket Synonynmns:
holdall, tote, tote bag. WrdNet Dictionary,
www. webst er - di ctionary.org, and

www. hyperdi cti onary. com

In addition, Itote submtted a photocopy of a book

entitled Terrific Totes & Carryalls (1% ed. 1998) which

contains sewing instructions for different types of bags.
Itote nmade of record the file of Registration No. 1042281,
owned by a third party. The underlying application for this
registration was filed on March 31, 1975 and i ncl uded
several specinens of use consisting of catal ogues. These
cat al ogues include references to various types of “totes,”
including “Striped Webbing Totes” referring to various types
of bags (one-handl ed, two-handl ed, zipped top, flap top,
etc.).

In arguing against lItote' s position that TOTES is
generic, Totes asserts that its mark is fanmous for use in
connection with a wde variety of goods and services. The
determ nation of whether the public wll perceive a term as
generic or a trademark nust take into consideration evidence
of trademark significance, so fane of the TOTES mark nust be
considered as the ultimate show ng of trademark

significance. Inre Merrill Lynch supra, 4 USPQ2d at 1143

16
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(evidence does not clearly place appellant’s mark in the
category of a generic or commobn descriptive term where

evi dence of record al so showed source recognition of
record). In support of its position regarding the fanme and
strength of its mark, Totes has submtted evidence, through
testinony and exhibits, that in the past ten years it “has
had sal es of luggage and rel ated bags of nearly $58
mllion,” and has spent over $18.5 million in advertising
TOTES branded products over the sane tine period. Katz |
pp. 10-11. In addition, the TOTES mark has been recogni zed
“as one of the top 10 brand nanmes for accessory

merchandi se.” Katz Il exh. No. 2. Totes points to a
survey, known as the Fairchild 100, done by Fairchild
Publ i cations “to assess the popularity and recognition of
apparel brands anong consuners in the United States.” Katz
Il p. 11. In 2000, the Fairchild 100 listed TOTES as third
in the accessories category, which could include sone of
Totes’ bag products. Katz Il p. 12. The survey conducted
by Fairchild is a “statistical survey of consuners across
the United States to rank overall brand awareness and
recognition” id. and “[i]n rank order out of the ten, nunber
1 was Nine West, 2 was Ray-Ban, 3 is Totes, 4 is Foster
Grant, 5 is Coach, 6 is Capezio, 7 is Kenneth Cole, and 10
was Louis Vuitton.” Katz Il at 15. Further, Totes’

i nternal nmeasurenents of brand recognition “indicate that 85

17
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percent of the public recognizes the TOTES mark.” Br. p. 4,
Katz Il p. 14. Finally, two of Totes’ registrations are
nearly 30 years old and, as stated in paragraph 2 of the
Katz declaration (exhibit 1 to Katz I), Totes uses the mark
TOTES in connection with a wide variety of goods and
services, and it owns a nunber of United States trademark
and service mark registrations on the TOTES mark. !

While this showing is not sufficient to establish fanme
as contenplated in a Section 2(d) analysis, see infra, it
does affect our genericness determ nation and shows at the
very |least that TOTES is recognized as a trademark in
connection with the identified goods.

Totes contends that Itote has not nmet its burden of
proving TOTES is a generic term and points to the lack of a
consuner survey or any testinony regarding the public’s
under standi ng of the TOTES marks. It is Totes’ position

that there is no direct evidence regarding the public’s

1 W note that Totes is under the msconception that all 47 of
its pleaded registrations are of record. |Itote took the
deposition of M. Katz (Katz 1) and introduced a declaration by a
third party, M. Remaklus, which had been subnmitted by Totes in
response to an earlier notion for sunmary judgnent. Attached to
t he Remakl us declaration were copies of these 47 registrations.
The status and title copies were not attached to the Remakl us
decl aration, nor attached as exhibits to the Katz | deposition,
nor did M. Katz testify to the status and title of the
registrations and, therefore, they are not of record. Although
in the Remakl us deposition there is a statenment that status and
title copies of the registrations had been ordered and woul d be
subm tted upon receipt (again in response to the notion for
sumary judgnment), these were never attached to the Katz |
deposition and the fact that these status and title copies nay

18
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understanding. Totes also argues that the printed
publications do not “denonstrate the public’s relative
under st andi ng of the term TOTES vis-a-vis the goods recited
in the application and registrations at issue.” Br. p. 13.
Finally, Totes states that using the word “tote” on hangtags
for certain products was an error that was subsequently
corrected internally, pointing to the foll ow ng passage in
M. Katz’ testinony.

A. Internally we use a description of — or the
definition of a tote bag as a carryall made of
fabric wwth two handl e straps and an open
conpartment, with no zippered conpartnent
specifically. W'’ve used that as an internal
guideline and definition, like | said, of a
specific tote bag. Wat had happened was sone of
t he bags that were sold in our retail stores,

whi ch al so had the totes tradenmark, those carryal
bags were also marked as a tote, t-o-t-e, and that
was i nappropriate | abeling because those bags did
not satisfy our internal definition of what a tote
bag is. And it was an error that was brought to

our attention. It was corrected and we nade sure
we do not m slabel any of our goods that carry the
totes trademark. Katz Il p. 16.

Considering all the evidence, and keeping in mnd the
heavy burden a plaintiff faces in establishing that a mark
is or has becone generic, we find that Itote has not net its
bur den.

There is sinmply not sufficient evidence that, to the
rel evant consuners, the primary significance of TOIES, used

in connection with Totes’ goods, would be the commbn nane of

have been ultimately filed in response to the notion for summary
j udgnent does not make them of record for purposes of the trial.
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the goods rather than the source identifier. Here, we have
1) dictionary definitions for tote and tote bag that do not
i nclude the goods identified in the application and
registrations, and 2) dictionary definitions for the word
carryall that do not include tote, totes or tote bag. The
Internet reference listing carryall as synonynous with tote
or tote bag also is not sufficient to constitute a
preponderance of the evidence to deemthe marks in

Regi stration Nos. 1154884 and 2305847, which incl ude
“carryalls with unbrella storage conpartnent” and “carryal
bags” in the identifications of goods, generic.

The articles fromvarious publications show tote bag,
tote or totes used as a separate itemin |ists of goods that
i nclude the specific goods identified in Totes’
regi strations and application, e.g., backpacks, duffel bags,
carryall bags. This indicates that they are considered to
be different itens from Totes’ identified goods.*? Wth
regard to the catal ogue specinens in the third-party
registration file, there is no evidence as to their

distribution or their exposure to consuners. See Allied

MIlls, Inc. v. Kal Kan Foods, Inc., 203 USPQ 390, 397 n. 11

(TTAB 1979) (specinens fromthird-party registration files

2 The only article that even appears to link one of the
identified goods — carryall bags -- with totes is in a trade
publication, DSN Retailing Today, that does not appear to be
distributed to the general public.
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are not evidence of the fact that the specinens filed in the
underlying applications or even with Section 8 affidavits
are in use today or that such specinens have ever been used
to the extent that they have nade an inpression on the
public).

The Internet printouts attached to the Katz |
deposition consi st of several pages from one website,
ebags.com that show bags apparently fromdifferent
desi gners either acconpanied by the word “tote” (e.g.,
Kennet h Col e Reaction — Edge of Town Doubl e Handl e Tot e,

Vi ctorinox — Trek Pack Plus Attachabl e Shoul der Tote) or
under the page headi ngs “New Totes Products” or “Top Ten
Totes Best Sellers.” As noted above, these printouts have
m ni mal probative value com ng fromone website and not
acconpani ed by testinony regarding its exposure to
consuners. |In addition, none of the printouts refers to or
di spl ays any of the goods listed in the registrations and

application. The sewi ng book, Terrific Totes & Carryalls,

underscores Totes’ argunent that a tote and a carryall are
different itens and that a tote refers specifically to a
canvas open-topped two handl ed bag, as distinguished froma
carryall which appears in a separate chapter.

We acknow edge that there are Totes’ |abels where
TOTES, used in a prom nent manner as a source indicator, is

J uxt aposed agai nst the word tote used in close proximty in
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a clearly generic manner with other descriptive wording,
e.g., conputer tote. However, these exanples do not
persuade us of a different result. At nost these hangtags
present a case of m xed usage nanifested in one | ocation.

In re Merrill Lynch supra, 4 USPQRd at 1143 (“The m xture of

usages unearthed by the NEXI S conputerized retrieval service
does not show, by clear evidence, that the financial
comunity views and uses the term CASH MANAGEMENT ACCOUNT as
a generic, common descriptive termfor the brokerage
services to which Merrill Lynch first applied the ternt)
(footnote omtted). Moreover, M. Katz testified that these
| abel s were marked incorrectly. See Katz Il p. 16.

Finally, as to TOTES SPORT we add that there is no evidence
of record show ng use of the term TOTES SPORT in a generic

manner. See Anerican Fertility, supra.

In reaching our conclusion that Itote has failed to
denonstrate that TOTES is generic for the identified goods,
we have consi dered the asserted adm ssions that Itote clains
Totes has nmade. W address each in turn. Totes inits
answer filed in Cancellation No. 92040619 stat ed,

“Respondent admts that the term‘totes’ existed as a word
in the English I exicon during the years 1979 and 1982.”
Answer to Cancel lation No. 92040619 p. 3 Y11. W do not

regard this statenent as an adm ssion of genericness of the
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word totes as applied to the identified goods, nor, as
di scussed infra, does it support a finding of fraud.

Itote has al so asserted that Totes admitted, in
connection with the prosecution of the application that
becane Regi stration No. 1154884, that “totes” is the plural
usage of “tote.” Statenents made during exam nation of an
application may be considered as illum native of shade and
tone in the total picture confronting the decisionnaker.”

Interstate Brands Corp. v. Celestial Seasonings, Inc., 576

F.2d 926, 198 USPQ 151, 154 (CCPA 1978). Totes’ statenent
made in response to an office action reads, “The word TOTES
(note the plural usage) is certainly not the phrase or term
comonly used in the marketpl ace as a description of
applicant’s goods (nanely, and as anended, ‘fabric carryalls
wth unbrella storage conpartnent’) for which registration
is sought.” Bennett |, Exh. No. 24. This statenent is
anbi guous at best and clearly Totes’ position was that the
termis not descriptive of its goods. Thus, we do not
regard it in any way as being an adm ssion of genericness.
Itote al so argues that, because M. Phillips stated in
hi s deposition that “bags and pouches woul d be included in

the nmeani ng of the word ‘totes Totes has admtted this as
a fact. Totes argues that this statenment cannot be an
adm ssi on because Itote “was seeking a | egal concl usion

about the definition of the term‘totes,”” and M. Phillips
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“was a fact wtness and was not qualified to give a | egal
opi nion regarding the definition of the term‘totes.”” Br.
p. 14. Further, Totes argues that M. Phillips “was not
testifying on behalf of totes during his individually-
noticed deposition.” Id. The testinony in question is
repr oduced bel ow.

Q Prior to purchasing the conpany So-Lo works,

and you nentioned sonme of their goods were called

totes, had you heard the term“totes” used before?

A. | don't renenber

Q Do you think that the term*“totes” denotes a

bag, any kind of handbag?

A.  Are you tal king about the brand itself or are

you tal ki ng about the word?

Q No, just the term*“totes,” the word “totes”?

M. Ahrens: Again, I'll object to the extent it

calls for a legal conclusion or analysis.

Q You can answer the question if you understand

it.

A. | think bags and pouches would be included in

the nmeaning of the word. Phillips pp. 31-32.

We agree that this statenent cannot be considered an
adm ssion by Totes, inasnmuch as M. Phillips, who is
retired, is not a party to the proceedi ng and was not
representing a party. At nost the testinony nerely reflects
M. Phillips’s individual opinion and understandi ngs.

Itote al so argues that Totes has admtted “that ‘tote’
was being used by others to identify their own bags, pouches
and sacks.” Br. p. 13. Again the basis for this assertion
is testinmony by M. Phillips and cannot be considered an
adm ssion by Totes. Moreover, there is, at the very |east,

anbiguity as to whether M. Phillips was discussing
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descriptive usage of the word totes, rather than generic
usage. The testinony as to M. Phillips’s knowl edge with
regard to the use of the word totes for bags is reproduced
bel ow.

Q Wll, ny question, basically, in the *70s -
this is 1975 as | noted — do you recall there
bei ng bags cal |l ed totes handbags?

A. No. Phillips p. 34

A.  Yeah. Wen we applied for that, | believe
that we — we were the sole user of that brand nane
for the products that | was describing. |
certainly was aware that there are pouches and
bags and sacks around, but | did not see anybody
usi ng those pouches, bags and descri bi ng those
pouches, bags and sacks by the — by a brand nane
application, such as totes. There was — no one
was advertising totes for sale as a branded item
Q Was anyone calling their pouches or — or bags
or things that you nmentioned, were they calling
themtotes in general, not branded, just in
general ?

A.  They were described sonetines as totes, but

t hey were not described as a totes brand.
Phillips p. 423

Itote argues that M. Katz admtted that “a tote bag
woul d be described as a fabric carryall.” The rel evant
testinony is reproduced bel ow.

Q | want to know what exactly is your definition
of a tote, |ike totes bags?

M. Ahrens: Objection. Vague. Calls for |egal
concl usi on.

Q You can answer, sir. Paragraph 10 is what |’ m
referring to.

13 W note that inits brief Itote asserts that, in response to an
of fice action involving a Totes’ application which is not a

subj ect of these proceedi ngs, Totes subnmtted exanples from
cat al ogues or brochures that included products referred to as
totes. |In fact, it appears these were subnmitted by the exam ning
attorney in making his initial refusal under Section 2(e)(1).

The underlying application subsequently issued as Registration

No. 1315771 under Section 2(f) of the Trademark Act.
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A. A tote bag would be described as a fabric

carryall.
Q And a tote bag being a fabric carryall is that
your personal definition or is that, like, a totes

Corporation definition such as sonething you m ght
include in a license agreenent if you have to have
soneone nmake bags?

A. | don't believe that termis — is defined in
that manner in a — in a licensing agreenent of any
kind. It’s nore of a personal understanding or

definition. Katz |I p. 25

Q Oay. And would you just describe sort of in
your own words what the circunmstances were and
expl ain what actually happened and what you were

t al ki ng about in paragraph 10?

A, Sure. Sure. Internally we use a description of
— or the definition of a tote bag as a carryal
made of fabric with two handl e straps and an open
conpartment, with no zippered conpartnent
specifically. W’ve used that as an internal
guideline and definition, like | said, of a
specific tote bag. Wat had happened was sone of
t he bags that were sold in our retail stores,

whi ch al so had the totes tradenmark, those carryal
bags were also marked as a tote, t-o-t-e, and that
was i nappropriate | abeling because those bags did
not satisfy our internal definition of what a tote
bag is. And it was an error that was brought to

our attention. It was corrected and we nade sure
we do not m slabel any of our goods that carry the
totes trademark. Katz Il p 16.

Totes argues first that M. Katz was not acting as
Totes’ 30(b)(6) representative during the deposition and
second that M. Katz clarified that it was his persona
understanding or definition and not Totes’ definition.
Wiile Rule 30(b)(6) is not relevant to a testinony
deposition, it is clear fromthe testinony that the passage
“a tote bag woul d be described as a fabric carryall” is M.
Katz’ s personal understanding; furthernore, none of the

testimony specifically describes or denotes Totes’
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identified goods. Moreover, this testinony is conflicting
in view of the later statenent that |abeling a carryall bag
as a tote was inappropriate because it is not a tote bag.
Thus, even as to the “carryall bags” in Registration No.
2305847 and “carryalls with unbrella storage conpartnent” in
Regi stration No. 1154884, this testinony is, at best, m xed.
Wth regard to Registration No. 2305847 we al so note that
the mark in that registration is the conbi ned mark TOTES
SPORT. Finally, while it is the testinony of a wtness who
is in the trade and presunably know edgeabl e about the
products, this is not substantial evidence of the public’s
under st andi ng.

Itote’s argunents regarding Totes enforcenent of its
trademark rights against third parties have no rel evance to
the question as to the prinmary significance of the term
“TOTES” used in connection with Totes’ identified goods.

Itote’s argunent that “a prospective purchaser seeing
the alleged mark TOTES on a pouch or carrying case would
know that it was for carrying sonething,” (br. p. 28) is an
argunent for descriptiveness, i.e., is the mark descriptive

of a purpose or function of the goods, but the issue of

4 Generally, it is the lack of action against third parties using
a mark that would be relevant in a determ nati on of genericness.
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descriptiveness is not before us, and these argunents are
unpersuasive in the context of the genericness claim?®
As noted by Itote, a product can have nore than one

generic nane. In re Recorded Books Inc., 42 USPQ@d 1275

(TTAB 1997). However, its primary nmeani ng nust be only as
the generic designation, i.e., that it has no other neaning
anong the consum ng public. On this record, Itote has not
shown that the termtotes used in connection with Totes’
identified goods primarily signifies those specific goods.
The only itemin Totes’ identification of goods where there
may be sonme question would be the carryalls with unbrella
storage conpartnent and carryall bags but all the record
contains is mxed testinony from M. Katz and an | nternet
synonym reference. As to the remaining goods in the Totes’
application and registrations (backpacks; day packs; belt
bags; all purpose sports bags; duffle bags; briefcases;
carrying cases and pouches for overshoes, raincoats and
unbrellas) there is no evidence that TOTES would signify the
goods rather than the source to the relevant public. In
contrast, Totes has shown recognition of TOTES as a
trademark, as evidenced by nearly thirty years of trademark

use on these goods and significant sales, anmounting to $58

% In this connection, we note that Registration Nos. 1138767 and
1154884 are nore than five years old, and therefore are not

subj ect to cancellation on the ground of mere descriptiveness.
Nor did Itote assert this ground in the petition to cancel

Regi stration No. 2305847 or in the opposition.
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mllion dollars over a ten year period. W further note
Totes’ ranking in the top ten brands in terns of consuner
recognition in the accessories category. Wile we do not
have the actual survey to analyze and therefore cannot
determ ne, for exanple, the nunber of consuners polled, we
have guarantees of its validity because the Fairchild survey
is considered an “inportant bellwether” of how a conpany is
doing.® Katz Il p. 13.

I n conclusion, the record does not contain substanti al
evidence to establish that TOTES, as used on the identified
goods, woul d be perceived by consuners as a generic
designation rather than as a source-indicating trademark
Accordi ngly, we cannot say that Itote has net its burden for
denonstrating that TOTES is a generic term

Fraud d ai ns

We now address Itote’'s fraud clains. Fraud in
obtaining a trademark registration occurs “when an appli cant
know ngly nmakes false, material representations of fact in

connection with his application.” Torres v. Cantine

Torresella S.r.1., 808 F.2d 46, 1 USPQRd 1483, 1484 (Fed.

Cir. 1986); Mster Leonard Inc. v. Jacques Leonard Couture

Inc., 23 USPQ2d 1064, 1065 (TTAB 1992) (“Thus, according to
Torres, to constitute fraud on the PTO the statenent nust

be (1) false, (2) a material representation and (3) nade

6 W& address Totes’ allegation of fame infra in connection with
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knowi ngly.”). See also Medinol Ltd. v. Neuro Vasx Inc., 67

USPQ2d 1205 (TTB 2003) (“A trademark applicant commts fraud
in procuring a registration when it nmakes a materi al
representation of fact in its declaration which it knows or
shoul d know to be false.”).

Fraud nust be proven with clear and convincing
evi dence, and any doubt nust be resol ved agai nst a finding

of fraud. See G ant Food, Inc. v. Standard Terry MIIs,

Inc., 229 USPQ 955, 962 (TTAB 1986) and cases cited therein
Furthernore, fraud will not lie if it can be proven that the
statenent, though false, was nade with a reasonabl e and

honest belief that it was true. See Wodstock’s Enterprises

Inc. (California) v. Whodstock’s Enterprises Inc. (O egon),

43 USPQ2d 1440 (TTAB 1997).

Itote presents three different sets of circunstances in
support of its claimof fraud. |In Cancellation No. 92040619
Itote brings its claimof fraud based on an allegedly fal se
date of first use. However, the critical question is
whet her the mark was in use in connection with the
identified goods as of the filing date of the use-based
application. |If the mark was in use at that tinme, then the
first use, even if false, does not constitute fraud because
the first use date is not material to the decision to

approve a mark for publication. See Standard Knitting, Ltd.

its claimof likelihood of confusion in Cpposition No. 91155989.
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v. Toyota Jidosha Kabushi ki Kai sha, 77 USPQ2d 1917 (TTAB

2006); Colt Industries Operating Corp. v. Aivetti Controllo

Nunmerico S.p. A, 221 USPQ 73, 76 (TTAB 1983) (“The Exam ni ng

Attorney gives no consideration to alleged dates of first
use in determ ning whether conflicting marks shoul d be
publ i shed for opposition.”).

In addition, Itote alleges that Totes commtted
“further fraud in the procurenent by failing to state inits
application that the alleged first use of the mark in 1949
for the identified good was by a predecessor, not by
[ Totes]. Had [Totes] been forthcomng, the Ofice would
have required evidence of uninterrupted use of the mark and
passage of title fromthat date.” Br. pp. 32, 33. These
all egations also do not state a claimof fraud inasnmuch as
they are also tied to use prior to the filing date of the
underlying application and are, thus, not material to the
procurenent of the registration. For a representation to be
material it must be sonething that woul d have prevented

i ssuance of the federal registration. See Mrehouse Mg.

Corp. v. J. Strickland & Co., 407 F.2d 881, 160 USPQ 715

(CCPA 1969). See also Colt Industries Qperating Corp. V.

Aivetti Controllo Nunerico S.p.A , supra.

Wth regard to Opposition No. 91121054 and Cancel | ati on
Nos. 92040732 and 92041389, Itote argues that Totes

commtted fraud when in its declarations submtted as part
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of the applications it “clainmed that it had the exclusive
rights to use the alleged mark TOTES for its totes” and
Totes “knew, or at |east should have known, since at | east
as early as 1968 that the term‘totes’ was w dely used by
third parties as a generic nane to describe the exact goods
for which [Totes] clains exclusive rights -- totes.” Br.
pp. 34-35. Further, Itote continues that “it is clear that
[ Totes] knowi ngly nade false statenents to the Ofice when
Totes asserted it had exclusive rights to the term‘totes.
[ Totes] knew that the term‘totes’ was generic and in
W despread use by third parties to describe all sizes and
shapes of totes.” Br. p. 35. As support for this argunent
Itote points to Exhibit No. 3 submtted under Itote s notice
of reliance and the deposition of Mchael Katz (Katz I1).
This exhibit is a book published in 1998 titled “Terrific
Totes & Carryalls” and is a conpilation of sew ng
instructions for various types of bags. Itote also points
to the testinony of M. Phillips, reproduced in part above,
pertaining to M. Phillips’ s know edge of the use of the
termtotes at the tine he signed the applications.

The declarations in Totes’ application Serial No.
75714429 and the underlying application for Registration No.
2305847 were signed by Harlen Kent, Totes’ vice president at

that time, and the underlying applications for Registration
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Nos. 1138767 and 1154884 were signed by M. Phillips.
However, the wording in the declaration is as foll ows:
...he believes applicant to be entitled to use
such mark in comerce; to the best of his
know edge and belief no other person, firm
corporation, or association has the right to use
t he above identified mark in commerce, either in
the identical formthereof or in such near
resenbl ance thereto as to be |likely, when used on
or in connection with the goods/services of such

ot her person, to cause confusion, or to cause
m st ake, or to deceive.

In order to establish fraud in this situation, Itote
nmust prove that Totes had no reasonable basis to believe
TOTES and TOTES SPORT were marks. [|tote nust prove that at
the tinme of signing the declarations Totes knew that the
terms TOTES and TOTES SPORT were the generic terns for the
goods identified in the application and registrations. See

Bart Schwartz Intern. Textiles Ltd. v. F.T.C., 289 F.2d 665,

129 USPQ2d 258, 262 (CCPA 1961). In view of our finding
that TOTES and TOTES SPORT are not generic for the goods
identified in the respective application and registrations,
this claimnmust fail. Moreover, the statenments nade by the
decl arants do not represent a “conscious effort to obtain
for his business a registration to which he knew it was not

entitled.” Metro Traffic Control, Inc. v. Shadow Network

Inc., 104 F.3d 336, 41 USPQ2d 1369, 1373 (Fed. Gr. 1997).

In view of the above, Itote has failed to nmeet its

burden on the genericness and fraud cl ai ns brought in
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Opposition No. 91121054 and Cancel | ati on Nos. 92040619,
92040732, and 92041389.

Opposition No. 91155989

W now turn to Totes’ opposition to Itote’s
registration of the mark I TOTE PC (in standard character
form PC disclainmed) for “carrying cases, backpacks, carry
on bags, school bags, tote bags, travel bags and bri efcases,
all specifically designed to carry and transport portable
conputers” in International Class 9 and “carryi ng cases,
backpacks, carry on bags, school bags, tote bags, travel
bags and briefcases” in International Cass 18. In bringing
the opposition Totes alleges that as applied to Itote’s
goods, the mark so resenbles Totes’ previously used and
regi stered TOTES and TOTES formative nmarks for a w de
variety of “retail consuner goods,” including carrying cases
and pouches for overshoes, raincoats and unbrell as,
carryalls with unbrella storage conpartnent, and backpacks,
as to be likely to cause confusion, to cause m stake, or to
decei ve under Trademark Act Section 2(d), 15 U S. C
81052(d). Anong the registrations pleaded in the notice of
opposition are the three registrations which were the
subj ect of the cancellation proceedings. In view of our
decision that the petitions to cancel these registrations
must be dism ssed, we accord these registrations full effect

in this opposition proceeding.
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Totes has sufficiently established its standing.
Priority is not in issue in Opposition No. 91155989 by
virtue of the three pleaded registrations which are the
subj ect of the consolidated cancell ation proceedi ngs, and
which are therefore of record in this consolidated

proceeding. See King Candy Co., Inc. v. Eunice King' s

Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).

Mor eover, Totes has al so established its standing and
priority through the testinony of M. Katz as to Totes’
sal es of luggage and rel ated bags under the TOTES narKk.
Katz Il pp. 9-10.

Li kel i hood of Confusion under Section 2(d)

Totes’ registrations which are of record, and are in
full force and effect and owned by Totes, are summari zed
fol | ows:

Regi stration No. 1138767, which is for the mark
TOTES (in standard character form for “carrying
cases and pouches for overshoes, raincoats and
unbrellas” in International Cass 18, issued on
August 19, 1980;

Regi stration No. 1154884, which is for the mark
TOTES (in standard character fornm) for “fabric

carryalls with unbrella storage conpartnent” in
International C ass 18, issued on May 19, 1981,
and

Regi stration No. 2305847, which is for the mark
TOTES SPORT (in standard character form for
“backpacks, carryall bags, duffel bags, and
fanny packs” in International Cass 18, issued
on January 4, 2000.
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Qur likelihood of confusion determ nation under Section
2(d) is based on an analysis of all of the probative facts
in evidence that are relevant to the factors set forth in In

re E. |I. du Pont de Nenoburs and Co., 476 F.2d 1357, 177 USPQ

563 (CCPA 1973). See also, Inre Majestic Distilling Co.,

Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir. 2003).

We first address Totes’ allegation, argunent and
supporting evidence that its TOTES and TOTES formative nmarks
are fanmous. “[T]he fanme of a mark may be neasured
indirectly, anong other things, by the volune of sales and
advertising expenditures of the goods traveling under the
mar k, and by the length of tinme those indicia of commerci al

awar eness have been evident.” Bose Corp. v. QSC Audi o

Products, Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1305 (Fed.

Cir. 2002). Wiile the record shows substantial sales of
Totes’ |uggage and rel ated bags under the TOTES mar ks, Totes
has not provided advertising expenditures specific to these
goods, or evidence of the extent of the advertising (e.qg.,
whi ch markets, how frequently the advertisenents appear,
over what tine period). There is nothing in the record to
establish a sustained and conti nui ng adverti si ng program
Further, the Fairchild survey upon which Totes’ relies has
limted probative value as to the elenent of fanme inasmuch
as it provides information as to brand recognition for only

one year.
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As stated by the Board in Blue Man Productions Inc. v.

Tarmann, 75 USPQ2d 1811, 1819 (TTAB 2005), “In view of the
extrene deference that is accorded to a fanous mark in terns
of the wide latitude of |egal protection it receives, and
the domnant role fane plays in the likelihood of confusion
analysis, we think that it is the duty of a plaintiff
asserting that its mark is fanous to clearly prove it.” On
this record, we cannot say that Totes has provided
sufficient evidence about the extent of its use of the mark,
or its sales under the mark such that we can concl ude t hat
Totes’ TOTES or TOTES SPORT mar ks can be consi dered fanous

marks in the context of a Section 2(d) claim See Kenner

Par ker Toys Inc. v. Rose Art Industries Inc., 963 F.2d 350,

22 USPQ2d 1453 (Fed. Cir. 1992).

Turning now to consider the goods identified in Totes’
registrations and Itote’ s application, we find the goods to
be identical or otherwise related. In particular, with
regard to Registration No. 1138767, Itote’' s “carrying cases”
in International C ass 18 enconpass Totes’ carrying cases
and pouches for overshoes, raincoats and unbrellas, and as
such are legally identical goods. Wth regard to
Regi stration No. 2305847, Itote s backpacks are identical to
Tot es’ backpacks.

I n addi tion, inasnmuch as there are no limtations in

the applicant’s identification of goods we presune that the
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trade channels overlap, and that the goods would be offered

to all normal classes of purchasers. See Octocom Systens

Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16

USPQ2d 1783 (Fed. Cir. 1987); Hew ett-Packard Co. v. Packard

Press Inc., 281 F.3d 1261, 62 USPQ2d 1001 (Fed. Gr. 2002).

We now turn to the first du Pont factor, i.e., whether
Itote’s mark and Totes’ marks are simlar or dissimlar when
conpared in their entireties in terns of appearance, sound,
connot ation and commerci al i npression.

TOTES and TOTES SPORT are highly suggestive of the
goods and as such we accord these nmarks a very narrow scope
of protection. Because of the highly suggestive neaning of
“TOTES,” we find that the other elements in Itote’'s mark are
sufficient to distinguish ITOTE PC from TOTES and TOTES
SPORT. Itote’'s mark is pronounced differently and the
el enments of the “I” preceding TOTE and “PC’ succeedi ng TOTE,
besi des changi ng the appearance of the mark, present a
connotation of the user carrying a PC, certainly when used
in connection with the International Cass 9 goods, bags
specifically designed for conputers. In contrast, TOTES
does not present the sane connotation. W find that | TOTE
PC creates a different comrercial inpression from TOTES and
TOTES SPORT. Overall, and given the weakness of the common
element, we find the differences in the marks outwei gh the

simlarities. King Candy Co. v. Eunice King s Kitchen,

38



Qpposition No. 91121054, et al.

Inc., supra, 182 USPQ at 110 (confusion unlikely when marks

are of such non-arbitrary nature that the public easily
di stingui shes slight differences in the marks under

consideration). See also Col gate-Palnolive Co. v. Carter-

Wal | ace, Inc., 432 F.2d 1400, 167 USPQ 529 (CCPA 1970)

(because common elenent in marks is a conmon noun or

adj ectival word of everyday usage in the English | anguage

and has a | audatory or suggestive indication, PEAK PERI CD

for personal deodorants is not confusingly simlar to PEAK

for dentifrice); and Sure-fit Products Co. v. Saltzson

Drapery Co., 254 F.2d 158, 117 USPQ 295 (CCPA 1958) (where a

party has a weak mark, conpetitors may cone closer to the
mar k than woul d be the case with a strong mark w t hout
violating the party’ s rights; marks SURE-FIT and R TE-FI T,
both for slip-covers, held not confusingly simlar). 1In
view of the above, we find, as to each of Totes’
registrations, that the parties’ marks are not simlar.

We concl ude that the evidence of record as it pertains
to the relevant du Pont factors does not support a finding
of likelihood of confusion as to any of Totes’
registrations. W find that the dissimlarity of the marks
sinply outweighs the other relevant du Pont factors.

Kell ogg Co. v. Pack’ em Enterprises Inc., 14 USPQRd 1545

(TTAB 1989), aff’d, 951 F.2d 330, 21 USPQRd 1142 (Fed. Gir
1991) .
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Deci sion: Qpposition No. 91121054 and Cancel |l ati on
Nos. 92040619, 92040732 and 92041389 are dism ssed as to all

clains. Opposition No. 91155989 is dism ssed.
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