THIS OPINION IS NOT _
CITABLE AS PRECEDENT | Mailed: 3/30/2006
OF THE TTAB

G endel

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Antrol, Inc. and Water Soft, Inc.?!
V.
Md-Atlantic Plunbing & Water Treatnent Systens, |nc.

Mark W Freel & Kelly L. WIllianms of Edwards & Angell, LLP
for Antrol, Inc. and Water Soft, Inc.

Dougl as Cl ark Hol I mann for Md-Atlantic Plunmbing & Water
Treat ment Systens, |nc.

Bef ore Hairston, Gendel and Rogers, Admi nistrative
Trademar k Judges.

Opi nion by Grendel, Adm nistrative Trademark Judge.

| NTRODUCTI ON

Md-Atlantic Plunbing & Water Treatnent Systens, Inc.,

respondent herein, is the owner of Registration No. 2447857,

'vater Soft, Inc. is a wholly-owned subsidiary of Anmtrol, Inc.,
and was joined as party-plaintiff by order of the Board dated
June 8, 2004.
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which is of the mark depicted below for services recited in

the registration as “water treatment services.”?

)
Water
e Qoft

Antrol, Inc. and Water Soft, Inc., petitioners herein,
have petitioned to cancel respondent’s registration,
all eging prior trademark rights in the designati on WATER
SOFT as used in connection with water treatnent products,
and |ikelihood of confusion. See Trademark Act Section
2(d), 15 U.S.C. 8§1052(d).® Petitioners’ trademark is

depi ct ed bel ow

ﬁgter Soft.

2 The registration was issued on May 1, 2001 based on an
application filed on April 17, 2000. |In the registration
February 15, 2000 is alleged as the date of first use and the
date of first use in comerce. Respondent has disclained the
exclusive right to use WATER SOFT QUALI TY WATER TREATMENT
SOLUTI ONS apart fromthe nmark as shown.

31n the petition for cancellation, petitioners also alleged
dilution as a ground for cancellation, but they have waived that
ground by their failure to present any argument in support of it
in their brief on the case. It is unproven in any event.
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Inits answer to the petition for cancellation,
respondent denied the salient allegations thereof.?*

Both parties presented testinony and ot her evi dence at
trial, consisting of: respondent’s Interrogatory Answers,
made of record by petitioners’ Decenber 20, 2004 notice of
reliance; the parties’ Decenber 20, 2004 Stipul ation of
Facts and the Stipul ated Docunents submtted therewith; the
January 25, 2005 testinony deposition of Richard Deens
(petitioners’ former enployee) and exhibits thereto; the
February 1, 2005 testinony deposition of Andrew Beyerlein
(respondent’ s vice president and owner) and exhibits
thereto; the affidavit of petitioners’ vice president Joseph
DePaul a and exhibits thereto (filed under seal, and pursuant
to stipulation under Trademark Rule 2.123(b)); and the
affidavit of petitioners’ enployee Lynn Taylor and exhibits

thereto (filed under seal (except for Exhibit B), and

* Respondent al so asserted nunerous affirmative defenses inits
answer. The first four defenses (failure to state a claim
estoppel due to petitioners’ own conduct and | apse of tine,

est oppel due to acqui escence, and estoppel due to petitioners’
abandonnment of its pleaded nark) are wai ved because respondent
has presented no argunent in support of themin its brief on the
case, and we have given themno consideration. (They are not
proven in any event.) The fifth through eighth “defenses”
(peaceful coexistence of the marks, dissinmlarity of the marks,
absence of |ikelihood of confusion, existence of third-party

mar ks, weakness of petitioners’ mark and descriptiveness of
petitioners’ mark) are nore properly deened to be further

al l egations in support of respondent’s denial of petitioners’
Section 2(d) ground for cancellation, and we have consi dered t hem
in that context.
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pursuant to stipulation under Trademark Rule 2.123(b)). The

case is fully briefed; no oral hearing was held.

STANDI NG

We turn first to the issue of petitioners’ standing to
petition for cancellation of respondent’s registration. The
evi dence of record establishes that petitioners use their
WATER SOFT trademark in connection with the sale of water
treatnment products. See, e.g., Stipulation of Facts {Y6-8;
Exh. W5 0430-51. Based on this evidence of use, and because
petitioners’ |ikelihood of confusion claimis not frivol ous,
we find that petitioners have standing to petition to cancel
respondent’s registration. See Cunninghamv. Laser Colf
Corp., 222 F.3d 943, 55 USPQ2d 1842 (Fed. Cir. 2000); Lipton
| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213
USPQ 185 (CCPA 1982). Respondent has not contested

petitioners’ standing in any event.

SECTION 2(d) - PRRORITY

We turn next to a determ nation of petitioners’ Section
2(d) ground for cancell ation.

Respondent began using its mark on February 15, 2000,
the date of first use alleged in its application for
registration. (Beyerlein Depo. at 18-19.) Respondent has

not contested petitioners’ evidence of their use of the
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desi gnation WATER SOFT in connection with water treatnment
products since prior to respondent’s first use on February
15, 2000. Indeed, in its brief, respondent has not
presented any argunent at all on the issue of priority. W
find that there is no issue as to petitioners’ Section 2(d)

priority.

SECTI ON 2(d) - LIKELIHOOD OF CONFUSI ON

We turn now to the second el enent of petitioners’
Section 2(d) claim i.e., likelihood of confusion. Qur
determ nation under Section 2(d) is based on an anal ysis of
all of the facts in evidence that are relevant to the
factors bearing on the likelihood of confusion issue (the du
Pont factors). See Inre E. |I. du Pont de Nenours & Co.,
476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also Inre
Maj estic Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQRd

1201 (Fed. Gir. 2003).

Parties’ Market Interface

The record establishes the following facts which are
pertinent because they reveal the background of the parties’
dispute in this case, and because they are probative under
the tenth du Pont factor (the parties’ market interface).

In addition to and in conjunction wth rendering the

“water treatnent services” recited in its registration,
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respondent sells, installs and nmaintains water treatnent
products such as those manufactured by petitioners.
(Beyerlein Depo. at 3-5). In fact, respondent was an

aut hori zed deal er of petitioners’ WATER SOFT wat er treatnment
products for approximately el even years, fromthe formation
of respondent’s business in 1989 until late 1999 or early
2000. (Beyerlein Depo. at 8, 9). The primary reason
respondent fornmed its business was its desire to narket
petitioners’ WATER SOFT |ine of water treatnent products.
(Beyerlein Depo. at 8).

In late 1999, respondent becane dissatisfied with the
custoner service it was receiving frompetitioners, and
becane concerned about the continuing viability of
petitioners as a source of water treatnent products.
(Beyerlein Depo. at 8-9, 80-81). Respondent ceased
purchasi ng petitioners’ WATER SOFT water treatnent products
at or around that tine. (Stipulated Facts §13). Also at
that tinme, respondent designed its own WATER SOFT nmark (the
regi stered mark involved herein), because respondent felt
t hat respondent al one was responsi ble for having built up
goodwi I | in the WATER SOFT designation in its geographic
area, and respondent wanted to preserve that goodw || for
respondent’s benefit. (Beyerlein Depo. at 25, 81).

W find that these facts weigh in favor of a finding of

i keli hood of confusion, under the tenth du Pont factor.
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Contrary to respondent’s assunption, any goodw Il in the
WATER SOFT designation which resulted fromrespondent’s sale
of petitioners’ WATER SOFT products between 1989 and 1999
inured to petitioners’ benefit, not to respondent’s.

Mor eover, purchasers who purchased petitioners’ WATER SOFT
products from respondent while respondent was an authori zed
deal er of those products, and who now need those products to
be serviced, repaired or replaced, are likely to contact
respondent on the assunption that respondent continues to be
an aut horized deal er of petitioners’ WATER SOFT products.
Such purchasers would regard that assunption as being

especi ally reasonabl e based on respondent’s conti nued use of
a mark which promnently includes the designati on WATER
SOFT. For these reasons, we find that the parties’ narket
interface, i.e., the fact that respondent fornerly was (but
no longer is) an authorized deal er of petitioners’ WATER
SOFT products, supports a finding of |ikelihood of confusion

under the tenth du Pont factor.

Simlarity of the Marks

We turn next to the first du Pont factor, i.e., a
determ nation of the simlarity or dissimlarity of the
marks in their entireties as to appearance, sound,
connotation and commercial inpression. W nake this

determ nation in accordance with the follow ng principles.
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The test, under the first du Pont factor, is not
whet her the marks can be distingui shed when subjected to a
si de-by-si de conparison, but rather whether the marks are
sufficiently simlar in terns of their overall conmerci al
i npression that confusion as to the source of the goods or
services offered under the respective marks is likely to
result. The focus is on the recollection of the average
purchaser, who normally retains a general rather than a
specific inpression of marks. See Sealed Air Corp. v. Scott
Paper Co., 190 USPQ 106 (TTAB 1975). Furthernore, although
the marks at issue nust be considered in their entireties,
it is well-settled that one feature of a mark nay be nore
significant than another, and it is not inproper to give
nmore weight to this domnant feature in determning the
commercial inpression created by the mark. See In re
National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed. G r
1985) .

Respondent has conceded in its brief (at p. 7) that the
dom nant feature of respondent’s mark is the wordi ng WATER
SOFT. W agree. The additional wording “Quality Water
Treatnment Solutions” is non-distinctive and nerely
informational, and it appears in much smaller type than does
t he wordi ng WATER SOFT. The water droplets design el enent
essentially evokes and reinforces the concept of “water” in

t he desi gnati on WATER SOFT, and the “swoosh” design el enent
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is essentially a decorative carrier device. These
additional elenents contribute relatively little to the
source-indicating significance of the mark. Al though we do
not ignore these other elenents of respondent’s mark, we
find that it is the dom nant wordi ng WATER SOFT which is
entitled to the nost weight in our analysis under the first
du Pont factor. See In re National Data Corp., supra.

Li kew se, we find that the dom nant feature of
petitioners’ trademark is the wordi ng WATER SOFT. The
entity designation “INC.” is devoid of source-indicating
significance and contributes essentially nothing to the
comercial inpression of petitioners’ trademark. In the
trademark, the words WATER SOFT appear in dom nant, very
| arge type; petitioners’ house mark AMIROL appears in much
smal l er type. The unbrella design elenent, |ike the water
droplets design elenent in respondent’s mark, essentially
evokes and reinforces the concept of “water” in the
desi gnati on WATER SOFT. Al though we do not ignore these
ot her elenents of petitioners’ mark, we find that it is the
dom nant wordi ng WATER SOFT which is entitled to the nost
wei ght in our analysis under the first du Pont factor. See
In re National Data Corp., supra.

Notw t hstandi ng its concession that WATER SOFT is the
dom nant feature of its mark, respondent argues that WATER

SOFT is a generic or nerely descriptive designation as
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applied to the parties’ goods and services, and that its
presence as the only common elenent in both respondent’s and
petitioners’ marks therefore cannot be a sufficient basis
for finding confusing simlarity under the first du Pont
factor. |In support of this argunent, respondent cites
Kel l ogg Co. v. Pack’ Em Enterprises Inc., 951 F.2d 330, 21
UusP2d 1142 (Fed. Gr. 1991), aff’g 14 USPQ2d 1545 (TTAB
1990) (FROOT LOOPS for cereal not confusingly simlar to
FROOTEE I CE for flavored liquid frozen into bars), and
Keebl er Conpany v. Miurray Bakery Products, 866 F.2d 1386, 9
USP2d 1736 (Fed. G r. 1989) ( PECAN SANDI ES and PECAN
SHORTI ES not confusingly simlar as applied to cookies).

We are not persuaded by this argunent. Respondent has
not presented any evi dence which establishes, under the
genericness test set forth in H Mrvin Gnn Corp. V.
| nt ernational Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. G r. 1986), that WATER SOFT is
understood by the relevant purchasing public to be a generic
termfor water treatnent goods and services. Nor does the
evi dence of record (including respondent’s evidence of
all eged third-party use, discussed infra,) establish that
WATER SOFT is nerely descriptive of such goods and services.
On this record, we find that WATER SOFT i s, at nost,
suggestive of the “water softening” function and purpose of

the parties’ goods and services. Unlike the ternms FROOT and

10
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PECAN whi ch were the only comon el enents of the marks at
issue in Kellogg Co. and Keebler, the designation at issue
in this case, WATER SOFT, is inherently distinctive, and its
presence in both respondent’s mark and petitioners’ mark
therefore may suffice as a basis for finding confusing
simlarity under the first du Pont factor. See Pal m Bay
| mports, Inc. v. Veuve Oicquot Ponsardin Mai son Fondee En
1772, 396 F.3d 1369, 73 USPQd 1689 (Fed. Cir. 2005).°
Respondent’ s mark and petitioners’ mark are sonmewhat
different in terns of appearance and sound, because
petitioners’ mark includes the designation AMIROL and an
unbrella design elenent, while respondent’s mark incl udes
the wording “Quality Water Treatnent Solutions” and the
wat er droplets and swoosh design el enents. However, even
t hough the overall appearances of the marks are different,

they utilize a remarkably simlar typeface for the conmon

> Even if petitioners’ WATER SOFT mark were deened to be not

i nherently distinctive, we would find that the designation had
acquired distinctiveness as an indication of source prior to
respondent’s first use of its mark. Respondent’s stated
intention in designing its owm mark, i.e., its desire to retain
the goodwi || that had been devel oped in the WATER SOFT

desi gnation due to respondent’s sales of petitioners’ products
(goodwi Il which inured to petitioners’ benefit, not
respondent’s), is evidence that WATER SCOFT had acqui red

di stinctiveness. The existence of such goodw || necessarily
implies distinctiveness. Watever the other changes to its mark
made by respondent in its asserted effort to create a mark which
is not confusingly sinlar to petitioners’ mark, respondent’s
copyi ng of the WATER SOFT portion of petitioners’ mark in order
to retain the goodwi || existing therein is evidence that the
desi gnati on WATER SOFT functioned as an indication of source as
of the time that respondent adopted its nmark.

11
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dom nant term WATER SOFT. In terns of connotation and
overall commercial inpression, we find that respondent’s
mark is virtually identical to petitioners’ mark insofar as
t he desi gnati on WATER SOFT appears as the dom nant feature
in both marks. This fundanental point of simlarity between
the marks, i.e., the fact that they are both dom nated by
the presence of the designation WATER SOFT, is not overcone
by the differences between the marks.

The presence (in small letters) of the house mark
AMIRCL in petitioners’ mark does not suffice to distinguish
the marks in terns of their overall commercial inpressions.
See In re The U. S. Shoe Corp., 229 USPQ 707 (TTAB
1985) (CAREER | MAGE (stylized) for clothing held likely to be
confused wth CREST CAREER | MACES (stylized) for uniforns);
In re Apparel Ventures, Inc., 229 USPQ 225 (TTAB
1986) ( SPARKS BY SASSAFRAS (stylized) for clothing held
likely to be confused with SPARKS (stylized) for footwear).
Respondent’ s addition to its mark (in snmall letters) of the
non-di stinctive informational wording “Quality Water
Treat nent Sol utions” does not distinguish the marks in terns
of their overall source-indicating significance. The
unbrella design elenent in petitioners’ mark is different
than the water droplets design elenent in respondent’s mark,
but both designs evoke the concept of “water.” The swoosh

design elenent in respondent’s mark contributes nothing to

12
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the source-indicating significance of the mark, and it does
not di stinguish respondent’s mark from petitioners’ nmark.

These points of dissimlarity between the marks, viewed
collectively, do not suffice to overcone the basic
simlarity between the marks which arises fromthe presence
of the designati on WATER SOFT as the dom nant feature of
each mark. W find that purchasers are nore likely to
assune, based on the presence of WATER SOFT in both marks,
that a source connection exists, than they are to assune,
based on the dissimlarities between the marks, that no such
source connection exists. Conparing the marks in their
entireties, we find that they are substantially simlar.

For these reasons, we find that the first du Pont
I'i kel i hood of confusion factor weighs in favor of a finding

of |ikelihood of confusion.

Simlarity of Goods and Services, Trade Channels and C asses
of Purchasers

Under the second and third du Pont factors, we consider
the simlarity or dissimlarity of the parties’ respective
goods and services, as well as the simlarity or
dissimlarity of the trade channels in which and the cl asses
of custoners to whomthe goods and services are narket ed.
These factors will weigh in favor of a finding of |ikelihood
of confusion if the evidence establishes that the goods and

services are related in sone manner, or that the

13
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ci rcunst ances surrounding their marketing are such that they
woul d be likely to be encountered by the sane persons in
situations that would give rise, because of the simlarity
of the marks, to a m staken belief that they originate from
or are in sone way associated wth the sane source or that
there is an association or connection between the sources of
the respective goods and services. See In re Martin's
Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289
(Fed. Cir. 1984); Inre Melville Corp., 18 USPQ2d 1386 (TTAB
1991); and In re International Tel ephone & Tel egraph Corp.
197 USPQ 910 (TTAB 1978). It is settled that goods may be
related to services, for purposes of the second du Pont
factor. See In re Hyper Shoppes (Ghio) Inc., 837 F.2d 463,
6 USPQ2d 1025 (Fed. Cir. 1988); Steelcase Inc. v. Steelcare
Inc., 219 USPQ 433 (TTAB 1983)(finding simlarity between
furniture products and furniture refinishing services).
Petitioners use their WATER SOFT mark in connection
with the manufacture and sale of water treatnent products.
Such products include “residential and commercial |ines,
everything froma water softener, iron filters, sulfur
treatnent and renoval, drinking water systens, whol e house
filters to renove taste and odor as well as to raise or
| ower pH or neutralize low acidic condition.” (Deens Depo.
at 10.) Petitioners sell their water treatnent products to

whol esal ers, who distribute the products to deal ers, who

14
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then sell to the ultimte purchasers and end users of the
products, i.e., to residential honmeowners and commerci al
property owners. (Deens Depo. at 9-10.) From 1989 to 1999,
petitioners also had one dealer, i.e., respondent, to whom
they distributed their products directly (w thout an

i nterveni ng whol esal er); respondent would then resell the
products at retail to honeowners and ot her end users.

(Deens Depo. at 10.)

Respondent’ s services, as recited in respondent’s
registration, are “water treatnent services.” The evidence
establ i shes that such services include the sale or |easing
of water treatnent products, and the delivery, installation,
servicing and repair of such products. (Beyerlein Depo. at
4.) These products are the very type of products
manuf actured and sold by petitioners; indeed, respondent
formerly was an authorized deal er of petitioners’ WATER SOFT
line of water treatnent products, and provided its water
treatnment services “in connection with” petitioners’ water
treatnment products. (Stipulation of Facts, 910.)
Respondent’ s custoners are “Joe Bl ow honeowners, sone
comercial, but nostly residential.” (Beyerlein Depo. at
4.)

Based on this evidence, we find that respondent’s
services and petitioners’ goods, and the parties’ trade

channel s and cl asses of purchasers, are simlar. The

15
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ultimate custoners for the respective goods and services are
the sane, i.e., honmeowners and other end users of water
treatnment products. W are not persuaded by respondent’s
argunent that the parties’ custoners are different because
petitioners sell their products to whol esal ers, and nake no
direct sales to honmeowners. Honmeowners are the ultimte
purchasers of petitioners’ products, and they are the

rel evant cl ass of purchasers for purposes of our |ikelihood
of confusion determ nation.

These honeowners purchase water treatnent products and
water treatnent services in the same channel of trade, i.e.,
from deal ers such as respondent, who both sell water
treatnent products and render water treatnent services. It
is not dispositive that petitioners sell their products
initially to whol esalers; the ultinmate purchasers
(honmeowners) are unlikely to be aware of or care about the
exi stence of or the nunber of earlier stages in the chain of
di stribution through which the products ultimtely reach
them See Luzier Incorporated v. Marlyn Chem cal Co., Inc.,
169 USPQ 797, 799 (CCPA 1971)(“We do not think that
‘novenent through the sane trade channels’ is the
controlling consideration if the goods may end up in the
sane purchaser’s hands under conditions where that purchaser
m ght | ogically suppose they had a conmon origin because of

the use thereon of [confusingly simlar] tradenarks.

16
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Purchasers may not be aware of the channels through which
goods ultimately reach them?”).

Respondent’ s “water treatnent services” include and
i nvol ve the sale and servicing (as well as the |easing,
delivery, installation and repair) of water treatnent
products of the type manufactured and sold by petitioners.
Homeowners famliar with petitioners’ water treatnent
products sold under the WATER SOFT tradenark are likely to
assume, upon encountering water treatnent services marketed
under respondent’s confusingly simlar WATER SOFT mark, that
a source connection or other affiliation exists. Consider,
for exanple, a honeowner who has deci ded to purchase one of
petitioners’ WATER SOFT water treatnent products, or who
al ready owns such a product and needs to have it serviced or
repai red. Upon encountering respondent’s water treatnment
services of fered under respondent’s WATER SOFT mark, the
homeowner is likely to m stakenly assune that respondent is
a deal er authorized to sell and/or service petitioners’
WATER SOFT products.

For these reasons, we find that the parties’ respective
goods and services are simlar, as are the parties’ trade
channel s and cl asses of purchasers. The second and third
du Pont factors accordingly weigh in favor of a finding of

I i keli hood of confusion.

17
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Condi ti ons of Purchase/ Sophi stication of Purchasers

Under the fourth du Pont factor, we find that the
purchasers of petitioners’ goods and respondent’s services
i ncl ude honeowners, i.e., ordinary consuners. There is
nothing in the record to indicate that these purchasers
exerci se anything nore than a normal degree of care in
deciding to purchase these goods and services. W therefore
are not persuaded by respondent’s contention that this
du Pont factor weighs against a finding of |ikelihood of

conf usi on.

Third-party Use of Simlar Marks on Simlar Goods

The sixth du Pont factor requires us to consider
evi dence of “the nunber and nature of simlar marks in use
on simlar goods.” “Evidence of third-party use of simlar
marks on simlar goods is relevant to show that a mark is
relatively weak and entitled to only a narrow scope of
protection.” PalmBay Inports, Inc. v. Veuve dicquot
Ponsardi n Mai son Fondee En 1772, supra, 396 F.3d at 1373,
73 USPQRd at 1693. However, it is settled that “[t] he
probative value of third-party trademarks depends entirely
upon their usage.” 1d. The defendant’s third-party use
evi dence nust show “that these trademarks were actually used
by third parties, that they were well pronoted or that they

were recogni zed by consuners.” 1d., quoting from Scarves by

18
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Vera, Inc. v. Todo Inports, Ltd., 544 F.2d 1167, 1173, 192
USPQ 289, 294 (2d Cir. 1976). Thus, the probative val ue of
third-party use evidence is mninmal absent evidence show ng
the extent of such third-party uses. Palm Bay |Inports,
supra, 396 F.3d at 1373-74, 73 USPQ2d at 1693; Han Beauty,
Inc. v. Alberto-Culver Co., 236 F.3d 1333, 1338, 57 USPQd
1557, 1561 (Fed. G r. 2001). As the court noted, “[t]he

pur pose of a defendant introducing third party uses is to
show t hat custoners have becone so conditioned by a plethora
of such simlar marks that custoners ‘have been educated to
di stingui sh between different [such] marks on the bases of
m nute distinctions.”” PalmBay Inports, supra, 396 F.3d at
1374, 73 USPQ2d at 1694 (internal quotation fromJ. Thomas

McCarthy, 2 McCarthy on Trademarks and Unfair Conpetition

§11:88 (4'" ed. 2001)).

In this case, the evidence of record fails to establish
that there is any significant actual use by third parties of
WATERSOFT or WATER SOFT marks in the United States in
connection with water treatnent products, nmuch |less that the
extent of such third-party use is so w despread that
consuners have been “conditioned” to distinguish between
such nmarks on the basis of mnute distinctions. The

evi dence of record is discussed bel ow. ®

® The only evidence of record pertaining to the issue of third-

party use is found anong the exhibits to the Beyerlein
Deposition, i.e., Exh. 000016-48, 000052-55, 000054A-55B, 000066-

19
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The third-party federal trademark registrations and
applications relied on by respondent (Beyerlein Depo. Exh.
000017-000036; A-000001-000033) are not evidence, under the
sixth du Pont factor, of third-party use of the marks

depicted therein, and they therefore are not evidence that

69, and A-000001-55. Exh. A-000001-55 is respondent’s commerci al
search report.

W note that at page 11 (and footnote 6) of its brief,
respondent states that petitioner also submtted its own
commerci al search report as evidence, and identifies that
evi dence as Exh. WS 0462-0752. However, the official file of
this proceeding includes no such search report. The referenced
exhi bit pages W5 0462-0752 are not found anong the docunents
subm tted pursuant to the parties’ Decenber 20, 2004 “Mdtion to
Enter Stipulation of Facts and to Subnit Stipul ated Docunents,”
nor are they found el sewhere in the record. W note that the
Stipulation of Facts (at Y14) nmakes reference to the fact that
petitioner conm ssioned and received a commercial search report
on or about July 5, 2001, but it does not state that the search
report is being subnmitted as part of the stipulated docunents,
nor does it identify or make any reference or citation to the
report by any docunent production nunber. (The parties’ notion
acconpanying the stipulation states: “Were appropriate,
docunments that support a particular factual allegation are
referenced in the Factual Stipulation by correspondi ng production
nunbers.” This practice was foll owed el sewhere in the
Stipulation.) Thus, it appears that although the search report
was produced in discovery, it was never nmade of record as
evidence at trial.

Therefore, respondent’s citations (at pp. 11-12 of its brief)
to Exh. W5 0592 and W5 0599-601, and to the alleged third-party
uses identified on those pages, are not supported by the record.
However, it appears that nost of those alleged third-party uses
(i.e., conmpanies in Saxonburg, PA, Twelve Mle, IN, New Cty, NY,
Saline, M, Illiopolis, IN Pacific, MO London, KY and Qak
Brook, IL) also are represented in respondent’s search report
(which is in the record), and we have considered themin that
context. As to the remaining four conpanies cited by respondent
(in Dallas, TX, Pearl River, NY, Tons River, NJ and Ann Arbor,
M), we have no basis for making any findings; we cannot even
determ ne what the names of those conpanies are. Regardl ess,
however, and as di scussed below, the nmere |isting of conpany
nanes and marks in a conmercial search report, w thout any
evidence as to the extent of use of the nanes and marks or as to
consuners’ awareness of them is of little or no probative val ue
under the sixth du Pont factor
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WATER SOFT is a weak mark. O de Tyne Foods, Inc. v.
Roundy’s, Inc., 961 F.2d 200, 204, 22 USPQd 1542, 1545
(Fed. Cir. 1992). 1In any event, wth the exception of two
applications owned by petitioners (Exh. 000017, 000028 and
A- 000025) and one abandoned third-party application (Exh.
000018, A-000024 and A-000031), all of these registrations
and applications depict marks ot her than WATER SOFT, or
cover goods or services other than water treatnent products.
They therefore are of little or no probative value in this
case.

Li kewi se, the third-party state trademark regi strations
(Beyerlein Depo. Exh. pp. A-000049-000055) are not evidence
of third-party use. Faultless Starch Co. v. Sales Producers
Associ ates, Inc., 530 F.2d 1400, 189 USPQ 141, 142 n.2 (CCPA
1976); Kraft, Inc. v. Balin, 209 USPQ 877, 880 (TTAB 1981).
Only one of these (Exh. p. A-000049) is of the mark WATER
SOFT in any event.

The printouts of the results of three Internet searches
(one by Ask Jeeves and two by Googl e; Beyerlein Depo. Exh.
000047-48, 000054-55 and 000054A-55B) are of little
probative value in thensel ves due to the brevity of, and
| ack of context for, each of the approximtely twenty-seven
Internet references depicted in the printouts. See In re
Remacl e, 66 USPQ2d 1222, 1223 n.2 (TTAB 2002). In any

event, nine of the references (in the Ask Jeeves |ist) nake
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no mention at all of WATERSOFT or WATER SOFT. WMany of the
remai ning references clearly refer to petitioners, their
dealers, or their products. Several nore appear to refer to
petitioners or their products, although |less clearly; we
cannot conclude that they do not refer to petitioners. The
few remai ning references are not probative because they
refer to foreign conpanies, or to goods other than water
treat nent products.

In addition to these Internet search results printouts,
there are full printouts of seven third-party web pages
wher ei n WATERSOFT or WATER SOFT appears. Four of the seven
web pages refer to petitioners, its dealers or its products.
(Exh. 000016 (Waterwell), Exh. 000040-41 (True Punp), Exh.
000052-53 (PureWater 4U), and Exh. 000067 (Speck
I ndustrial).) One web page (Exh. 000066) refers to a third
party, apparently not affiliated with petitioners, which
uses WATERSOFT in connection with water treatnent services.
However, this conpany is |located outside the United States,
in Manitoba, Canada; its use of WATERSOFT therefore is of
little probative value under the sixth du Pont factor. The
remai ning two web pages are irrelevant because they refer to
uses of WATERSOFT in connection with goods other than water
treatment products. (Exh. 000044-45 refers to conputer

software, and Exh. 000068 refers to lens tinting chem cals.)
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The “Conpany Nanme Listing” section of respondent’s
search report (Exh. A-000035-36) and the “Wiite Page
Li stings” section of the search report (Exh. A-000037-41)

include listings for “Water Soft Inc.” of Saxonburg, PA,
“Water Soft of Indiana” of Twelve Mle, IN and “Water Soft
of Rockland Inc.” of New City, NY. However, we cannot
determne fromthese nere listings the extent to which these
nanmes are actually in use and actually known by consuners,

or even if they are currently in use at all. This evidence
therefore is of little or no probative val ue under the sixth
du Pont factor. The other conpanies included in these
listings also are irrel evant because their nanmes are not
WATERSOFT or WATER SOFT but rather are sone variation of
“Soft Water” or “Water Softener,” or because they do not
appear to be in the water treatnent business (e.g. “Water
Soft Devel opnent” of OCak Brook, IL, identified as a conputer
conpany).

The search report’s listing of comon | aw marks ( Exh.
A-000034) includes only one apparent third-party mark in the
water treatnent field, but there is no evidence that this
mark is in use nor evidence as to the extent of such use.
This evidence therefore is of no probative value under the
sixth du Pont factor.

Finally, the search report’s “Internet Domain Nane

Search” (Exh. A-000042-48), which |ists several domain nane
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registrations, is of no probative value under the sixth du
Pont factor. The nere fact that these domai n nanes have
been registered is not evidence that they are in use, or
that consuners are aware of them

In sunmary, although respondent’s proffered evidence of
third-party use is fairly volumnous, it is essentially al
irrel evant or non-probative for the reasons stated above.
Only a handful of the third-party references appear to
pertain to the WATER SOFT (or WATERSOFT) designation and to
the water treatnent products involved in this case, and,
even as to these few, there is no evidence fromwhich we
m ght conclude that the extent of use is such that consuners
have becone conditioned to distinguish between the marks
based on m nute distinctions. PalmBay |Inports, supra.
Considering all of the evidence of record, we find that the
strength of petitioners’ WATER SOFT mark is not underm ned
by third-party use. W therefore reject respondent’s
contention that the sixth du Pont factor wei ghs against a

finding of |ikelihood of confusion.

Actual Confusion

Respondent’ s owner testified: “As a matter of fact |
had a service call the other day, |ast week when a gentl eman
called nme up and asked ne if | was associated with Wt er Sof t

in Ohio [petitioners] and | explained to himthat | was
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not . (Beyerlein Depo. at 19.) W find that this is

evi dence of actual confusion which supports a finding of
i keli hood of confusion under the seventh du Pont factor
(“the nature and extent of any actual confusion”).
Respondent argues that this evidence is de mnims, but it
is settled that “[a]ny evidence of actual confusion is

strong proof of the fact of a likelihood of confusion.” J.

Thomas McCarthy, 3 McCarthy on Trademarks and Unfair

Conpetition §23:13 (4'" ed.)(enphasis added). See Ml enaar,

Inc. v. Happy Toys Inc., 188 USPQ 469 (TTAB 1975)(even a
single instance of actual confusion is at |east
“Illustrative of a situation showi ng how and why confusi on
is likely”). The seventh du Pont factor accordingly weighs

in favor of a finding of |ikelihood of confusion.’

Li kel i hood of Confusion — Sumrary
Wei ghing all of the evidence pertaining to the du Pont

li keli hood of confusion factors, and for the reasons

" Even if this incident were not deened to be evidence of actual
confusion, or deened to be de mnims evidence, it is settled
that “[w hile evidence of actual confusion factors into the
DuPont anal ysis, the test under 81052(d) is likelihood of
confusi on, not actual confusion. Hence, a showi ng of actua
confusion is not necessary to establish a |ikelihood of
confusion.” Herbko International, Inc. v. Kappa Books, Inc., 308
F.3d 1156, 1165, 64 USPQd 1375, 1380 (Fed. Cr. 2002).

Mor eover, an absence of actual confusion nay be discounted in the
i kelihood of confusion analysis in cases (such as this one)
where the other |ikelihood of confusion factors are dom nant.

Han Beauty Inc. v. Al berto-Culver Co., supra, 236 F.3d at 1338,
57 USPQ@2d at 1561.
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di scussed above, we conclude that a |ikelihood of confusion
exi sts. Respondent’s mark and petitioners’ mark are
confusingly simlar when viewed in their entireties.
Respondent’ s services are simlar and related to
petitioners’ goods, and the parties’ trade channels and

cl asses of purchasers are simlar. The purchasers of the
goods and services are ordinary consuners who exercise
ordinary care in making their purchases. Petitioners’ mark
has not been shown to be weakened or diluted by third-party
use of simlar marks on simlar goods. At |east one

i nstance of actual confusion has occurred, a fact which
corroborates the conclusion that a |ikelihood of confusion
exists. Finally, the parties’ market interface, i.e., the
fact that respondent was fornerly an authorized deal er of
petitioners’ products, enhances the I|ikelihood that
consuners wll mstakenly assune that a connection or
affiliation between respondent and petitioners exists. Al |

of these facts support a finding that confusion is likely.

CONCLUSI ON

For the reasons discussed above, we find that
petitioners have established their standing and their
Section 2(d) ground for cancellation.

Deci sion: The petition to cancel is granted.

Regi stration No. 2447857 shall be canceled in due course.

26



