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By the Board:

Petitioner seeks to cancel respondent’s registrations
for the mark TRIP THEORY for “phonograph records featuring
musi ¢, pre-recorded audi o-cassettes featuring nusic, and
compact discs featuring nusic” in International Cass 9' and
“entertainnent, nanely, live nusic performances” in
I nternational O ass 41.2 The petition for cancellation
i ncludes the follow ng rel evant all egations:

1. Registrant and Attorney at the tine of filing
did willfully and know ngly submt m sl eadi ng

! Registration No. 2490596, issued Septenber 18, 2001, alleging
Cct ober 1996 as the date of first used anywhere and June 1997 as
the date of first use in comrerce.

2 Regi stration No. 2551619, issued March 26, 2002, alleging
Cct ober 1996 as the date of first used anywhere and May 1997 as
the date of first use in comerce.



information, m srepresented the facts and

fal sified docunents in order to defraud the US and
Patent and Trademark O fice to cancel registration
of the above marks. Registrant and present
Attorney deliberately wi thheld evidence pertaining
to registrants [sic] filing procedures and both
wllfully and know ngly submtted m sl eadi ng and
perjurious information to the court. Based on
this information a tenporary injunction and a
partial summary judgnent was issued against ne in
a lawsuit that | filed in a Broward County,

Fl orida court over these marks. The order was

i ssued on the basis that Keith Rosenberg owned the
rights to the said it [sic] marks by hinself.
Petitioner has suffered irreparabl e harm
professionally as a result of this action.

3. On Septenber 24, 1999 a di sagreenment occurred
bet ween us and the partnershi p was dissol ved.

Regi strant i medi ately portrayed hinself as sole
owner of Trip Theory alleging his procurenent of
the trademarks as early as October of 1996.

Regi strant has publicly flaunted this claimvia e-
mai | and other means to pronoters, the nusical
comunity and the general public including nmany of
our fans for the reason to deceive all interested
parties that | [sic] nothing to do with the
project. An exanple of this is provided which is
dated 8/ 3/99. This fraudulent utilization and

cl ai mof the marks before acquiring actual
registration is a direct conflict of the Lanham
Act. This conduct began in Septenber 1999

al though the actual registration was not acquired
until 2000 and 2001.

5. . . . Rosenberg's |one ownership of the marks
is both unjust and patently wong. Although |I am
not denying Keith Rosenberg has coownership of
these marks, | however have been denied ny rights
to both marks. The cancellation of his
registrations as sole owner is a just and

equi tabl e resol ution.

On April 11, 2003, respondent filed a notion for
summary judgnent, arguing that the doctrine of res judicata

bars petitioner's clains in this proceedi ng based on an



order issued by a Florida state court in civil litigation
involving the parties.® Insofar as an appeal was then
currently pending of the state court decision, the Board
deni ed respondent’'s notion for summary judgnent as
premature. The Board then suspended proceedings in this
case pending final determ nation of the appeal. On April
19, 2005, the Board was notified of the Florida court's
final judgnent, as well as the order dism ssing petitioner's
appeal of the lower court's judgnent. Thereafter, on July
5, 2005, the Board allowed the parties tine to file any
appropriate notions related to the civil proceedings.

On August 4, 2005, petitioner filed a notion requesting
that the Board resune proceedi ngs herein and reset
respondent's time for filing an answer to the petition for
cancel lation. |In response thereto, on August 29, 2005,
respondent filed a comuni cati on which the Board has
construed as a notion for sunmary judgnent based on the
Florida court's order because it relies on matters outside
the petition for cancellation, and the parties have treated
the notion as such. See TBMP 8 503.04 (2d ed. rev. 2004)

and cases cited therein. Petitioner has contested the

® John Dan Warren, p/k/a Dan Warren v. Keith Rosenberg
i ndi vidual ly and doi ng business as “TRI P THEORY” and Dana Brown,
Case No. 01019237.



motion for summary judgnent.?

The basis for respondent’s notion for summary judgnent
is the final order issued by the Florida state court. By
way of background, the court made the following findings in
a prelimnary order granting respondent's notion for summary
judgnent in the state court action:

1. In the Fall of 1996, Rosenberg created the
trademar k/ service mark "Trip Theory."™ He acquired
ownership by appropriating use of such trademark
ininterstate comerce in that ROSENBERG devel oped
a marketing plan, nerchandi se, nmusic and entering
into a business relationship with a Georgia
Corporation by the nanme of | NTERSOUND MJUSI C
("I'ntersound”) for purposes of funding and

di stributing recorded nusic of Rosenberg under the
nanme "Trip Theory."

2. The Court finds no evidence that Rosenberg
agreed to or did in fact transfer to Warren any
ownership rights in "Trip Theory."

3. Further, the Court finds insufficient
evidence, as a matter of |law, to show t hat
Rosenberg and Warren entered into and/ or
formul ated a partnershi p under 8620-et. seq.
Fla. Stat. (2001).

4. Rosenberg filed and obtai ned two federal
trademarks for the name "Trip Theory," each one
i ndi cating that Rosenberg first began conmerci al
exploitation of "Trip Theory" in Septenber of
1996. Warren was aware the United States Patent
and Trademark O fice issued to Rosenberg the

af ormenti oned trademarks and Warren has not
instituted any action to contest the validity of

* Petitioner also noved for default judgment against respondent
for failure to tinmely answer the petition for cancellation.
Petitioner's notion for default judgnent is denied. Petitioner
is rem nded that the Board previously set aside the technical
default agai nst respondent on April 13, 2004. In addition, since
proceedi ngs were suspended, the tinme for respondent to file an
answer to the petition for cancellation has been toll ed.



such tradenarks. Therefore, these tradenarks are
presunptively valid.

5. The evidence is insufficient as a matter of
|aw to establish a basis of an oral partnership
bet ween Rosenberg and Warren.

6. There are no genuine issues of material fact
resol ved, and the Defendant/Counter-Plaintiff is
entitled to Sunmary Judgnent as a matter of |aw

The final order, issued on Cctober 4, 2004, sets forth a
per manent injunction against petitioner as described bel ow

1. WARREN, together with his Agents, Assignees,
Attorney’s and Enpl oyees "col |l ectively WARREN" are
hereby permanently enjoined fromuse exploitation
and public dissem nation of the trade nane "TRI P
THEORY" or any reasonable facsimle thereof, which
is the sole and exclusive property of ROSENBERG
including but not limted to use of "THEORY OF
TRIP THEORY". WARREN is further permanently
enj oi ned and prohibited fromuse of the Wb
address triptheory@QOL. com and ww. t he real
trip.comwhich WARREN shall forthwith transfer to
ROSENBERG. WARREN shal |l take no further action to
interfere with or dilute ROSENBERG S excl usive
ownership and enjoynent of the name TRI P THEORY

Respondent argues that all issues related to the
ownership of the trademark registrations in the instant
cancel | ati on proceeding were fully litigated in the Florida
state court; that the court entered a final judgnent in
respondent's favor declaring that he is the owner of the
trademark; and that as such, the doctrine of res judicata
bars petitioner's clains in the instant cancell ation
pr oceedi ng.

I n opposition thereto, petitioner argues that the

doctrine of res judicata does not apply insofar as the



i nstant proceedi ng i nvolves the cancellation of two
trademark registrations; that both petitioner and respondent
had equal rights in the mark in question by virtue of their
respective use; and respondent nade fal se statenents before
the Ofice in applying for his registration by stating that
no ot her person had the right or claimto use his applied-
for mark.

Bef ore we consi der whether summary judgnent is
appropriate in this case based on either the doctrines of
res judicata or collateral estoppel, we will consider the
question of whether petitioner has the proper standing to
bring this cancellation proceeding.

Standing is a threshold i ssue that nust be proven by a
plaintiff in every inter partes case, Ritchie v. Sinpson,
170 F. 3d 1092, 50 USP2d 1023 (Fed. G r. 1999) and Lipton
| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 213
USPQ 185 (CCPA 1982). The purpose of the standing
requi renment, which is directed solely to the interest of the
plaintiff, is to prevent litigation when there is no real
controversy between the parties. Lipton Industries, Inc.,
213 USPQ at 189. 1In the case of a petition to cancel, the
standing requirenent of a plaintiff has its statutory basis
in Section 14 of the Act which provides that "any person who
believes he is or will be danmaged ... by the registration of

a mark on the principal register may file a petition to



cancel. To establish standing, it nust be shown that the
plaintiff has a "real interest"” in the outcone of a
proceeding; that is, plaintiff nust have a direct and
personal stake in the outcone of the cancellation. Ritchie,
50 USPR2d at 1023. Facts regarding legitinmte personal
interest are a part of the plaintiff's case and nust be
proved. Lipton Industries, 213 USPQ at 189.

In this case, we find that petitioner |acks a “real
interest” in the TRIP THEORY mark. Under the terns of the
court’s final order, petitioner cannot establish that he has
aright to use the TRIP THECRY nmark or trade nane since he
is permanently enjoined from"use exploitation and public
di ssem nation of the trade nane "TRI P THEORY" or any
reasonable facsimle thereof . . . " The court al so nade
the finding that the mark or trade nane "TRIP THEORY" is the
sol e and excl usive property of respondent.

I nsofar as petitioner is prohibited by the terns of the
permanent injunction fromusing the mark or trade nane TRI P
THEORY or any variation thereof, petitioner, as a natter of
|l aw, lacks the requisite standing to bring a petition to
cancel against the involved registrations. Mreover, inits
final order, the court specifically provided "WARREN shal
take no further action to interfere with or dilute
ROSENBERG S excl usi ve ownershi p and enjoynent of the nane

TRI P THEORY. "



We therefore find, sua sponte, that respondent is
entitled to judgnent as a matter of law. Judgnent is
entered agai nst petitioner based on his |ack of standing;
and the petition to cancel is denied.

In view of our finding of petitioner’s |ack of
standi ng, we need not consider respondent’s notion for
summary judgnent on the issues of whether any clains which
m ght arguably be found to have been stated in the petition
for cancellation are barred by the doctrines of res judicata

or coll ateral estoppel.



