UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Mai | ed: Decenber 1, 2003
Cancel | ati on No. 92041922
BUI LD- A- BEAR WORKSHOP

V.
SI LVER DOLLAR CITY, I NC

Before Sinmms, Hairston and Rogers, Adm nistrative Trademark
Judges.

By the Board:

On April 24, 2003, petitioner filed a petition for
cancel l ati on of respondent’s registration No. 2,621, 460,
all eging that the mark CREATE A CRITTER, for “stuffed toy
animal s and plush toy aninmals and dolls and accessories
therefor, and kits for creating stuffed toy aninmals and
pl ush toy animals and dolls and accessories therefor” so
resenbl es petitioner's regi stered mark BU LD A- BEAR and
“BULDA_ " family of marks® for, inter alia, stuffed

toy animals and plush toy aninmals, as to be likely, when

! pPetitioner alleges ownership of 13 registrations and 11
applications. Al but four of these are for marks that begin
with “BULD-A-."” W do not consider petitioner’s allegation that
it has a famly of marks to include the three “COLLECTI-" marks
or one “FIND-A-" mark. The registrations and applications cover
a variety of consunmer goods and services, including stuffed toy
animals, and plush toy animals and dolls and accessories

t herefor.
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used in connection with respondent’s goods, to cause
confusion, m stake or to deceive prospective custoners.
Petitioner has also alleged that its marks are fanobus and
claims that they are being diluted by respondent’s nmark.?
Respondent has denied the salient allegations in the
conpl ai nt.

This case now conmes up for consideration of
respondent’s notion (filed August 29, 2003 via certificate
of mailing) for summary judgnent on the ground that there is
no |ikelihood of confusion between the marks at issue as a
matter of |law. Respondent al so seeks summary judgnent on
petitioner’s pleaded dilution ground.?

In response to respondent’s notion for sumary
judgnent, petitioner has filed a notion for continued

di scovery under Fed. R CGv. P. 56(f).*

2 Petitioner’s pleaded dilution claimis legally insufficient
because there is no allegation as to which of its marks are
famous and that they becane fanous before the date of
respondent’s first use of its mark. See Polaris Indus., Inc. v.
DC Comics, 59 USPQ2d 1798 (TTAB 2000); see also Toro Co. V.
ToroHead, Inc., 61 USPQ2d 1164 (TTAB 2001) and Boral Ltd. v. FMC
Corp., 59 USPRd 1701 (TTAB 2000). However, for purposes of
respondent’s summary judgnent notion, we have treated the
deficiency as imuaterial .

® Petitioner’s allegation that registration of respondent’s mark
“wll inevitably fal sely suggest a trade connecti on between
Petitioner and Registrant,” Petition For Cancellation, para. 39,
has been construed as anplifying petitioner’s Section 2(d) claim
rather than as a separately-pleaded clai munder Section 2(a) of

t he Trademark Act.

“ Petitioner also filed (on Septenber 12, 2003) a motion to
extend its tinme to respond to the notion for sumary judgnent,
which is hereby denied as noot.
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Petitioner has also filed a separate notion to conpel
respondent to answer petitioner’s first set of
interrogatories and requests for production of docunents.
Petitioner contends that respondent’s discovery responses
were due before the Board suspended this case to consi der
respondent’s potentially dispositive summary judgnent
notion; that the filing of respondent’s notion for summary
judgnent did not automatically suspend the case; and that
respondent has refused to respond to the discovery requests
until the Board rules on its motion for summary judgnent.?®

VWhile petitioner is correct that the filing of a
potentially dispositive notion, such as the notion for
summary judgnent here, does not automatically suspend a
case, because the parties are presuned to know that the
filing of such a notion will result in a suspension order,
the filing itself generally will provide parties with good
cause to cease or defer activities unrelated to the briefing
of such notion. Thus, although proceedi ngs had not been
officially suspended by the Board at the tine respondent’s

di scovery responses were due, the Board, in this instance,

® Petitioner served its discovery requests on respondent on July
29, 2003. Under Trademark Rules 2.119(c) and 2.120(a),
respondent’s di scovery responses were due Septenber 2, 2003.
Respondent’s notion for summary judgnent was filed on August 29,
2003. The Board issued an order suspendi ng proceedings in |ight
of respondent’s notion on Septenber 30, 2003.



Cancel | ati on No. 92041922

w || consider proceedi ngs suspended retroactive to the date

of filing of respondent’s notion for summary judgnent.
Accordingly, petitioner’s notion to conpel has not been

consi dered because it is not gernmane to the pending notion

for summary judgnent.

PETITIONER’S MOTION FOR CONTINUED DISCOVERY

A party that seeks Rule 56(f) discovery nust state, in
an affidavit or declaration under Trademark Rule 2.20, the
reasons why it is unable, w thout such discovery, to present
by affidavit, facts sufficient to show the existence of a
genui ne issue of material fact for trial. See Keebler Co.
v. Murray Bakery Products, 866 F.2d 1386, 9 USPRd 1736
(Fed. Cir. 1989).

In an affidavit of counsel in support of petitioner’s
notion for continued discovery under Federal Rule 56(f),
petitioner contends that it seeks information relevant to
establishing |ikelihood of confusion under each of the
thirteen “du Pont” factors.® Generally, petitioner contends
that without this information petitioner cannot adequately
respond to respondent’s argunents that there is no

i kel i hood of confusion as a matter of |aw that

® I'n determining whether there is a |likelihood of confusion
between marks, there are thirteen evidentiary factors, which the
Board nust consider when evidence with respect thereto i s nade of
record. See, E. |I. du Pont de Nenmours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).
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petitioner’s marks are not fanous; and that petitioner’s

mar ks have not been diluted by respondent’s use of its mark.
Specifically, petitioner contends that facts uniquely in the
possessi on of respondent will show that respondent adopted
its mark with the intent of trading off the goodw ||
associated with petitioner’s marks.

For purposes of its summary judgnent notion, respondent
has conceded petitioner’s priority; has conceded that the
goods and services of the parties are simlar; and has
admtted that petitioner’s marks are inherently distinctive
(al though respondent denies that they are fanous and cl ai ns
that they are actually weak and entitled to a limted scope
of protection’). These points having been conceded, several
of the du Pont factors are thus established, for purposes of
respondent’s notion for summary judgnent, to favor
petitioner. Thus, petitioner does not require any
addi tional discovery on: which party has priority of use,
the simlarity or dissimlarity and nature of the goods or

services; the simlarity or dissimlarity of established,

"In support of its contention that petitioner’s marks are weak,
respondent has submitted a |ist of third-party registrations for
mar ks beginning with the words “BU LD- A" for various goods and
services. |Insofar as petitioner is relying on registrations, and
respondent has not counterclainmed for their cancellation, any

al l egation of nere descriptiveness would be an inperm ssible
collateral attack on the registrations. Respondent is free,
however, to argue that even adnmittedly distinctive narks are
weak.
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| i kel y-to-continue trade channels; or the conditions under
whi ch purchases are made.®

As to the alleged fane of petitioner’s marks, both
individually and as a famly, inasnuch as these allegations
relate to matters within the know edge and control of
petitioner, petitioner has not established any need to take
di scovery under Rule 56(f) fromrespondent. On the other
hand, the allegation that respondent adopted its mark with
an intent to trade on the goodw || created by petitioner’s
mar ks does potentially involve information known uniquely to
respondent. However, in view of the obvious dissimlarity
of the marks, we do not find any allegation that respondent

adopted its mark to trade on the goodw || of petitioner’s

marks credible or relevant.® Thus, petitioner has not
established that it needs discovery on respondent’s adoption
of its mark.

Wth respect to the remaining du Pont factors, they
have not been shown by petitioner to be in issue in this

case. We will not allow a Trademark Rul e 56(f) continuance

8 W also note that with respect to trade channels, where, as
here, there are no restrictions or Iimtations on the channel s of
trade as set forth in either respondent’s or petitioner’s issued
registrations, the Board will consider that the goods and
services identified therein nove in all established and nornma
channel s of trade. Therefore, petitioner does not need discovery
to establish trade channel overlap. W presune it exists.

° Insofar as petitioner may perceive respondent as attenpting to
capitalize on petitioner’s idea or concept of packagi ng and
selling items used to build or create toys, this is not the sane
i ssue as respondent adopting a mark sinilar to petitioner’s.
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nmerely on sonme vague hope plaintiff will turn something up
that is relevant. See, generally, Quinn, Discovery

Saf eguards in Mtions for Summary Judgnent: No Fi shing

Al l owed, 80 Trademark Rep. 413 (1990).

Turning to petitioner’s pleaded dilution claim again,
petitioner has not shown the need for additional discovery
in order to enable petitioner to attenpt to rai se a genuine
issue either with respect to its allegation that its marks
are famous, or with respect to its allegation that its marks
have been dil uted, whether through blurring or tarnishnment,
by respondent’s use of its mark. As noted earlier, whatever
information that exists concerning the fame of petitioner’s
mar ks and whether the alleged fanme of those marks has been
diluted as a result of respondent’s use of its mark, is in
petitioner’s possession, not respondent’s. Thus, there has
been no showi ng that petitioner could obtain informtion
fromrespondent that woul d assist petitioner in show ng that
an issue for trial exists on its dilution claim

Accordingly, petitioner’s notion for continued

di scovery under Rule 56(f) is hereby denied.

RESPONDENT’'S MOTION FOR SUMMARY JUDGMENT ON
LIKELIHOOD OF CONFUSION

We next turn to respondent’s notion for summary
judgnent. Regarding petitioner’s Section 2(d) claim

respondent contends that because the parties’ narks are
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“conpletely dissimlar,” |ikelihood of confusion cannot
exist as a matter of law. Registrant’s Brief In Support O
Motion For Sunmary Judgnent And For Suspension O
Proceedi ngs Pending Disposition O The Mtion, p. 2.
Respondent argues that “this case can and shoul d be deci ded
on the basis of the very first DuPont factor, dissimlarity
of the marks thenselves.” 1bid., p. 4.

It is well-established that a single du Pont factor may
be dispositive in a |likelihood of confusion analysis, and
that where the marks are sufficiently dissimlar, there may
be no likelihood of confusion despite the presence of
over | appi ng goods and trade channels. See Chanpagne Louis
Roederer S. A v. Delicato Vineyards, 148 F.3d 1373, 1375, 47
USPQ2d 1459, 1460-61 (Fed. Cr. 1998)(Board, in finding no
| i kel i hood of confusion between mark CRYSTAL CREEK for w ne
and marks CRI STAL for wi ne and CRI STAL CHAMPAGNE f or
chanpagne, did not err in relying solely on dissimlarity of
marks in evaluating |ikelihood of confusion and failing to
gi ve surpassing weight to other du Pont factors, all of
whi ch favored a |ikelihood of confusion; court noted that
“we have previously upheld Board determ nations that one
DuPont factor may be dispositive in a likelihood of
confusion analysis, especially when that single factor is
the dissimlarity of the marks”); and Kellogg Co. v. Pack’ em

Enterprises, 951 F.2d 330, 332-33, 21 USPQ2d 1142, 1144-45
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(Fed. Gr. 1991)(Board, in finding no |ikelihood of
confusi on between mark FROOTEE | CE and El ephant Design for
packages of flavored liquid frozen into bars and mark FRU T
LOOPS for, inter alia, cereal breakfast food, correctly held
that “a single du Pont factor--the dissimlarity of the

mar ks--was di spositive of the |ikelihood of confusion

i ssue”; court observed that “[we] know of no reason why, in
a particular case, a single du Pont factor may not be

di spositive”).

In conparing petitioner’s individual marks with
respondent’s mark, we note that there is no visual or verbal
simlarity beyond the presence of the letter “A’” in the
m ddl e of two other words in each mark, the first word being
a verb and the |l ast word being a noun. Petitioner’s marks
begin wwth the term*®“build,” while respondent’s mark begins
with “create.” None of petitioner’s marks use the term
“critter.” Wiile there is some simlarity of connotation in
t he product idea suggested by the marks, our tradenmark | aw
does not prevent conpetitors from adopting marks that
pronote simlar product |ines by using suggestive marks that
have the sane or simlar connotation, as |long as the overal
mar ks do not cause a |ikelihood of confusion.

Wth respect to the other du Pont factors, as noted
above, they are either conceded to be in petitioner’s favor

or have not been shown to be in issue in this case. For
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exanple, petitioner clains that its marks are fanous,
individually and as a famly of marks. Wiile petitioner has
failed to delineate which specific nmarks it contends are
famous, and has failed to describe the conponents of its
alleged famly of marks, we may surm se that petitioner
intends to allege fanme of its marks individually, and of a
famly of marks incorporating the words BU LD-A as a
prefix.'® The Board has treated petitioner’s nmarks as
fanmobus (individually and as a fam|ly) for purposes of
deci di ng respondent’s notion for sunmary judgnment, and
considers this du Pont factor to be in petitioner’s favor.
Even concedi ng that resolution of the other du Pont
factors favors petitioner, however, the dissimlarities of
the marks so outwei gh the other factors that respondent nust
prevail on its summary judgnent notion. Because of the
considerable differences in the marks involved, we find no
genui ne issue for trial about Iikelihood of confusion, i.e.,
| i kel i hood of confusion does not exist as a matter of |aw.
It is this factor which is pivotal in this case. See
Kel l ogg Co. v. Pack’ em Enterprises, supra; cf., Nabisco,
Inc. v. Warner-Lanbert Co., 220 F.3d 43, 48, 55 USPQ2d 1051,

1055 (2d Cr. 2000)(“Having determ ned that the parties' use

0 W do not presune that petitioner is claimng a fam |y of marks
having the “surname” BEAR, as the “surnane” in a famly of marks
must be distinctive and “bear” woul d be descriptive or generic
for petitioner’s goods.

10
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of their DENTYNE | CE and | CE BREAKERS marks is so dissimlar
as to require judgnent for Warner-Lanbert, we need not
exanm ne the remaining Polaroid factors and express no view
of the district court's analysis of theni).

Accordi ngly, respondent’s notion for sunmary j udgnment

on the ground of |ikelihood of confusion is granted.

RESPONDENT’'S MOTION FOR SUMMARY JUDGMENT ON DILUTION

Respondent al so noves for summary judgnent on
petitioner’s pleaded dilution claim contending that
“Petitioner’s dilution claimis also conpletely w thout
merit in that, as a matter of law, its clainmed marks are not
famous.” Registrant’s Mdtion for Summary Judgnent, p. 2.

For purposes of respondent’s sumrary judgnent notion,
however, we nay accept as true that petitioner’s marks are
famous individually and as a famly of marks. Nonethel ess,
we find that dilution cannot exist as a matter of |aw
because of the dissimlarity of the parties’ marks.

As noted above, the parties’ marks are not confusingly
simlar. For dilution purposes, a party nust prove nore
than confusing simlarity; it nust show that the marks are

i dentical or very or substantially simlar. See Toro Co. v.
ToroHead, Inc., supra; see also Nabisco, Inc. v. PF Brands
Inc., 191 F.3d 208, 218, 51 USPQ@d 1882, 1889 (2d Cr

1999); Mead Data Central Inc. v. Toyota Mdtor Sales U S A,

11
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Inc., 875 F.2d at 1029, 10 USPQd 1961, 1966 (2d G r
1989) (“absent such simlarity, there can be no viable claim
of dilution”). As we stated in Toro, 61 USPQ2d at 1183:
The test for blurring is not the sane as for
determ ni ng whether two marks are confusingly
simlar for likelihood of confusion purposes. “To
support an action for dilution by blurring, ‘the
mar ks must be simlar enough that a significant
segnent of the target group sees the two narks as
essentially the same.’”” Luigino's, Inc. [vV.
Stouffer Corp., 170 F.3d 827, 832, 50 USPQ2d 1047,
1051 (8th Gr. 1999)](quoting 2 MCarthy on
Trademar ks and Unfair Conpetition, 824:90.1 (4th
ed. 1998). Therefore, differences between the
marks are often significant. Mead Data [Centra
Inc. v. Toyota Motor Sales, US A, Inc. 875 F.2d
1026, 10 UsSPQ2d 1961 (2nd Cir. 1989)] (LEXUS for
cars did not dilute LEXIS for database services).
Here, the marks are quite different in sight and sound, and
have only a passing simlarity in connotation or conmerci al
i npression. Therefore, despite conceding that petitioner’s
mar ks are fanous, there is no genuine issue that
petitioner’s marks are not diluted by respondent’s use of
its mark on the goods identified in respondent’s
regi stration.
Accordi ngly, respondent’s notion for sunmary judgnent

on petitioner’s pleaded ground of dilution is granted.

SUMMARY

Petitioner’s notion for continued discovery under Fed.

R Cv. Proc. 56(f) is denied.

12
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Petitioner’s notion to conpel respondent to answer
petitioner’s discovery requests is not germane to the
summary judgnent notion and has not been consi dered.

Respondent’s notion for summary judgnent is granted on
bot h pl eaded grounds: |ikelihood of confusion under Section
2(d) of the Trademark Act and dilution under Section 43(c).

There being no renai ni ng grounds upon which this
cancel | ati on proceeding may go forward, judgnent is hereby
entered agai nst petitioner and the petition to cancel is

her eby di sm ssed.

13



