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By the Board:
Petitioner seeks to cancel respondent’s registration for the
mar Kk FRED for “conputer prograns and acconpanyi ng printed manual s

sold as a unit therewith.”?

As grounds for the cancellation,
petitioner alleges that it has applied to register the mark FRED
for “conputer hardware, conputer peripherals, and conputer
progranms for use in tracking and inputting point of sale data for
use in the food service industry” (application Serial No.

76378540); that respondent’s registered mark has been cited as a

! The captioning of this proceeding is hereby corrected to conformto
USPTO assi gnnment records. See Reel and Frame Nos. 2769/0873 and
2769/ 0883.

2 Registration No. 1423654, issued on June 1, 1987, claiming a date of
first use anywhere and a date of first use in commerce of July 27,
1984. Trademark Act 88 affidavit accepted and 815 affidavit

acknow edged.
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bar to registration of petitioner’s applied-for mark; that
respondent’ mark, if ever used, was used only “in connection with
a conputer programm ng | anguage used in connection wth Ashton-
Tate’s (Borland s predecessor) FRAMEWRK i ntegrated software”;
t hat respondent abandoned the mark FRED shown in the
registration; and that respondent has not used the mark FRED
during the last three consecutive years, or during a period of
three consective years at various identified periods in the
history of the registration.?

In its answer, respondent denies the salient allegations of
the petition to cancel and asserts certain affirmative defenses.

This case now cones up on petitioner’s fully-briefed notion,
filed Decenber 28, 2005, for summary judgnent in its favor “...or,
alternatively, to conpel registrant ...to produce discovery.”

In support of its notion, petitioner argues that it served
di scovery requests on March 12, 2004 (those requests being
interrogatories, docunent requests, and adm ssions requests);
that, in a tel ephone conversation between the parties’ attorneys
on April 16, 2004, respondent’s attorney proposed a settlenent,
indicating further that he would prepare the draft agreenent and
requesting an extension of the due date for the discovery
responses; that petitioner’s attorney, having heard nothing from

respondent’s attorney after the passage of al nost three nonths,

® For exanple, petitioner alleges that respondent did not use its
registered mark “during a period of three consecutive years” since
filing its Section 8 affidavit.
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sent an email inquiry on July 9, 2004 and another inquiry on July
23, 2004; that respondent’s attorney sent an enail response on
July 23, 2004, apologizing for the delay; that, on February 4,
2005, having heard nothing further fromrespondent, petitioner
i nfornmed respondent that petitioner expected responses to the
di scovery requests at the expiration of the then-existing
suspensi on period; and that on Septenber 14, 2005, again having
heard nothing fromrespondent, petitioner infornmed respondent of
petitioner’s intent to file a notion to conpel should respondent
fail to serve discovery responses by Septenber 21, 2005.
Petitioner argues that no responses to its discovery requests
have been served and that, consequently, the failure to respond
constitutes, inter alia, an adm ssion of the requested matters
under Fed. R Cv. P. 36(a).

Looki ng at the adm ssions requests in view of the summary
j udgnent notion, petitioner sought adm ssions for each year, in
separate requests, sequentially by year, from 1991-2003 as
fol |l ows:

° Admt that Borland did not use the FRED Mark in

comrerce directly in XXXX *

° Admt that Borland did not use the FRED Mark in
commerce through a licensee in XXXX

° Admt that Borland did not exercise quality control
concerning the use of the FRED Mark in XXXX.
° Admt that Borland does not have any docunmentation in

its possession, custody, or control concerning the
exercise in XXXX of quality control concerning the use
of the FRED Marks.

4 XXXX refers to each year from 1991 through 2003.
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Petitioner argues that, because respondent did not serve
responses to the adm ssion requests, each adm ssion is

concl usively established and respondent did not use the mark FRED
in comrerce, either directly or through a licensee, during the
cal endar years 1991-2003. Additionally, petitioner contends
that, in view of the effectively admtted matter, respondent did
not exercise any quality control concerning any third party’ s use
of the mark during the cal endar years 1991-2003. Petitioner
contends that respondent has not used the mark for thirteen
years, thus establishing respondent’s abandonnent, and intent to
abandon, use of its mark. Petitioner alternatively noves to
conpel responses to its interrogatory and docunent requests in
the event the Board does not grant the sunmary judgnent notion.

Petitioner’s notion is acconpani ed by the declaration of its
attorney in support of the series of events recited in the
nmoti on; copies of the pleadings; copies of petitioner’s discovery
requests; and copies of correspondence between the parties’
att orneys.

I n response, respondent indicates that it has no objection
to the Board issuing an order conpelling discovery even though it
states that it does not believe petitioner has net the
requi renents for a notion to conpel. Respondent indicates that
it does not object to a resunption of discovery and further “..
poi nts out that Registrant has specifically offered to

voluntarily cancel the registration by agreenent w thout
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prejudice...but Petitioner has refused and insists on going
forward with the cancellation action.” Respondent argues that,

inits answer, it averred it “...has continued to use the mark
FRED, directly and/or through a licensee.”;® and that information
about the FRED software is available at waw. franmework.com ®
Respondent contends that its attorney further discussed this use
wWth petitioner’s attorney in January 2004, explaining that the
mark FRED “...was licensed to Sel ections & Functions (S&F) ...and
is in use pursuant to that license”; and that respondent provided
petitioner with the website |inks concerning the use of the FRED
software again by email on Septenber 26, 2005. Respondent
contends that, after discovery was served, which included

i nqui ri es about assignnent of the mark, respondent explained to

petitioner “...that there has never been any ‘assignnent’ of FRED
or any other mark between Borland International, Inc., Inprise
Cor poration and Borl and Software Corporation (or Ashton-Tate
Corporation), and the various recordals were of certificates of

merger and chages of name..”’

® See paragraph no. 8 of repsondent’s answer.

® See paragraph D of respondent’s affirmative defenses in its answer.

" USPTO assi gnment records indicate that Ashton-Tate was the originally
naned regi strant. A nerger into Ashton-Tate Corporation was recorded
on April 13, 1987, at Reel 0558, Frane 0796; and a nerger with Borland
International, Inc. was recorded on April 15, 1992, at Reel 0859,
Frame 0796. After commencenent of this proceeding, a nerger and
change of nane to Inprise Corporation was recorded on Decenber 29,
2003, at Reel 2769, Frame 0873; and a nerger and change of nanme to
Borl and Software, Inc. was recorded on Decenber 29, 2003, at Reel

2769, Frame 0883. Petitioner served discovery requests seeking

i nformati on and materials concerning the transacti ons based on the
records of the USPTO s Assi gnnment Branch
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According to respondent, it did not serve responses to the
di scovery requests because such “...responses woul d have been
usel ess exercises in denials of the assertions which were based
inthe first instance of the incorrect reading of the PTO
[ assi gnments] records.” Respondent conplains that, despite its
efforts to show to petitioner that the mark FRED is still being
used, petitioner continues to maintain that the mark has been

abandoned, “...either because of sone defective assignnent, non-
use, or who knows what...” Respondent argues that petitioner has
not shown the absence of a genuine issue of material fact, but
has made an unsupported clai mthat respondent has abandoned
rights; that there is no allegation that the purported
abandonment was nmade wi thout an intention to resune; that there
is no time frame over which this abandonnent allegedly took

pl ace; that the clainmed abandonnent is based in part on “
petitioner’s notion that there were assignnents ...when in fact
the PTO assignnent records are clear that these are all nergers

and changes of nane..,” and that petitioner wongfully maintains
its position notw thstandi ng repeated evidence that the mark is
still in use.

Respondent’ s response i s acconpani ed by copies of enai
exchanges between the parties’ attorneys; and a copy of a rel ease

dated Cct. 2003 with a by-line “Framework & The FRED Conput er

Language Mai n Page.”
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In reply, petitioner’s attorney submts a declaration in
support of petitioner’s position that respondent has not raised a
genui ne issue of material fact by way of its “evidence,” which is
unat henticated. Petitioner points out that, expressly pursuant
to Fed. R Cv. P. 56(e), respondent “...may not rest upon the
mere allegations or denials of [its] pleadings..” Thus,
respondent’s argunents with respect to the avernents in its
answer do not raise a genuine issue of material fact. Petitioner
argues that respondent’s Septenber 26, 2005 email actually
confirnms that respondent abandoned the mark insofar as it states
that “...the mark is being used by Selections & Functions under an
old Iicense” and that “S&F has sonme comon |aw rights and we

don’'t want to prejudice themin anyway...” Petitioner argues that
this unsworn statenent is not adm ssible concerning the truth of
the statenent, but is adm ssible as a party-adm ssion that
respondent abandoned the mark becase S&F coul d not obtain common
law rights if it were using the mark as a licensee. |n addition,
petitioner asserts that the copy of the Cctober 2003 rel ease,
purportedly from S& s I nternet pages and submtted by
respondent, is not introduced properly and is not supported by
evi dence of an actual license. |[If such a license existed,
petitioner contends that respondent woul d, and shoul d, have
produced it and introduced it. Petitioner enphasizes that its

summary judgnent notion is based on respondent’s adm ssions of

nonuse because of respondent’s failure to respond to petitioner’s
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adm ssi ons requests, which results in the matter of such requests
being admtted. Consequently, respondent’s argunents that
petitioner’s summary judgnent is based on other factors, such as
petitioner’s “opinions or [ny] pre-filing searches” or “...the
m st aken notion that there were assignnents..” are incorrect.
Petitioner argues that respondent’s position that responding to
petitioner’s discovery requests woul d have been a “usel ess
exercise in denials of assertions which were in the first
i nstance based on an incorrect reading of the PTO records”
subst anti ates respondent’ s abandonnent because the requests posed
no difficulty if respondent was still using or licensing use of
the mark FRED. Finally, petitioner argues that respondent is
del ayi ng the proceedi ng because it proposed, on April 16, 2004, a
settlenment whereby it would anend its identification of goods,
anong ot her itens, but never delivered a proposed settl enent
agr eenment . 8

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issues of
material fact and that it is entitled to judgnent as a nmatter of
law. See Fed. R Civ. P. 56(c). A genuine issue with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the

non-novi ng party. See Opryland USA Inc. v. Geat Anerican Misic

8 Petitioner’s notion for sunmary judgnent was filed over eighteen
nmonths after the initial proposal.
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Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992). Thus,
all doubts as to whether any factual issues are genuinely in

di spute nust be resol ved agai nst the noving party and al

i nferences nust be viewed in the Iight nost favorable to the non-
nmoving party. See O de Tynme Foods Inc. v. Roundy’s, Inc., 961
F.2d 200, 22 USPQ2d 1542 (Fed. Cr. 1992).

As a prelimnary matter, petitioner’s contentions with
respect to respondent’s evidence are well-taken. Wile the types
of evidence in support of, or opposition to, a sunmary j udgnment
nmotion may include the pleadings, a responding party may not rest
merely upon the allegations or denials of its pleadings, but nust
set forth specific facts, by way of affidavit or as otherw se
provided by Fed. R CGv. P. 56, showi ng there exists a genuine
i ssue of material fact for trial. See Fed. R Cv. P. 56(c) and
(e). Thus, respondent’s avernents in its answer and affirmative
defenses that the FRED mark is still in use are insufficient
al one to establish the existence of a genuine issue of nmateri al
fact. In addition, the release dated “Oct. 2003” was not
properly introduced into the record. To the extent it is an
Internet printout (which is entirely unclear), such evidence nust
be introduced by affidavit or declaration because it is not self-
aut henticating. See Raccioppi v. Apogee, Inc., 47 USPQ2d 1368
(TTAB 1998); and TBMP 8528.05(e) (2d ed. rev. 2004). To the
extent the release is fromrespondent’s busi ness records, or the

busi ness records of a third party, it nust be introduced by



Cancel | ati on No. 92042644

affidavit or declaration. See Fed. R GCv. P. 56(c) and (e); and
TBMP 8528. 05(b) (2d ed. rev. 2004). Simlarly, the emai
correspondence between the parties submtted by respondent nust
be introduced by affidavit or declaration. Nonetheless, even if
the Board were to consider respondent’s evidence, the disposition
rendered herein remai ns unchanged, as discussed in nore detai
[ater in this decision.

Petitioner has nade it clear that its summary judgnent
nmotion is based on respondent’s failure to respond to
petitioner’s adm ssions requests. |nasmuch as respondent never
responded to petitioner’s requests for adm ssions, the requests
are deened admtted. See Fed. R Civ. P. 6(b) and 36(a). See
al so Hobie Designs Inc. v. Fred Hayman Beverly Hills Inc., 14
USPQ2d 2064 (TTAB 1990)(if a party upon whom requests for
adm ssi on have been served fails to tinely respond thereto, the
requests will stand admtted unless the party is able to show
that its failure to tinely respond was the result of excusable
negl ect; or unless a notion to withdraw or anmend the adm ssions
is filed pursuant to Fed. R Gv. P. 36(b), and granted by the
Board) .

Respondent has not noved to withdraw or anmend the effective
adm ssions. Instead, it indicates its belief that its tinme would
have been wasted in respondi ng because of petitioner’s “errors in
interpretation” with respect to the recorded nergers and changes

of nanme. Upon review ng the adm ssions requests, the Board

10
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di sagrees that there is any anbiguity concerning the nergers and
changes of nanes that woul d have prevented respondent from
answering the adm ssions requests, particularly those requests
specifically relied upon now by petitioner in supporting its
motion for summary judgnent. Thus, respondent has not nade a
show ng of excusable neglect as to why it did not serve responses
to the adm ssion requests.

Section 45 of the Trademark Act, 15 U . S. C. Section 1127,
provides that a mark is abandoned when "its use has been
di scontinued wwth intent not to resune such use. Intent not to
resune may be inferred fromcircunstances. Nonuse for 3
consecutive years shall be prima facie evidence of abandonnent.™
In order to prevail on a claimfor cancellation on the ground of
abandonnent, a party nust allege and prove, in addition to its
st andi ng, abandonnent of the mark as the result of nonuse or
ot her conduct by the registrant. See Lipton Industries, Inc. v.
Ral ston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982).

Turning briefly, therefore, to petitioner’s standing,
because petitioner has shown that it is the owner of application
Serial No. 76378540 for the mark FRED whi ch has been refused
regi stration under Section 2(d) of the Trademark Act in |ight of

respondent’s registration for the mark FRED, petitioner has

11
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established its standing.® See Linville v. Rivard, 41 USPQd
1731, 1734 (TTAB 1996).

Wth respect to abandonnent, once a prina facie case of
abandonnent has been nmade, the burden shifts to the respondent to
show either: (1) evidence to disprove the underlying fact
triggering the presunption of three years nonuse or (2) evidence
of an intent to resune use to disprove the presuned fact of no
intent to resune use. See Trademark Act 45, 15 U S.C Section
1127; I nperial Tobacco Ltd. v. Philip Murris Inc., 899 F.2d 1575,
14 USPQ2d 1390 (Fed. Cir. 1990); see generally 2 J. Thonas
McCart hy, McCarthy on Trademarks and Unfair Conpetition, 17:21
[6] (4th ed. 2006) citing Cerveceria Cenrroanericana S. A V.
Cerveceria. India Inc., 892 F.2d 1021, 13 USP@d 1307 (Fed. Gr
1989). In order to establish an intent to resune use, the
respondent nust put forth evidence with respect to either
specific activities engaged in during the period of nonuse or
speci al circunstances whi ch excuse nonuse.

Wth respect to petitioner’s abandonnent claim in view of
the effective adm ssions, and the statutory presunption,
petitioner has nmade a prima facie case of abandonnent.
Consequently, in this sumary judgnent notion, the issue before
the Board is whether respondent has put forth sufficient evidence

to at least raise a genuine issue of material fact as to either

® See paragraph nos. 1-6 of the declaration of petitioner’s attorney
supporting petitioner’s notion for sunmary judgnent.

12
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1) disprove the underlying fact triggering the presunption of
three years nonuse (e.g., that excusabl e nonuse exists or that
respondent is indeed using the marks) or 2) its intent to resune
use of the involved mark. See Fed. R GCv. P. 56(c). Even if
the Board were to consider respondent’s subm ssions in |ight of
the effective adm ssions, respondent has not put forth sufficient
evidence to raise a genuine issue of material fact as to its
intent to resune use of the mark FRED

Petitioner’s adm ssion requests inquired into respondent’s
direct use, use through a licensee, and exercise of quality
control sequentially for each year from 1991 to 2003, a period of
thirteen years.!® Respondent’s correspondence (submitted by
respondent) repeatedly indicates its willingness to surrender its
regi stration, |lending additional support for the effective
adm ssi ons regardi ng abandonnent and shedding |ight on
respondent’s intent. Respondent’s Septenber 26, 2005 enai

states it “...will voluntarily cancel FRED Reqg. # 1423654, if
[petitioner] will agree to dism ssal of the cancellation w thout
prejudice,” and indicates that S& is using the mark “under an
old license.” Respondent’s Septenber 22, 2005 enmail al so
expresses its willingness to surrender its registration: *“I

think Borland may just voluntarily cancel its FRED Reg. ...”

Here, respondent’s willingness to surrender the registration is

0 petitioner’s definition of respondent included each of respondent’s
pre-nerger and nane change desi gnations as shown in the assi gnnment
records. Thus, there exists no anbiguity concerning the requests.

13
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evi dent, although the existence of any current licensing is not.
If a current licensing agreenent is in effect, it was iIncunbent
upon respondent to properly introduce it or its existence into
the record so as to create a genuine issue of material fact for
trial. The rel ease sheet submtted by respondent, attributed to
S&F, makes no nention of a license or respondent.

Accordingly, in view of the effective adm ssions and the
statutory presunption, no genuine issue of material fact exists
Wth respect to petitioner’s abandonnent claim Petitioner’s
motion for sunmmary judgnent is therefore granted and respondent’s
Regi stration No. 1423654 will be cancelled in due course.!!

gesece;

1 petitioner’s alternative notion to conpel discovery responses is
t hus deenmed noot .
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