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By the Board:

This case cones up on respondent’s notion for sumrary
judgment.! As a prelimnary matter, the Board nust decide
whet her petitioner has standing to seek cancell ation of
respondent’s registration for a mark conprising a
configuration of goods following the petitioner’s witten
agreenent, nmade in settlenent of litigation with respondent,

not to use a confusingly simlar configuration.

L Petitioner’s consented notion to extend until Cctober 4,

2004 its tinme to respond to respondent’s notion for sumrary
judgnent is granted. The Board notes that petitioner’s response
was filed October 21, 2004. |Insofar as respondent has filed no
objection to petitioner’'s late response, the late response w |l
be consi dered.

Petitioner’s notion to anmend its response to the notion for
summary judgnent by supplying a substitute affidavit by Robert
Vosl oh with information regarding current ownership of petitioner
was not contested by respondent and is also granted. See
Trademark Rule 2.127(a).
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The Cancel | ati on Proceedi ng

Agri-Pro Enterprises of lowa, Inc. (hereafter, Agri-
Pro) has petitioned to cancel Dosatron International’s
(hereafter, Dosatron) registration? for the mark descri bed
therein as “the three di nensional design for the housing for
the i nner workings of livestock nedicators” for “apparatus
and instrunents for delivering or controlling neasured
quantities of liquid or soluble solutions; proportional
injectors and nedi cators” on the grounds of functionality
and fraudul ent procurenent.?

Inits petition, Agri-Pro alleges that Dosatron’s mark
enbodi es a design that is dictated by the function of the
medi cator; that Dosatron filed a trademark application with
the U S. Patent and Trademark O fice (“the Ofice”) for its
medi cat or configuration; that the Ofice refused

registration on the basis that the configuration conprising

2 Regi stration No. 2136600, issued February 17, 1998 under
Trademark Act Section 2(f), Section 8 affidavit accepted and
Section 15 affidavit acknow edged.

U.S. Patent and Trademark O fice Assignnent Branch records
indicate that on April 12, 2002 the registration was assi gned
fromDSA, S. A to respondent (Reel 2666, Frame 0061).

3 Agri-Pro’s notion to anmend the petition to cancel to add a
claimthat Dosatron engaged in “vexatious litigation” by filing
the trademark application which resulted in Registration No.
2136600 is denied. Agri-Pro is advised that “vexatious
litigation” may be a basis for an award of attorneys’ fees and
costs in federal court, but the Board does not award attorneys
fees or costs [ TBMP 8502.05 (2nd ed. rev. 2004)] and the "valid
ground" for canceling a registration that nust be all eged and
ultinmately proved nmust be a "statutory ground which negates the
[registrant’s] right to the subject registration.” Young v. AGB
Corp., 152 F.3d 1377, 1381, 47 USPQd 1752, 1754 (Fed. Cir.
1998).
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the mark is functional, not distinctive, and does not
function as a trademark; that Dosatron filed a response with
declarations alleging that its “flat top” trade dress was
unique in the industry and that conpetitors’ nedicators do
not resenble Dosatron’s nedi cator; that these declarations
were filed “at the sane tinme that a law suit filed by

[ Dosatron] was pending alleging that [Agri-Pro] was

manuf acturing and selling a nedi cator which was confusingly
simlar to [Dosatron’s]”; that Dosatron’s district court
suit “alleged that [Agri-Pro’s] nedicator infringed the
trade dress in [Dosatron’s] registration”; that Dosatron
knew of Agri-Pro’s nedi cator when Dosatron falsely clained
that it knew of no other nedicators with a sim/lar design;
that Agri-Pro is selling a new y-desi gned nedi cator which
Dosatron “once again” claims infringes on its mark;* that
Agri-Pro’s’s nedicator “is as different in appearance from
Regi strant’s Mark as it can be w thout adversely affecting
the function of its product”; that “Registrant is
illegitimately attenpting to use its Mark to prevent fair
conpetition in the nedicator field;” that “to the extent
that there are any simlarities between Petitioner’s product

and the Registrant’s Mark, those simlarities are dictated

4 Dosatron has filed a notion in U S. District Court to

enforce the settlenent agreement. See Agri-Pro’'s Petition, {13,
Dosatron’s Answer, 9113.



Cancellation No. 92043411

by function”; and that Dosatron’s registration should be
cancel | ed.

Dosatron International has filed an answer denying the
salient allegations of the petition to cancel and asserting
the affirmati ve defenses that the claimof functionality was
barred by the earlier district court litigation between the
parties; and that the claimof fraud was barred by
petitioner’s intentional copying of respondent’s
configuration, which copying Dosatron all eges was adm tted
inthe district court litigation and resulted in the
settlenent agreenent. At the sane tinme, Dosatron filed a
motion for summary judgnent on its affirmative defenses,?®
and subm tted copies of the pleadings which initiated the
civil action action between these parties in the United
States District Court for the Mddle District of Florida,
Tanpa Division, and the stipul ated order which di sm ssed

that civil action.

The District Court Action

On or about June 18, 1996, joint plaintiffs Dosatron
International, S.A, D.S.A, S A, and Dosatron
International, Inc., filed a conplaint in the United States

District Court for the Mddle District of Florida, Tanpa

° On Septenber 21, 2004, the Board granted Dosatron’s notion
to amend its notion for summary judgment, originally filed only
on the issue of functionality, to add the issue of fraud.
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Division, alleging, inter alia, federal trademark
i nfringenment by Agri-Pro Enterprises of lowa, Inc.
(petitioner herein), and Robert Vosl oh, president and owner,
with his children, of petitioner (i.e., Agri-Pro). Dosatron
International, S.A, D.S.A, S A, and Dosatron
International, Inc. v. Agri-Pro Enterprises of lowa, Inc.
and Robert Vosloh, 96-1199-ClV-T-23B.°

Specifically, the conplaint alleges that since 1974
plaintiff DDS.A, S.A manufactured and sold in Europe an
“apparatus for delivery of controlled quantities of |iquid
or soluble solutions,” also known as a nedicator, in a
“uni que, distinctive and non-functional shape and trade
dress” including “a housing wwth a flat top, the | ocation
and placenent of an identifying letter mark in an outline
applied to the central body of the unit, and an instruction
sheet applied imedi ately bel ow the trademark”; that since
1979 the nedi cators have been sold and pronoted in the

United States; that from 1979 to 1992 defendants were

6 While there is a discrepancy between “DSA, SOCH ETE ANONYME, ”
the registrant when the district court action was filed, and the
joint plaintiffs, there is no dispute that the sane entity is

i nvolved. The district court conplaint alleges that D. S A,
S.A., a French joint stock conpany, manufactured and sold the
medi cators in Europe (Conplaint, 1, 18); that Dosatron
International, Inc., a Florida corporation, was the exclusive
U.S. sales and service affiliate of DS.A., S.A (Conplaint, 12);
and that both entities are subsidiaries substantially owned and
fully controlled by Dosatron International, S. A (Conplaint, 12).
Agri-Pro describes the district court action as “a lawsuit filed
by DSA and its rel ated conpani es” (Petition to Cancel, 99).
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exclusive U S. distributors for plaintiffs; that about Apri
5, 1996 defendants were offering for sale a nedicator copied
fromplaintiffs’ nedicator; and that such conduct, inter
alia, infringed plaintiffs trademark. Defendants’ anended
answer asserted the affirmative defenses that the trade
dress of plaintiffs’ nedicator was functional, non-

di stinctive, and possessed no secondary neani ng; and that
def endants had not copied any protectable feature of
plaintiffs’ medicator. On March 28, 1997, the district
court granted the parties’ joint notion for entry of a
stipul ated order, approved the stipulation of settlenent
between the parties, and di sm ssed the case.

The Settl enent Agreenent

The si x-paragraph “Stipulation of Settlenment” attached
to the district court’s order addresses defendants’
obligation to cease use of a nedicator configuration
confusingly simlar to plaintiffs’s nmedicator (as set forth
in Y1 below), defendants’ manufacture of replacenent parts,
the dism ssal of the district court action, the rel ease of
all clains arising fromthe subject matter of the
litigation, the annexation of the agreenent to the court
order, and the construction of the agreenent under the | aws
of Fl orida:

1. Defendants, for thenselves as well
as their respective officers,

agents, successors, sharehol ders,
assigns and all persons in active
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concert and participation with them
agree to cease and desist fromthe
manuf acture, distribution or sale of
any medi cator apparatus confusingly
simlar in appearance to Plaintiffs’
medi cat or apparatus as hereinafter
depi ct ed.

The configurations involved in the cancell ation proceedi ng

are set forth bel ow

Dosatron’s Agri-Pro’s new y- Dosatron’s
medi cat or desi gned nedi cat or’ Regi strati on No.
(settl enent 2136600

agreenent)

Di scussi on

The purpose of sunmmary judgnment is one of judicial
econony, that is, to save the tine and expense of a trial

where no genui ne issue of material fact remains and nore

! Agri-Pro’ s nedicator, known as the ProDose Il, is depicted
in an advertisenment subnitted as an exhibit to Dosatron’s Motion
for Summary Judgnent, filed July 29, 2004. Agri-Pro refers to
the sanme exhibit in describing the appearance of its new

medi cator. See Agri-Pro’'s Opposition to Dosatron’s Mtion for
Summary Judgnent, filed October 21, 2004, p. 6.
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evidence than is already available in connection with the
summary judgnent notion could not reasonably be expected to
change the result. Pure Gold, Inc. v. Syntex (U S A),
Inc., 739 F.2d 624, 222 USPQ 741 (Fed. Cir. 1984). Sunmary
judgnment nmay be entered “after adequate tinme for discovery
and upon notion, against a party who fails to nmake a show ng
sufficient to establish the existence of an el enent
essential to the party's case, and on which the party wll
bear the burden of proof at trial.” Celotex Corp. v.
Catrett, 477 U.S. 317, 322, 106 S.C. 2548, 91 L.Ed. 2d 265
(1986) .

For a petitioner to prevail in a cancellation
proceeding, it is incunbent upon that party to show that (1)
it possesses standing to challenge the continued presence on
the register of the subject registration and (2) there is a
valid ground why the registrant is not entitled under lawto
mai ntain the registration. Young v. AGB Corp., 152 F.3d
1377, 1379, 47 USPQRd 1752, 1754 (Fed. Gir. 1998): Lipton
| ndustries, Inc. v. Ralston Purina Co., 670 F.2d 1024, 1026
213 USPQ 185, 187 (Fed. Gr. 1982). Thus, standing is a
“threshol d” issue which nust be addressed by the Board,
whet her or not it has been raised by the parties. Lipton
| ndustries, Inc. v. Ralston Purina Co., supra, at 1028. See
Ritchie v. Sinpson, 170 F.3d 1092, 1093-1094, 50 USPQd

1023, 1024 (Fed. G r. 1999) (“The question in this case is
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not whether the marks ...constitute imoral or scandal ous
matter, thus precluding their registration under the |aw
Rat her, the issue is the narrower one of whether [plaintiff]
is entitled to cone before the Board and raise that
guestion”); Mentor H'S, Inc. v. Mdical Device Alliance,
Inc., 240 F.3d 1016, 1018-19, 57 USPQ2d 1819, 1821 (Fed.
Cr. 2001) (“the issue of whether an exclusive |licensee
[lacks standing] is jurisdictional and, therefore, is not
wai ved by a party's failure to raise the issue in the
district court”). If the plaintiff is unable to establish
its standing to bring its clains, the Board need not reach
the nerits of the case, but may enter judgnent for the
defendant. Celotex Corp. v. Catrett, supra, at 326
(“[Clourts are widely acknow edged to possess the power to
enter summary judgnents sua sponte, so long as the |osing
party was on notice that she had to cone forward with all of
her evi dence”).

Trademar k Act Section 14 provides, in relevant part,
that "[a] petition to cancel a registration of a mark
stating the grounds relied upon, may...be filed...by any
person who believes that he is or will be damaged...by the
registration of a mark on the principal register..." As the
Board’'s primary review ng court has observed: "The purpose
of requiring allegations that denonstrate standing is to

precl ude neddl esone parties frominstituting proceedi ngs as
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sel f-appoi nted guardi ans of the purity of the Register.
However, a party who denonstrates a real interest in the
proceedi ng has standing to litigate even though ultimtely
its allegation that he is or will be danmaged is refuted.”
Li pton Industries, Inc. v. Ralston Purina Co., supra, at
1027 (citations omtted).

There is no question that Agri-Pro had standing prior
to settlenment of the district court litigation, when it and
Dosatron sold simlar nedicators. “Assertion of a
conpetitive need to use the subject matter of the mark is
sufficient to allege the necessary “real interest” in the
proceedi ng. See Sai nt-CGobain Abrasives, Inc. v. Unova
| ndustrial Automation Systens, Inc., 66 USPQd 1355, 1357
(TTAB 2003) (“plaintiff has alleged the interest necessary
to bring these proceedings by asserting its conpetitive uses
of stripes and bands in various colors including the colors
yel | ow and bl ue on abrasive wheels and disks”); M5 Steel
Mg. Inc. v. OHagin' s Inc., 61 USPQ2d 1086, 1094 (TTAB
2001) (“opposer, a conpetitor of applicant in the roof vent
busi ness, has standing to oppose applicant's attenpt to
regi ster these marks for roof vents.”).

The question is whether Agri-Pro continues to have
standing after settlenent of the district court litigation.
Agri-Pro’s petition to cancel (which makes no nention of the

settlenment agreenent) alleges no interest in this proceeding

10
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other than its interest, as a conpetitor of Dosatron selling
simlar nedicators, in using the subject matter of
Dosatron’s mark. As set forth above, Agri-Pro alleges that
its claimof damage is based on Dosatron’s claimthat Agri-
Pro’s “newly designed’” nedicator infringes Dosatron’s

medi cat or configuration mark; that Dosatron’s nedi cator

configuration mark “enbodi es a design that is dictated by

the function of the nedicator;” and that Dosatron “is
illegitimately attenpting to use its Mark to prevent fair
conpetition in the nedicator field.” Agri-Pro does not

di spute that there are simlarities between its newy

desi gned nedi cator and Dosatron’s nedicator; in fact, to the
contrary, Agri-Pro contends that “to the extent that there
are any simlarities ...those simlarities are dictated by
function”; and that Agri-Pro’s nedicator “is as different in
appearance from Registrant’s Mark as it can be w thout
adversely affecting the function of its product.”

By the terns of the settlenent agreenent which was
approved by the district court, Agri-Pro agreed “to cease
and desist fromthe manufacture, distribution or sale of any
medi cat or apparatus confusingly simlar in appearance to
Plaintiffs nedicator apparatus.” Because the issue affects
Agri-Pro’s standing, the Board has jurisdiction to decide

whet her, under the settlenent agreenent between the parties

and the district court order, Agri-Pro is contractually

11
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barred fromusing a configuration confusingly simlar to
Dosatron’s configuration. Kinberly-Cark Corp. v. Fort
Howard Paper Co., 772 F.2d 860, 863, 227 USPQ 36, 38 (Fed.
Cir. 1985). The Board may consider “the agreenent, its
construction, or its validity if necessary to decide the

i ssues properly before [the Board].” See M5 Steel Mg.
Inc. v. OHagin' s Inc., supra, at 1094; quoting Selva &
Sons, Inc. v. N na Footwear, Inc., 705 F.2d 1316, 1324, 217
USPQ 641, 647 (Fed. Cr. 1983). Accord, 2 J. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, §18:82 (4'"

ed. 2004) (“Many consent agreenents al so enbody a prom se
not to use a trademark in a certain format or on a certain
Iine of goods. Such agreenents are routinely upheld and
enforced.”).

The interpretation of the settlenent agreenent is
governed by Florida contract |aw, under which the
interpretation of the agreenent is a question of |aw for the
court, and "words ... are to be given their plain and
ordinary nmeaning." Schwartz v. Florida Bd. of Regents, 807
F.2d 901, 905 (1ith G r. 1987); Somerset Pharnmaceuti cal s,
Inc. Qunster, Yoakley, Valdes-Fauli & Stewart v. Kinball, 49
F. Supp.2d 1335 (MD. Fla. 1999). Here, we find that the
ordi nary neani ng of the settlenent agreenent established the
terms by which the parties no |l onger use the sane or simlar

medi cat or configurations, with the result that Agri-Pro

12



Cancellation No. 92043411

obtai ned a rel ease of Dosatron’s clains for damages caused
by Agri-Pro’s alleged infringenment of Dosatron’s nedicator
configuration; that Dosatron obtained Agri-Pro’ s agreenent
to cease use of a confusingly simlar nedicator; and that
both parties were released fromany clains arising from
Dosatron’s continued use of its nedicator configuration
depicted in the agreenent and the subject matter of the
district court action giving rise to the agreenent.

Clearly, Agri-Pro cannot maintain that it is entitled,
after entering into the settlenent agreenent, to use the
configuration depicted in Dosatron’s registration, or one
confusingly simlar thereto. Vaughn Russell Candy Co. v.
Cookies in BloomlInc., 47 USPQ2d 1635, 1638 (TTAB 1998).
There is no reservation of Agri-Pro’s right to nake,
distribute or sell a nedicator confusingly simlar in
appearance to Dosatron’s nedicator so long as the
confusingly simlar elenents are those el enents which Agri -
Pro all eges are functional. Such a construction would belie
the ordi nary neani ng of the agreenent.

W find that, as a matter of law, Agri-Pro is
prohibited by the plain terns of the settlenent agreenent
fromuse of “any nedi cator apparatus confusingly simlar in
appearance to Plaintiffs’ [Dosatron’ s] nedi cator apparatus.”
We enphasi ze that this order does not deci de whet her

Dosatron’s mark conprising the configuration is functional

13
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or was fraudulently obtained. This order is limted to the
finding that Agri-Pro may not bring these clains because its
earlier agreenent to cease use of a confusingly simlar
configuration renoves Agri-Pro’'s “real interest” in seeking
cancel l ation of Dosatron’s registration, and thus precl udes
Agri-Pro from having standing to challenge the
registrability of Dosatron’s mark.

I n conclusion, inasnmuch as Agri-Pro is barred by the
settl enent agreenent and the district court order from use
of a nedicator configuration confusingly simlar to
Dosatron’s nedi cator configuration, we find that there is no
genui ne issue of material fact as to Agri-Pro’ s |ack of
standing to bring a petition to cancel. Fed. R Cv. P
56(c).

Accordi ngly, Dosatron’s notion for summary judgnent is
granted; judgnent is entered against petitioner based on its

| ack of standing; and the petition to cancel is denied.

* k%
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