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By the Board:

Bugatti International S. A, a Luxenbourg corporation,
(“respondent”) registered the mark VEYRON i n standard
character formfor “vehicles, nanely autonobiles and
structural parts thereof” in International C ass 12 and
“ganmes and playthings, nanely toy nodel cars” in
International Class 28.! Trade Specialties, Inc.
(“petitioner”) seeks to cancel respondent’s registration on
several grounds.

Previously, petitioner opposed registration of
respondent's mark in Qpposition No. 91157373. However, the

Board, in a January 29, 2004 order, granted as conceded

! Registration No. 2829102, issued April 6, 2004, based on its
Benel ux Registration No. 0699547 under Trademark Act Section
44(e), 15 U.S.C. Section 1126(e), with a claimof priority under
Tradenmark Act Section 44(d), 15 U S.C. Section 1126(d), based on
its Benelux application Serial No. 0997455.
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respondent's notion (filed October 16, 2003) to dism ss the
opposition proceeding under Fed. R Gv. P. 12(b)(6) for
failure to state a clai mupon which relief can be granted.
See Trademark Rule 2.127(a). Petitioner did not request
that the Board reconsider such dism ssal and did not file an
appeal of the dismssal with the United States Court of
Appeal s for the Federal Circuit or a United States District
Court.? See Trademark Act Sections 21(a) and (b), 15 U.S.C.
Sections 1071(a) and (b); Trademark Rule 2.127(b) and 2. 145;
TBMP Sections 518 and 901 (2d ed. rev. 2004). Thereafter,
t he opposed application matured into the registration that
is the subject of this proceeding. On January 27, 2005,
petitioner filed a notion to vacate judgnent under Fed. R
Cv. P. 60(b) in the opposition proceedi ng, which the Board
denied in an April 9, 2005 deci sion.

This case now cones up for consideration of
respondent’s notion (filed October 15, 2004) for summary

judgnent in the above-captioned cancel |l ati on proceedi ng on

2 The Board, in a January 4, 2005 order in this proceeding, noted
that petitioner's brief in response raised issues with regard to
the dism ssal of Opposition No. 91157373 and that petitioner's
time to file a notion to vacate judgnment under Fed. R Cv. P
60(b) in the opposition proceeding had not |apsed. Accordingly,
the Board deferred consideration of respondent's notion for
sumary judgnment in this case until after petitioner's tinme to
file a notion to vacate judgnent in the opposition proceedi ng had
expired and the Board had issued a decision on such notion, if
fil ed.

On April 19, 2005, respondent filed a paper notifying the Board
of the denial of petitioner's Rule 60(b) notion in Qpposition No.
91157373 and asking that its notion for sunmary judgnent in this
proceedi ng be consi der ed.
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the ground of claimpreclusion, or res judicata, which
respondent filed in lieu of an answer. The notion has been
fully briefed.

I n support of that notion, respondent contends that
the petition to cancel herein tracks the allegations raised
in notice of opposition in Qpposition No. 91157373 |i ne-by-
line. Accordingly, respondent contends that the petition to
cancel shoul d be denied under principles of claim
precl usion, or res judicata.

I n opposition thereto, petitioner contends that the
petition to cancel contains substantial allegations that
were not alleged in the notice of opposition in Qpposition
No. 91157373; that the Board erred in dismssing with
prej udi ce Qpposition No. 91157373 because petitioner did not
recei ve respondent’s notion to dismss for failure to state
a claimupon which relief can be granted and thus coul d not
respond thereto; and that the parties are engaged in two
civil actions in the United States District Court for the
Southern District of Florida. Accordingly, petitioner asks
that the Board deny respondent's notion for summary
j udgnent .

Notwi t hst andi ng the parties' engagenent in two civil
actions in the United States District Court for the Southern

District of Florida, the Board, in its discretion, elects to
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deci de respondent’s notion for summary judgnent at this
time. See Trademark Rule 2.117(b); TBMP Section 510.02(a).

We note initially, with regard to petitioner's
allegation that it did not receive respondent’s notion to
dismss for failure to state a clai mupon which relief can
be granted and thus could not respond thereto, that the
Board, in the April 9, 2005 decision dismssing Opposition
No. 91157373, rejected that allegation, stating as foll ows:

[We do not find credible [petitioner’s]

all egation that it never received [respondent’ s]

conbi ned notion to extend and to dismss. In this

regard, we direct [petitioner's] attention to its

own notion for default judgnment [which it filed on

Oct ober 27, 2003 in the opposition proceeding],

wherein [petitioner] clearly referenced

[ respondent's] conbined notion as follows: “on

Cct ober 16'", 2003 [respondent] filed the

referenced notion for extension of tine and notion

to dismss falsely alleging that Plaintiff has

failed to state a claimfor which relief may be

granted.” ...[Petitioner] sinply did not respond to

both portions of [respondent’'s] conbined noti on.
We find that petitioner's allegation in this proceeding that
it did not receive the notion to dismss |lacks credibility
for the sane reason set forth in the April 9, 2005 deci sion
in Opposition No. 91157373. Moreover, this allegation is in
the nature of a request for reconsideration of a final
decision in a different proceeding and, as such, is not
rel evant.

In determ ning whether petitioner's clainms in the
above- captioned cancel |l ati on proceeding are barred by the

doctrine of claimpreclusion, or res judicata, our primry
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reviewing court, the United States Court of Appeals for the
Federal G rcuit, has stated that it is guided by the
analysis set forth in the Restatenent (Second) of Judgnents,
Section 24 (1982) in so determning. See Chromall oy
American Corp. v. Kenneth Gordon (New Orleans), Ltd., 736
F.2d 694, 222 USPQ 187 (Fed. Cir. 1984). Section 24 of the
Rest at enent descri bes the concept of a claimas foll ows:

(1) Wen a valid and final judgnent rendered in an

action extinguishes the plaintiff's claimpursuant

to the rules of nmerger or bar ... the claim

extingui shed includes all rights of the plaintiff

to renedi es agai nst the defendant with respect to

all or any part of the transaction, or series of

connected transactions, out of which the action

ar ose.

(2) What factual grouping constitutes a

"transaction", and what grouping constitutes a

"series", are to be determ ned pragmatically,

gi ving wei ght to such considerations as whet her

the facts are related in tine, space, origin or

notivation, whether they forma convenient trial

unit, and whether their treatnment as a unit

confornms to the parties' expectations or business

under st andi ng or usage.

The Board, in applying the Restatenent's anal ysis, has
stated that such application "requires a prior final
judgnment on the nerits by a court or other tribunal of
conpetent jurisdiction; identity of the parties or those in
privity wwth the parties; and a subsequent action based on
the sane clains that were raised, or could have been rai sed,
in the prior action.”" Polaroid Corp. v. C & E Vision
Services Inc., 52 USPQd 1954, 1957 (TTAB 1999). A

di sm ssal under Fed. R Cv. P. 12(b)(6) operates as a
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judgnment on the nerits. See Federated Departnent Stores,
Inc. v. Mditie, 452 U S. 394, 399 n.3 (1981); Fed. R G v.
P. 41(b).

After reviewi ng the notice of opposition in Qpposition
No. 91157373 and the petition to cancel herein, we find that
the doctrine of claimpreclusion, or res judicata, is
applicable in this proceeding. A final judgnent on the
merits was issued in the opposition proceeding in the
January 29, 2004 order dism ssing the opposition with
prejudice. Further, the sanme parties have been involved in
the respective proceedi ngs.

In addition, though worded slightly differently and set
forth in a sonewhat different order, the petition to cance
herein sets forth essentially the sane clains that were
raised in the notice of opposition in Opposition No.
91157373 and clainms that could have been raised therein. A
review of the notice of opposition in Opposition No.
91157373 and the petition to cancel herein indicates that,
in both pleadings, petitioner has attenpted to set forth the
foll ow ng grounds for opposition to, or cancellation of,
respondent’s VEYRON mark: (1) that respondent’s underlying
application for the VEYRON mark is fraudul ent (petition
paragraphs 3, 4, 6, 9 and 16; opposition paragraphs 5 and

9); (2) that respondent is not known as the source for the
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VEYRON nark (petition paragraph 5; opposition paragraph 4);3
(3) that respondent does not own the VEYRON mark (petition
par agraph 6; opposition paragraphs 5 and 15); (4) that the
VEYRON mark is primarily nmerely a surnanme (petition

par agraph 8; opposition paragraph 8); (5) that respondent
has made no bona fide use of any of its marks in conmerce
(petition paragraphs 3, 4, 12 and 16; opposition paragraphs
11 and 12):* (6) that registrant's alleged participation in
mari ne events constitutes trademark infringenment and unfair
conpetition (petition paragraphs 13 and 14; opposition
paragraph 14);° and (7) that denial or cancellation of
respondent’s registration is appropriate under Trademark Act
Section 2(d) because the mark VEYRON is allegedly "weak and

ordi nary" (petition paragraph 17; opposition paragraph 19).°

® This allegation is not a basis for denial or cancellation of a
regi stration.

* This proceeding is concerned solely with the registrability of
respondent's mark VEYRON in standard character formfor
“vehi cl es, nanely autonobiles and structural parts thereof” and
“ganes and pl aythings, nanely toy nodel cars.” The
registrability of respondent's other marks is not at issue in

t hi s proceedi ng.

° The Board is enpowered only to deternine the right to register;
guestions of trademark infringenent and unfair conpetition are
outside of its jurisdiction. See Paranmpbunt Pictures Corp. V.
Wiite, 31 USPQd 1768, 1771 n.5 (TTAB 1994); TBMP Section 102.01
(2d ed. rev. 2004).

® This allegation is not a basis for denial of a registration
under Section 2(d). Rather, a Section 2(d) claimrequires a
pl eading that (1) defendant’s mark, as applied to its goods or
services, so resenbles plaintiff's mark or trade nane as to be
likely to cause confusion, mstake, or deception; and (2)
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Accordingly, petitioner is not entitled to relitigate those
claims.” To the extent that the clains raised in the
petition to cancel herein differ fromthose set forth in the
noti ce of opposition in Qpposition No. 91157373, there is
nothing in the record to suggest that they could not have
been raised in the notice of opposition.

In view thereof, petitioner’s notion for summary
j udgnment on the ground of claimpreclusion, or res judicata,
is hereby granted. The petition to cancel is denied with
prejudi ce, and judgnent in respondent's favor is hereby

ent er ed.

priority of use. See King Candy Co., Inc. v. Eunice King's
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 ( CCPA 1974).

’” Moreover, we note petitioner's request in paragraph 16 of the
petition to cancel that the Board investigate "all of
[respondent’'s] marks in all [c]lasses for fraud, |ack of use in
conmerce as required by law and to CANCEL [sic] all such marks
with prejudice ...[and] to stop the further registration of any
mar ks of [respondent] before it can prove use in commerce."” The
Board is not authorized to so investigate and cannot, sua sponte,
commence cancel |l ati on proceedi ngs. See Trademark Act Sections 14
and 24, 15 U. S.C. Sections 1064 and 1092; TBMP Sections 102.01
and 303 (2d ed. rev. 2004). Further, pursuant to various
treaties and international agreenents, foreign entities, such as
respondent, may receive United States trademark registrations
prior to their having shown use of their applied-for marks in
commerce, so long as they conply with the requirenments of
Tradenmark Act Sections 44 or 66, 15 U S.C. Sections 1126 or
1141f; TMEP Chapter 1000 (4th ed. 2005).



