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By the Board:
Petitioner seeks to cancel three of respondent’s registered

mar ks. Those marks are:

for “providing 'l ease to own' prograns to individuals to

encour age home ownership”; ! NATI ONAL HOVE BUYERS ASSI STANCE f or
“financial services, nanely, |ease-to-own | oan services to create
af f ordabl e hone ownership opportunities for prospective hone

buyers; financial consultation services in connection with

! Registration No. 2758418, issued Septenber 2, 2003, claimng use and
use in commerce since January 30, 2001.
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prospective home ownership, nanely, providing information to
prospective honme buyers concerning | ease-to-own hone | oan
prograns”;? and NHBA for “providing 'lease to own' programs to
i ndi vidual s to encourage home ownership.”?3

As grounds for the cancellation, petitioner alleges that
respondent’s mark, when used in connection with the recited
services, so resenbles petitioner’s previously used narks as to
be likely to cause confusion, mstake or to deceive. Petitioner
identifies its marks as NATI ONAL HOVE BUYERS ALLI ANCE, NHBA, and
NHBA and house design, all for “professional services, nanely
provi di ng nortgage services, including ‘|l ease-to-own’ services,
real estate services and credit repair services.” Petitioner’s

NHBA and design mark is:*

Petitioner further alleges that its use has been continuous since
at least as early as 1997, long prior to either the filing dates
of respondent’s applications which matured into the subject

registrations or the date of clained first use by respondent.

2 Regi stration No. 2760486, issued Septenber 2, 2003 on the

Suppl ement al Regi ster, claimng use and use in comerce since January
30, 2001.

3 Registration No. 2758421, issued Septenber 2, 2003, clainming use and
use in commerce since January 30, 2001

* Copied frompetitioner’s subnissions.
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In its answer, respondent denies the salient allegations of
the petition to cancel and asserts several affirmative defenses.

This case now cones up on petitioner’s fully-brief notion
for summary judgnent, filed Septenber 2, 2005; and respondent’s
nmotion, filed October 7, 2005 with its response to petitioner’s
nmotion for summary judgnent, for leave to anend its answer to
include an affirmati ve defense of abandonnent.

In support of its notion for summary judgnent, petitioner
argues that it has priority of use of its marks, having used the
mar ks NATI ONAL HOMVE BUYERS ALLI ANCE and NHBA in commerce since at
| east 1997, and havi ng used the mark NHBA and desi gn since at
| east 1999, while respondent did not use any of its marks until
January 2001. Petitioner argues that the parties’ respective
acronym and design marks are identical and the parties’
respective word marks are identical but for the |ast word
“assistance” in the place of “alliance”; that the parties’
proffered services are the sane; and that the marks travel in the
sane channels of trade. Petitioner argues that it has standing
in this proceedi ng because it has a direct commercial interest
having offered its own “l ease-to-own” or “rent-to-own” and hone
nort gage services since at |east 1997 under its marks.

Petitioner’s notion is acconpani ed by nunerous exhibits.
They i nclude respondent’s responses to petitioner’s first request
for adm ssions offered to show that respondent admts that it did

not use its marks in comrerce prior to January 2001 (adm ssion
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nos. 1-3); and the declaration of petitioner’s president, Jeff
Lyon, introducing various subm ssions. M. Lyon states that he
has been the principal owner and operator of petitioner since
1997; that, since 1997, petitioner has been offering “hone
ownership ‘rent-to-own’ prograns including nortgage assi stance
and financial planning services” under its marks; and that, since
Oct ober 20, 1997 under the marks NATI ONAL HOVE BUYERS ALLI ANCE
and NHBA, and since Cctober 1, 1999 under the mark NHBA and

design, continuing to the present, petitioner has offerd “sub
standard” nortgage financing options including “rent-to-own”

nort agage financing services and nortgage credit eval uation
services. M. Lyon introduces nunerous letters to custoners in
several states and ot her documents, such as one entitled “Student
Enrol I ment and Assi stance Agreenent” and one entitled “dient
Services Agreenent,” dated between 1997 through 2001, and then
again for 2004, show ng use of petitioner’s marks for its hone

ownership program® M. Lyon also introduces exanples of printed

advertising which include: the G eensheet, January 5-11, 2000,

circulated in Dallas-Ft. Wirth, TX; the Georgia Marietta Daily

Journal, March 8, 2000; and the Thrifty N ckel, dated February

27, 2000. M. Lyon nakes specific statenents with respect to

numer ous ot her printed advertisenents (including the years 1998-

° The earliest letter submitted is dated Cctober 12, 1997, show ng use
of the marks NATI ONAL HOVE BUYERS ALLI ANCE and NHBA for petitioner’'s
hone ownership program It appears that the “Cient Services
Agreement” replaced the “Student Enroll nment and Assi stance Agreenent,”
which was used in earlier years.
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2004), and radio and tel evision adverti senents which occurred

bet ween 1998 and 2000 and then again in 2004. M. Lyon,
indicating that scripts are no |onger available for the radio
advertisenents and that video tapes are no |onger available for
the tel evision advertisenents, declares of his own know edge t hat
such advertisenents involved a reading of the marks NATI ONAL HOVE
BUYERS ALLI ANCE and NHBA in association with a description of the
of fered services. To support his electronic advertising
statenents and statenents concerning the printed advertisenents
for later years, including at |east 2004, M. Lyons introduces
hundreds of pages of billings for “air time” from nunerous radio
stations and from Media One Advertising Services (which placed
the tel evision conmmercials) show ng the specific dates and tines
such advertisenents were nmade and billings (in lieu of exanples)
for printed advertisenents in several publications.

Cont enporaneously with its response to petitioner’s notion
for summary judgnent, respondent noved to anend its answer to
include an affirmative def ense of abandonnent. Respondent argues
that its proposed affirmati ve defense is based on new i nformation
as presented by the exhibits acconpanying petitioner’s notion for
summary judgnent which indicated that petitioner abandoned
what ever prior rights it had in the marks.

In its summary judgnent reply brief, petitioner objects to
respondent’ s proposed anendnent to add abandonnent as an

affirmative defense to its answer. Petitioner’s objection is
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overrul ed i nasnmuch as petitioner addresses the unpl eaded defense
on its nerits and in the interest of judicial econony. In view

t hereof, respondent’s notion to add abandonnent as an affirnmative
defense is granted. See Fed. R Cv. P. 15(a).

In its substantive response to the summary judgnent noti on,
respondent argues that petitioner abandoned any rights it may
have had in the mark in the year 2000; and that repondent
legitimatel y adopted the marks subsequent to the abandonnent.
More particularly, respondent argues that petitioner’s activities
were enjoined by court order in 2000; that petitioner entered
into a consent judgnent enjoining it fromspecified activities
(to be discussed later in this order); that petitioner’s period
of non-use for three consecutive years is prima facie evidence of
such abandonnent; that respondent comrenced use of its marks in
2001; and that it is respondent which has priority in the marks.
Respondent argues that petitioner’s abandonnment is supported by
the dates in the evidence submtted by petitioner, and further
points out that the evidence of radio and tel evision adverti sing
does not include the content of such advertising; that the |ast
of any such advertisenents occurred in Decenber 2000, based on
the billing evidence submtted by petitioner; that, wth a single
exception dated March 6, 2001, all petitioner’s contract and

custoner correspondence docunents are dated in the year 2000 or
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earlier and then again in 2004;° that petitioner’s printed
advertisenments are dated no later than March 8, 2000; and that

i nvoi ces, where submitted in lieu of printed advertisenents, do
not show the actual printed advertisenent and, thus, cannot
establish content. It is respondent’s position that M. Lyon’s
af fidavit should be accorded no weight with respect to his
statenents concerning the content of any advertisenents for which
there are no printed copies, scripts or video tapes because he is
a biased witness; and that, at a mninum the absence of the
content of such advertisenents creates a genui ne issue of

materi al fact.

Respondent’ s response i s acconpani ed by the declaration of
its president, Daniel K Siedlecki providing information about
respondent; a copy of an on-line press release fromthe Ofice of
the Attorney Ceneral, State of Kansas, with a rel ease date of
Cct ober 2, 2000, announcing the settlenent agreenent with

petitioner; a copy of the 2000 Annual Report of the Consuner

Protection Division, issued by the Kansas O fice of Attorney

Ceneral, listing the settlenent agreenent; docunentary

i nformati on about respondent; and a cease and desist letter,

dat ed Novenber 18, 2003, fromrespondent to petitioner.
Petitioner, inits reply, argues that it did not abandon use

of its marks; that its short “business interruption” of 32 days

® It is respondent’s position that a single use in the 3-year statutory
period of non-use resulting in a presunption of abandonnent is
i nsufficient to overconme the presunption.
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falls far short of the three year statutory presunption for
abandonnent; and that the “businss interruption,” occasioned by
an ex parte tenporary restraining order issued May 8, 2000, ended
when petitioner obtained a registration fromthe Kansas
Regi stration of Credit Services Organi zation on June 9, 2000.
According to petitioner, the consent judgnent permanently
enj oi ned petitioner from
Advertising, preparing, perform ng, accepting, supervising,
operating, or in any manner conducting any business relating
to the sale of credit services or the operation of a credit
services organi zation fromw thin the State of Kansas unl ess
Quest Capital Managenent, Inc. is duly registered and
qualified as a Credit Services Organi zation pursuant to
K.S. A 50-110.°
Petitioner argues that it fulfilled the requirenent of
regi stration several nonths before the judgnent on consent and
has been using its marks for its services. Thus, petitioner
argues, there was no actual abandonnent arising fromits short
period of non-use; and there was no intent to abandon the marks.
Petitioner’s reply is acconpani ed by a copy of the consent
judgnent in the Kansas state court; a copy of petitioner’s
registration statenment (No. 008) for Registration of a Credit

Services Organi zati on, dated June 9, 2000; a copy of an order

dated June 1, 2000 of the Kansas state court vacating the ex

" State of Kansas, ex rel. Carla J. Stovall, Attorney General v.
Jeffrey D. Lyon and Quest Capital Managenent, Inc. d/b/a National
Honebuyers Al liance, Case No. 00 CV 02964 in the District Court of
Johnson County, Kansas, Division 15 (Septenber 21, 2000).
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parte tenporary restraining order issued on May 9, 2000;2 and
numerous copies of letters to custoners in several states, dated
for the years 2001-2003, confirmng enrollnment in petitioner’s
home buyi ng program and showi ng petitioner’s marks in the
| etterhead and the body of the correspondence.®

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issues of
material fact and that it is entitled to judgnent as a nmatter of
law. See Fed. R Civ. P. 56(c). A genuine issue with respect to
material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Geat Anerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992). Thus,

all doubts as to whether any factual issues are genuinely in

8 The tenporary restraining order was vacated for violating defendants’
(of which petitioner was one) procedural due process rights.

° Petitioner's reply introduces two third-party statenments as to the
content of its radio advertising to support M. Lyon’'s statenents that
during such advertising the marks NHBA and NATI ONAL HOVE BUYERS
ALLI ANCE were read al oud. Petitioner alternatively argues that the
addi tional evidence it now subnmits showing use of its marks during the
years 2001-2004 in correspondence with clients is sufficient alone to
denonstrate that petitioner did not abandon its nmarks should the Board
el ect not to consider the avernments in the affidavit.

The Board recogni zes the self-serving nature of affidavits and

decl arations subnmitted in support of or in opposition to a notion for
summary judgnent. See TBMP 8528.05(b) (2d ed. rev. 2004). A verified
st at enent unsupported by docunentary evidence nmay be given
consideration only if the statenents contained therein are clear and
convincing in character and uncontradicted. 1d. Wile the Board wll
not decline to consider M. Lyon's statenents, buttressed by the
additionally subnmitted third-party statements, about the content of
the el ectronic advertising and sone of the printed advertising where
such statenents are unsupported by docunentary evi dence of content,

M. Lyon's statenents on such matters will be accorded a m nim
probative val ue.
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di spute nust be resol ved agai nst the noving party and al

i nferences nust be viewed in the Iight nost favorable to the non-

noving party. See O de Tyme Foods Inc. v. Roundy’'s., Inc., 961
F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992).

Trademar k Act Section 45 provides in relevant part as
fol |l ows:

A mark shall be deened to be “abandoned” when ...its use has

been di scontinued with intent not to resune such use.
Intent not to resune may be inferred from circunstances.
Nonuse for three consecutive years shall be prima facie

evi dence of abandonnent. “Use” of a mark means the bona
fide use of that mark made in the ordinary course of trade,
and not nmade nerely to reserve a right in a mark

Abandonnment does not result fromtenporary forced wthdrawal from
the market place due to causes such as prohibition or other

involuntary action. See McCarthy, J. Thomas, 2 MCarthy on

Trademar ks and Unfair Conpetition §17:16 (4'" ed. 2006).

In this case, no genuine issues of material fact exist, nor
does respondent dispute, that petitioner conmenced use of its
NATI ONAL HOVE BUYERS ALLI ANCE and NHBA marks in 1997 and its NHBA
and design mark in 1999.1° No genuine issues of material fact
exi st, nor does respondent dispute, that petitioner’s use
continued until the year 2000. No genuine issues of materi al
fact exist, nor does respondent dispute, that petitioner was
enjoined fromusing its marks and offering its services initially
by court order dated May 8, 2000 (the tenporary injunction), and

that a consent judgnent was entered agai nst petitioner on

10 See Lyon’s affidavit and referenced exhibits at paragraph nos. 3-6.

10
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Septenber 21, 2000 enjoining petitioner from operating w thout
taking certain steps under Kansas | aw and abi ding by specified
conditions. Inits reply, petitioner established that no genuine
issue of material fact exists that it nmet the registration
condition of the consent judgnent prior to entry of the judgnent;
and that, by virtue of submtted correspondence to clients using
the marks for the hone buying services, petitioner used its marks
in 2001, 2002 and 2003, the years at issue for respondent’s
abandonment affirmative defense. !

In view thereof, petitioner, having shown that no genuine
i ssues of material fact exit as to abandonnent, and that it did
not abandon use of its marks (with no intent to resune) between
2001-2003, is entitled to judgnent as matter of |aw on the issue
of priority of use of its marks.

In determning the issue of likelihood of confusion and, in
this case, whether there is any genuine issue of material fact
relating to the ultimte | egal question, the pertinent
evidentiary factors listed in In re E.I. du Pont de Nenmours &
Co., 476 F. 2d 1357, 177 USPQ 563 (CCPA 1973) must be consi dered.

Looking first at the services both parties provide, no
genui ne issues of material fact exist, and the services are in

part the sanme and otherwise related. That is, both parties offer

1 The earliest date on any correspondence is January 24, 2001

11
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“l ease-to-own” and “rent-to-own” hone buying prograns and rel ated
financi al pl anning and services. !?

There is no genuine issue of material fact that the parties’
respective acronym marks, NBHA, are identical. There is no
genui ne issue of material fact that the parties’ respective NBHA
and design marks are nearly identical, with the house carrier
desi gn el enents conveying the sane commercial inpression

In view thereof, no genuine issue of material fact exists on
the issue of likelihood of confusion with respect to the marks
NBHA and NBHA and design; petitioner’s notion for summary
judgnent is granted in part inasnmuch as petitioner has shown that
it is entitled to judgnent as a matter of law, and the petition
to cancel is granted with respect to Registration Nos. 2758421
(NBHA) and 2758418 (NBHA and design).*®

However, a genuine issue of material fact exists with
respect to the simlarities of petitioner’s NATI ONAL HOVE BUYERS
ALLI ANCE mark and respondent’ s NATI ONAL HOVE BUYERS ASSI STANCE
mark (Registration No. 2760486). The term “alliance” denotes “a

cl ose association for a common purpose” while the term

12 See, for exanple, Lyon's affidavit at paragraph nos. 3-5.

13 This decision is interlocutory in nature. Appeal may be taken
within two nonths after the entry of a final decision in the case.

See Copel ands' Enterprises Inc. v. CNV Inc., 887 F.2d 1065, 12 USPQd
1562 (Fed. Gr. 1989). In view of this circunstance, these
registrations for which the petition to cancel nowis granted will not
be cancelled until expiration of the appeal period.

12
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“assi stance” denotes “the act of assisting or the help given;
aid.”

Accordingly, petitioner’s notion for sunmary judgnment is
denied in part as to Registration No. 2760486.

Proceedi ngs are resuned. Discovery closed on July 5, 2006
in accordance with the institution order dated Decenber 17, 2004.
Trial dates are reset as follows:

THE PERI OD FOR DI SCOVERY TO CLOSE: CLOSED

30-day testinony period for party
in position of plaintiff to close: May 20, 2006

30-day testinony period for party
in position of defendant to cl ose: July 19, 2006

15-day rebuttal testinony period
to cl ose: Sept enber 2, 2006

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul es
2.128(a) and (b). An oral hearing will be set only upon request
filed as provided by Trademark Rule 2.1 29.

gesesey

4 Webster’s New World Dictionary of the Amrerican Language 37, 84 (2d
college ed. 1982). “Assist” is defined in part as “1. to give help
to; aid.” I1d. at 84. The Board may take judicial notice of
dictionary definitions. See, for exanple, University of Notre Dane du
Lac v. J. C. Gournet Food Inmports Co., 703 F.2d 1372, 217 USPQ 505
(Fed. Cr. 1983).
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