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By the Board:

This case is before the Board for consideration of
respondent’s nmotion (filed May 11, 2005) for judgnment on the
pl eadi ngs under Fed. R Cv. P. 12(c). The notion has been
fully briefed.?!

As a threshold matter, we note that we have treated
respondent’s notion as a notion for summary judgnment under
Fed. R Cv. P. 56(c), because respondent submitted matters
out si de the pleadings that have not been excluded by the
Board. See TBWMP § 502.03 (2d ed. rev. 2004).

To prevail on its notion for summary judgnent,
respondent nust establish that there is no genuine issue of

material fact in dispute, thus |eaving the case to be

1 W have considered respondent’s reply brief as it clarifies the
i ssues before us. See Trademark Rule 2.127(a).
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resolved as a matter of law Fed. R CGv. P. 56(c). |If
respondent neets its initial burden, the burden then shifts
to petitioner to present sufficient evidence to show an
evidentiary conflict as to one or nore material facts in
issue. See Opryland USA Inc. v. Geat Anerican Misic Show
Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir. 1992). 1In
consi dering whether to grant or deny a notion for summary
j udgnent, the Board may not resolve issues of material fact,
but can only ascertain whether genuine di sputes exist
regardi ng such issues. The evidence nust be viewed in a
I'ight nost favorable to the non-novant, and all justifiable
inferences are to be drawn in the non-novant’s favor.
LI oyd's Food Products Inc. v. Eli's Inc., 987 F.2d 766, 25
UsP2d 2027 (Fed. G r. 1993); Opryland USA, supra.

I n support of its notion for summary judgnent,
respondent, Energy Absorption Systens, Inc. (“EAS’),
subm tted copies of two decisions fromthe United States
District Court for the District of South Carolina, Beaufort
Di vision, involving EAS and petitioner, Carsonite

| nt ernational Corporation (“Carsonite”).? EAS contends that

2 Carsonite International Corporation and Qrega Pul trusions Inc.
v. Energy Absorption Systens, Inc. and Safe Hit Corporation, C A
No. 9:04-1270-23, in the United States District Court for the
District of South Carolina, Beaufort Division (Cctober 9, 2004).

Energy Absorption Systens, Inc., v. Carsonite Internationa
Corporation, C.A No. 9:05-0771-23, in the United States D strict
Court for the District of South Carolina, Beaufort Division (June
9, 2005).
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t hese deci sions upheld the parties’ 1993 agreenent (the
“Settlenment Agreenent”), wherein EAS |icensed petitioner,
Carsonite International Corporation (“Carsonite”), to use
its mark and wherein the parties agreed to submt any

di spute they nmay have concerning “any provision, right, or
obligation under this Agreenent” to binding arbitration.

EAS contends that the federal district court decisions,
tw ce upholding the arbitration clause in the Settl enent
Agreenent, preclude Carsonite frombringing a cancellation
petition in this forumbefore the parties have submtted to
bi nding arbitration. Accordingly, EAS asserts, this case
must be dism ssed. Additionally, EAS contends that the
doctrine of licensee estoppel provides another basis for
di sm ssal and that Carsonite cannot prove that EAS conmtted
fraud in the procurenent of its registration.

In the first district court case, the court dism ssed
Carsonite’s declaratory judgnent action and ordered the
parties to pursue arbitration. The court defined the issues
before it as follows: “Plaintiffs seek a declaratory
judgnent that Carsonite's FlexGuard delineator is not
infringing the configuration in the ‘348 registration
(*Count One’) and ask the court to cancel the allegedly
invalid ‘348 registration (‘Count Two’).” In a footnote,
the Court added that Carsonite’ s conplaint had been anended

to specifically include “facts regarding ‘the fraudul ent
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manner in which Defendants’ asserted trademark registration
was obtained.’” Carsonite, supra, C A 9:04-1270-23 at ft.
5.

In the second case, filed by EAS to conpel arbitration,
the court incorporated “the reasoni ng and concl usi ons
contained within the [first court] Oder without a further
recitation;” franmed the issue before it as one seeking only
to conpel arbitration; found that “the settlenment agreenent
contenplates ...that arbitration is the appropriate forumfor
any dispute, including, for exanple, the validity of a
registered mark;” and further found that “Carsonite's claim
that the ‘348 registration is invalid unquestionably
constitutes ‘a dispute [sic] between the parties’ [that], as
this court has ruled once before, nust be submtted to
arbitration.” Energy Absorption Systens, supra, C A No.
9:05-0771-23 at pp. 4-5, ft. 5, and pp. 6-7.

The court granted EAS s notion to conpel arbitration,
denied Carsonite’s notion to stay proceedi ngs pending the
outcone of this cancellation action; and ordered the parties
to submt to arbitration within its district.

Under the doctrine of collateral estoppel, or issue
preclusion, if an issue is actually and necessarily

determ ned by a court of conpetent jurisdiction, that
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determnation is normally conclusive in a subsequent suit
invol ving the parties to the prior litigation.?

Carsonite does not deny that the parties’ agreenent
contains an arbitration clause or that Carsonite has been
ordered by the district court to submt the parties’ dispute
to an arbitrator. To the contrary, Carsonite concedes that
it “is not opposed to binding arbitration settling the
di spute with EAS,” but only insofar as their dispute
i nvol ves al |l egations of trademark infringenment and viol ation

of the Settlenent Agreenent. “However,” Carsonite
contends, “the question regarding validity of the ‘348

Regi stration may best be determ ned by the Board for at

| east three reasons: (1) the Board has extensive experience
in deciding the issues of fraud and functionality; (2) a
district court would normally suspend a civil action and

await the determ nation of the Board regardi ng such issues;

and (3) the Settlenent Agreenent requiring binding

3 The requirements which nust be met for issue preclusion are:

(1) the issue to be determ ned nust be identical to
the issue involved in the prior action

(2) the issue nust have been raised, litigated and
actually adjudged in the prior action;

(3) the deternmination of the issue nust have been
necessary and essential to the resulting judgnment; and
(4) the party precluded nmust have been fully
represented in the prior action.

Laram Corp. v. Talk To Me Progranms Inc., 36 USPQ2d 1840, 1843-
1844 (TTAB 1995), citing Lukens Inc. v. Vesper Corporation, 1
UsP@@d 1299 (TTAB 1986), aff’'d Appeal No. 87-1187 (Fed. Cr.
1987).
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arbitration al so precludes discovery during arbitration,
maki ng an appropriate determnation nore difficult.”
Response Menorandum Opposing EAS' s Motion for Judgnment on
the Pl eadings, p. 7.

Carsonite fails to show a genui ne issue of nmateri al
fact exists as to whether collateral estoppel applies in
this case. The argunents Carsonite rai ses herein against
submtting this dispute to arbitration were raised in the
prior court actions. Specifically, Carsonite already argued
that it needed extensive discovery to prove fraud and that
the Board is best suited to determ ne issues of fraud.

Mor eover, the court did not suspend its case pending the
outcone of this cancellation action, as Carsonite argues a
court would likely do, despite having Carsonite’s notion to
stay before it for consideration. Rather, the court denied
Carsonite’s notion to stay proceedi ngs and granted EAS s
notion to conpel arbitration

The issue of whether the parties nust arbitrate their
trademark di spute was raised, litigated and adjudged in the
prior actions. It was necessary and essential to the
resulting judgnents, and the parties were fully represented
in the prior actions. Carsonite has not raised any genuine
i ssues of material fact that show why Carsonite shoul d not

be precluded from pursuing the petition to cancel.
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Accordingly, we hold that Carsonite is collaterally
estopped from bringing a cancellation action agai nst EAS s
registration at this tinme. 1In view thereof, we need not
reach the questions of whether |icensee estoppel provides
anot her basis for dism ssal or whether EAS has established
t he absence of a genuine issue of material fact that it did
not commt fraud in the procurenent of its registration.

Respondent’ s notion for summary judgnent is hereby

granted and the petition to cancel is dism ssed.



