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Bef ore Hairston, Chapman and Kuhl ke, Adm ni strative TrademarKk
Judges.

By the Board:

Plaintiff seeks to cancel defendant’s registration of the
mar k ONFCLI O for “conputer software for capturing, organizing and
sharing on-line content.”! Plaintiff opposes registration of

def endant’s mark shown bel ow

ONFSOLIO

al so for “conputer software for capturing, organizing and sharing

2 As grounds for the conplaints, plaintiff

on-line content.”
al |l eges that defendant’s nmarks, when used on the identified

goods, so resenble plaintiff’s previously used and regi stered

! Registration No. 2904982, issued November 23, 2004, claiming use and
use in commerce since Decenber 4, 2003. This registration is the

subj ect of Cancellation No. 92044538.

2 Application Serial No. 78360232, filed January 30, 2004 pursuant to
Trademark Act 81(a), claimng use and use in comerce since Decenber
4, 2003. This application is the subject of Opposition No. 91165315.
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mark CARTAG O as to be likely to cause confusion, mstake or to
deceive. Plaintiff further alleges that its CARTAGQ O nmark is
regi stered for “conputer software, nanely internet navigation
software, that is, internet browsers; conputer hardware in the
nature of database and conputer managenent equi pnent; i nternet
research and cost accounting software; software for hosting
conputer servers, and user nmanuals sold as a unit.”® More
particularly, plaintiff alleges that the marks are simlar
because they both begin with round letters (“C’ and “O'); end in
the sane letters “10; “have the sanme nunber of letters”; and,
when spoken, have the sane nunber of syllables and the sane
accent .

This case now cones up on defendant’s nearly identical
nmotions for summary judgnent, filed in each proceeding on July 5,
2005. Defendant’s notions were filed prior to the due dates for
its answer in each case. Plaintiff filed nearly identical
responses to the sunmary judgnent notions, and defendant replied
thereto in each case. Before turning to the sunmary j udgnment
nmotions, the Board addresses sone prelimnary matters.

The Board has reviewed both of the above-identified
proceedi ngs and finds that consolidation is appropriate inasmuch
as the two proceedings involve the sane parties and comon
questions of |aw and fact. Consolidation may be ordered on the

Board’s own initiative. See Fed. R Cv. P. 42(a); Regatta

3 Registration No. 2756245, issued August 26, 2003, and cl aimng use
and use in comerce since Septenber 15, 2001
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Sports Ltd. v. Telux-Pioneer, Inc., 20 USPQd 1154 (TTAB 1991);
Estate of Biro v. Bic Corp., 18 USPQ2d 1382 (TTAB 1991); and TBMP
8511 (2d ed. rev. 2004). The Board may exercise its discretion
in ordering consolidation prior to joinder of issue (i.e., before
an answer has been filed in each case). See TBMP 8511 (2d ed.
rev. 2004). Here we find consolidation prior to joinder of issue
IS appropriate.

Accordi ngly, Opposition No. 91165315 and Cancel | ati on No.
92044538 are hereby consolidated and nay be presented on the sane
records and briefs. The record will be maintained in Qpposition
No. 91165315 as the “parent” case, but all papers filed in these
cases shoul d include both proceeding nunbers in the order shown
in the caption of this consolidated case.

Plaintiff separately sought to suspend both proceedi ngs
pendi ng disposition of a third-party cancell ation proceedi ng
(Cancel | ati on No. 92044856 between plaintiff herein, as
petitioner, and Peter Cordes, as defendant). This latter
proceedi ng involves a registration for the mark PROVI SO
Plaintiff’s notion to suspend, filed on Septenber 21, 2005 in
Cancel l ati on No. 92044538, was denied by order of the Board dated
Septenber 23, 2005. |In denying the notion, the Board determ ned
that plaintiff “utterly fail[ed] to denonstrate that Cancell ation
No. 92044856 has anything to do with this proceeding, except that
petitioner happens to be involved in both cases.” (Enphasis in

the original.) Plaintiff’s notion to suspend, filed August 24,
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2005 in Opposition No. 91165315 is hereby denied for the sane
reasons.

For purposes of its summary judgnment notions,* defendant
concedes the rel atedness of the parties’ respective goods.
Defendant clarifies that it seeks judgnent in its favor as a
matter of |law on the prem se that the involved marks are so
dissimlar that there is no |ikelihood of confusion.

In support of its notion, defendant argues that no genui ne
i ssues of material fact exist as to |ikelihood of confusion
because the marks are conpletely distinct in sound, appearance,
connot ation, and commercial inpression; and that the
dissinmilarity of the marks so outwei ghs the other DuPont factors®
that it is dispositive. Defendant argues that the involved marks
do not, as plaintiff alleges, have the sane nunber of letters;
that the only common elenent in the parties’ respective marks is
the suffix “1Q " which is an ordinary English | anguage suffix
found in nunerous registered marks for hardware and software;
that such suffix is derived fromlLatin, a constituent |anguage of
English; and that “1 0O is “added to the stem of the perfect
passive participle of a verb to create a verbal noun indicating
an action.” Defendant contends that the marks, when spoken, are
significantly different in pronunciation and, thus, do not sound

ali ke or even simlar. Defendant argues that the root terns of

* The summary judgnent notions may be referred to in the singular,

i nfra.

®See Ilnre E. |. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973).
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each party’'s marks differ, wth plaintiff admtting, in response
to the Examning Attorney’s inquiry as to any neaning of the term
CARTAA O (at the tine that pleaded Registration No. 2756245 was
pendi ng as an application), that there is no translation of the

termand that *... CARTAG O has no known neaning, other than its
being simlar to an old Latin nane of the city of Carthage,

Tuni sia.” Defendant contends that the root of its marks, FOLIQ
on the other hand, neans “a | eaf of paper ..,a |eaf-nunber of a
book, a sheet of paper folded once, nmeking two | eaves of a book,
[or] a book nmade of such sheets.” Thus, because the marks
suggest different neani ngs, defendant argues that the marks have
different commercial inpressions, arguing further that its
ONFCLI O marks are likely to be seen as a variant of the term
“portfolio.” Defendant al so points out that the design el enent
of one if its marks further supports the visual dissimlarities

between plaintiff’s mark and defendant’s ONFOLI O and desi gn mark

Defendant’s notion is acconpani ed by excerpts froman on-

line dictionary definition of the suffix “io”; a listing from
Thonmson ConpuMark of registrations and pendi ng applications of

mar ks containing ternms ending in “io”; USPTO s TARR printouts of

regi stered marks containing terns ending in “io”; a copy of
plaintiff’s response to the Exam ning Attorney’s inquiry as to
whet her CARTAA O has any translation or neaning; and a dictionary
definition of the term*“folio.”

In response, plaintiff argues that actual confusion exists

based on a survey it conducted which denonstrated that *...25% of

5
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the respondents indicated that the product nanmes are so simlar
that it is likely that the products cone fromthe sane source”;
and that defendant’s notion nust fail because defendant did not
“...identify the elenents of its adversary’ s case with respect to
which it considers there to be a deficiency of proof.” Plaintiff
further contends that the marks, when witten, ook simlar
because the beginning and ending letters are round (G Ovs. QO;
t hat when spoken al oud, the accents on the words are simlar; and
that, when witten in |lower case, “...there are two letters in the
m ddl e portion of the marks havi ng appendages that extend beyond
the normal limts of a |lower-case letter, nanely the T and G of
Cartagio, and the F and L of Onfolio.” Plaintiff argues that its
mark is well-established, though it states it does not know
whet her its mark is fanmous; and that defendant is the junior
user, who adopted a simlar mark for closely related goods and
did not exercise good faith in avoiding the rights of others,
particularly its conpetitors’ pre-existing products.®
Plaintiff’s response is acconpani ed by the declaration of its
director concerning the survey conducted and a copy of the survey
inquiry sent to the recipients by email

In reply, defendant argues that it did present adequately

the elenments formng the basis of its summary judgnent notion

®Plaintiff, at page 5 of its response to defendant’s notion for
summary judgnent, requests discovery. To the extent, if any, that
plaintiff seeks discovery pursuant to Fed. R G v. P. 56(f), such
request is denied inasrmuch as plaintiff responded on the nerits to
defendant’s notion for summary judgnent. See Ron Caul dwell Jewelry,
Inc. v. Cothesline Cothes, Inc., 63 USPQ2d 2009 (TTAB 2002).

6
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and that plaintiff’s argunents concerning the simlarities of the
mar ks are “peculiar” and w thout support. Defendant contends
that plaintiff’s survey is not entitled to any consideration
because it is inexpert and biased in design and adm ni strati on;

it fails to specify or provide any information regarding the
respondents; it fails to provide the actual responses; it fails
to approxi mate actual market conditions; it fails to present
defendant’s design mark; and it nakes |eading inquiries.

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issues of
material fact and that it is entitled to judgnent as a nmatter of
law. See Fed. R Civ. P. 56(c). A genuine issue with respect to
material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-novi ng party. See Opryland USA Inc. v. Geat Anerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cr. 1992). Thus,
all doubts as to whether any factual issues are genuinely in
di spute nust be resol ved agai nst the noving party and al
i nferences nust be viewed in the Iight nost favorable to the non-
noving party. See O de Tynme Foods Inc. v. Roundy’s Inc., 961
F.2d 200, 22 USPQ2d 1542 (Fed. Cr. 1992).

In the present case, the Board finds that defendant has
establ i shed the absence of any genuine issue of material fact and
that it is entitled to judgnent as a matter of |law. The
circunstances here are simlar to those in Chanpagne Louis
Roederer S.A. v. Delicato Vineyards, 148 F.3d 1373, 47 USPQRd

7
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1459 (Fed. Cir. 1998) and Kellogg Co. v. Pack’ em Enterprises,
Inc., 14 USPQd 1545 (TTAB 1990), aff’'d, 951 F.2d 330, 21 USPQd
1142 (Fed. Gr. 1991), in that the single DuPont factor of the
dissimlarity of the marks in their entireties substantially
out wei ghs any other relevant factors and is dispositive of the

i ssue of |ikelihood of confusion.

Moreover, we find that plaintiff’s survey does not raise a
genui ne issue of material fact with respect to the simlarities
of the parties’ respective marks. According to the statenent of
plaintiff’s director, he:

...prepared an email survey of 42 persons who had recently
downl oaded our CARTAQ O software and who ot herwi se were
believed to be able to provide Petitioner with an objective
opi nion on the issue of |ikelihood of confusion.

O the 42 emails sent, 8 responses to the question were
received. O these 8 responses, two indicated actual
confusion and six indicated no confusion. O those that

i ndi cated actual confusion, one is a nmanager of a software
sal es conpany and may have al ready known about ONFCLI O so,
per haps, his response indicating no confusion can be
ignored. In any case, still counting this one likely
invalid response, a full 25% of those surveyed indicated
confusion. (Enphasis in the original.)

The inquiry sent by plaintiff’s director, asks the
f ol | owi ng:

Wth respect to a recently rel eased online
resear ch/ know edge managenent product, called ONFOLI O which
of the below statenents is nost likely to be true?

a. Because the product nanes are simlar, ONFOLIO is
likely a licensee of Mssiontrek, the devel oper of
CARTAG O

b. Because the product nanes are simlar, ONFOLIO is
likely a product of Mssiontrek, adapted for a
particul ar niche market.

c. | seeno simlarity at all. Consequently, there is
likely no relationship between the products.

8
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The nunber of respondents (2) that indicated they nmay be
confused vis-a-vis the nunber of acknow edged inquiries sent (42)
mat hematically does not anobunt to the inflated percentage
calculated by plaintiff (25% of respondents possibly confused.
W observe, too, that the survey, at a mninmum is not based on
est abl i shed or recogni zed survey techni ques; was prepared and
adm ni stered by a biased party; and was not analyzed in any
statistically neaningful way. See, for exanple, H |son Research,
Inc. v. Society for Human Resources Managenent, 27 USPQ2d 1423

(TTAB 1993); and 5 J. Thomas McCarthy, MCarthy on Trademarks and

Unfair Conpetition §§32.158-32.196 (4'" ed. 2005).

Accordingly, defendant’s notions for summary judgnment are
granted; judgnent is entered against plaintiff in both
proceedi ngs; Opposition No. 91165315 is dism ssed with prejudice;
and Cancel |l ati on No. 92044538 is denied with prejudice.

gesesey



