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Qpi ni on by Chapman, Adm nistrative Trademark Judge:

A concurrent use application was filed on Cctober 13,
1995 by Hubcap Heaven (a Maryl and partnership conposed of
Thomas J. Jackson and Paul R Jackson), later assigned to
Hubcap Heaven, LLC (a Maryland limted partnership), to
regi ster on the Principal Register the mark HUBCAP HEAVEN

for services anended to read “whol esale and retail store,

! The excepted user, Hubcap Heaven, Inc., was represented by
counsel throughout this case, including on the brief after trial.
At that time the excepted user’s attorney (Jonathan Cohen of
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mai | order, and on-line electronic catal og sal es order
services in the field of new, reconditioned and used
autonotive parts” in International Oass 42.2 The
application is based on applicant’s clained date of first
use and first use in comrerce of January 1979. Applicant
di sclai mred the word “hubcap.” Applicant seeks registration
for the entire United States except for the area wthin a
50-m | e radius around Metairie, Louisiana, the area within a
50-m |l e radius around Pittsburgh, Pennsylvania, the area
within a 50-m | e radius around Menphis, Tennessee, and the
area within a 50-mle radius around Virginia Beach,
Virginia, all of which are areas in which applicant believes
Hubcap Heaven, Inc., with a business address in Ol ando,
Fl orida, uses the mark HUBCAP HEAVEN for the service of the
sal e of autonotive hubcaps.

Al so part of this proceeding is applicant’s
Regi stration No. 1803181 for the nmark HUBCAP HEAVEN
(“hubcap” disclainmed) for “autonotive hubcaps, wheel covers,
and wheel s” in International Cass 12. This registration

i ssued Novermber 9, 1993 to “Hubcap Heaven (Partnership).”?

Shutts & Bowen LLP) filed a request for perm ssion to wthdraw
fromrepresentation, which was granted by the Board.

2 The application (Serial No. 75005643) has been assigned to
Hubcap Heaven, LLC. See Reel 1476, Frame 0754.

® Registration No. 1803181; Section 8 affidavit accepted, Section
15 affidavit acknow edged; renewed. The registration has been
assi gned to Hubcap Heaven, LLC. See Reel 1476, Frame 0754.
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The clained date of first use and first use in commerce is
January 1979.

The Board instituted this concurrent use proceedi ng on
August 9, 1999 with the party Hubcap Heaven, LLC (applicant)
as the owner of concurrent use application Serial No.
75005643 and Regi stration No 1803181, and therefore in
position of plaintiff; and Hubcap Heaven, Inc. (user or
excepted user) as the excepted user naned in applicant’s
concurrent use application, and therefore in position of
def endant .

The excepted user filed an answer essentially denying
applicant/registrant’s right to a concurrent use
registration, asserting that it has used the mark since
1981; that it has 22 stores and warehouses in several
states; that it also operates a catal og busi ness accessible
on-line; that it owns nationwide rights in the mark for
t hese goods and services; and that, if applicant is entitled
to any registration, it should be limted to the area within
a 50-mle radius of each of applicant’s three stores in
Hyattsville, Maryland, Marlow Heights, Maryland and
Al exandria, Virginia.

The record consists of the pleadings; the file of
applicant’s application and the file of its registration;
applicant’s testinony, with exhibits, of (i) Thomas Jackson,

one of applicant’s partners, and (ii) Julie A Albright, an
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enpl oyee of applicant; and the excepted user’s notice of
reliance on applicant’s responses to user’s
interrogatories.?

Both parties have briefed this case. The excepted user
requested an oral hearing, but later (after user’s attorney
had wi t hdrawn as counsel), by its president Floyd Davi dson,
W thdrew its previous request for an oral hearing. W note
that the request was in the formof a letter addressed to
applicant’s attorney of record; that user clearly indicated
that it no | onger desired an oral hearing (as opposed to
user stating that it would not attend any schedul ed oral
hearing); and that applicant nmade no response thereto.
Based thereon, the Board did not hold an oral hearing in
this case.

Prelimnary Matters
First, we determne the evidentiary natters raised in

user’s brief and applicant’s reply brief on the case.

4 User’s notice of reliance had included its own answers to
applicant’s interrogatories and the di scovery deposition of
user’'s president Floyd Davidson, taken by applicant. However,
these two itens were stricken by Board order dated

May 11, 2001

User’s nmotion for permssion to rely on portions of its
president’s discovery deposition was deni ed by Board order dated
August 6, 2002.

Applicant’s notion to strike Exhibit No. 1 attached to user’s
brief on the case was granted by Board order dated August 6,
2002.

User’s nmotion to strike applicant’s notice of reliance on
applicant’s answers to user’s discovery requests was granted by
Board order dated August 6, 2002.
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Inits brief (pp. 16-19), user objects to the follow ng
exhibits to Thomas Jackson’s testinony: (i) Exhibit No. 2
(a copy of a 1993 letter fromapplicant’s | andlord) as
hear say and not authenticated; (ii) Exhibit Nos. 3-6
(phot ocopi es of photographs) because they are copies, not
originals and because the witness relied on the dates on the
backs of the photographs w thout making the backs part of
the record when the phot ographs were photocopied; and (iii)
Exhi bit Nos. 27-34 (photocopies of newspaper articles)
because they are hearsay and they are not adm ssi bl e under
Fed. R Evid. 803(16) as docunents over 20 years ol d.

It is clear fromuser’s argunents that nost of its
objections relate nore to the weight to be accorded the
evidence than to its admssibility. For exanple, although
t he newspaper articles cannot be considered for the truth of
the matters asserted therein, the fact of publication and
the publication dates of such articles are proper evidence.
User’ s objections are overruled and all exhibits to the
Thomas Jackson testinony have been consi dered and accorded
the probative value to which they are entitl ed.

Applicant requested in its reply brief (p. 7) that the
Board take judicial notice that the town of Ruckersville,
Virginia “is nore than 180 mles fromVirgi nia Beach
Virginia,” and applicant attached photocopies of two pages

froma Rand McNally Road Atlas. Such information is proper
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subject matter for judicial notice and we hereby grant
applicant’s request. See Pinocchio’s Pizza v. Sandra Inc.,
11 USPQd 1227, footnote 6 (TTAB 1989). See generally, TBMP
8§704.12 (2d ed. rev. 2004).

W note also that inits reply brief, applicant
commented as follows (p. 11): “[Applicant] may wel |l deserve
a registration for the entire United States.” Applicant
of fered no anendnent to its pending concurrent use
application to delete the nanmed exception to applicant’s
exclusive right to use the mark. Accordingly, applicant’s
comment will be given no further consideration by the Board.

Concurrent Use Proceedi ngs/ Burden of Proof

As explained in the TBVMP 81108 (2d ed. rev. 2004):

The issue to be determned in a
concurrent use proceeding is the
entitlement of the concurrent use
applicant(s) to the registration(s)
sought, and the extent, if any, to which
every other involved application or
registration should be restricted as a
result thereof. The Board does not
determne the right to registration of a
party that is included in the proceeding
only as a conmon | aw concurrent user,
i.e., a party that does not own an

i nvol ved application or registration...

The Court of Custom and Patent Appeals (a predecessor
to our primary review ng Court -- the Court of Appeals for
the Federal Circuit) stated that the two requirenents to
obtain a concurrent registration are that (i) the parties be

entitled to concurrently use the mark in comrerce, and (ii)
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there be no likelihood of confusion, mstake or deception in
the marketplace as to the source of the goods or services.
In re Beatrice Foods Co., 429 F.2d 466, 166 USPQ 431, 435,
436 (CCPA 1970).
Anal ysis -- Facts and Law

Applicant’s predecessor partnership started the HUBCAP
HEAVEN busi ness in early 1979 follow ng a huge snowstormin
the Washi ngton DC area, resulting in roads wth pothol es
which in turn resulted in hubcaps all over the roadside.
(Jackson, dep., pp. 9-13, Exhibit No. 26.) Three brothers,
Thomas, Paul and Carl Jackson, collected up to 800 hubcaps
and began to sell themon a street corner near a carwash
(where their sister worked) in Marl ow Hei ghts, Maryl and.
They then began to buy hubcaps from junkyards, road crews,
and fromcoll ections advertised in newspapers. Soon they
hired a night watchman; and in 1984 they noved froma
trailer in Marl ow Heights, Maryland to a | eased building in
Suitland, Maryland. (Jackson dep., Exhibit No. 8;
applicant’s answer to user’s interrogatory No. 15.)
Utimately applicant expanded with two additional stores --
in Alexandria, Virginia and Hyattsville, Maryland (opening
in 1991 and 1996, respectively). (Applicant’s answer to
user’s interrogatory No. 13.)

Appl i cant placed an advertisenent for its HUBCAP HEAVEN

store in the 1980 yearbook of the La Reine Catholic Grls
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School (Exhibit No. 11). It also placed ads in a 1996 Holy
Fam |y Parish Community church bulletin (Exhibit No. 12).
Appl i cant now purchases listings in the “yell ow pages”
directories for the Northern Virginia, suburban Mryl and,
and Washi ngton DC areas; and it advertises on cable
tel evision networks in Maryl and, Washi ngton DC and Virgini a.
M. Jackson testified that he did not know how far into
Virginia the television stations would be received. (Dep.,
p. 29.) Another nethod of advertising by applicant is
t hrough “Val - Pak,” which is a collection of coupons from
various | ocal businesses that are mass-mailed to | arge
bl ocks of homes in a community. Applicant also puts out a
catal og (a wheel and hubcap identification guide), which is
distributed on the East Coast. About 10,000 copies of the
1999/ 2000 edition were distributed in states from South
Carolina to New York. (Jackson dep., pp. 42 -44, Exhibit
Nos. 24 and 25.)

Appl i cant has a website (ww. hubcapheaven.com), from
which it has received orders for its products. Applicant’s

website states on the first page:

Hubcap Heaven, LLCO
Est abl i shed in 1979
Wth retail locations in the Washi ngton DC, Maryl and
and Virginia areas...
Shi pments are processed daily throughout the United States
and Canada via UPS.

M. Jackson testified as to five orders received over

the Internet frompersons in Laram e, W, Fram ngham MNA,
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Medi apolis, I A Ruckersville, VA and Roswell, GA. (Jackson
dep., pp. 38-41, Exhibit Nos. 18 and 23.)

As previously explained, applicant owns geographically
unrestricted Registration No. 1803181 issued in 1993 for the
mar k HUBCAP HEAVEN for goods. In its current application
applicant nanmed the |ocations of four of user’s stores
(Metairie, Louisiana, Pittsburgh, Pennsylvania, Menphis,
Tennessee and Virginia Beach, Virginia)® as exceptions to
applicant’s otherw se exclusive right to use the mark HUBCAP
HEAVEN for its identified services, because user assertedly
used the mark HUBCAP HEAVEN in those four locations prior to
Novenber 15, 1990, the filing date of the application which
matured into applicant’s involved Registration No. 1803181.

The record is devoid of evidence relating to user and
the extent of its use of the mark HUBCAP HEAVEN. User'’s
argunent that it uses the mark in many cities and states in
addition to the four cities recited by applicant is
t herefore unsupported in the record.® User also argues that

because it is applicant’s burden to denonstrate that

> W note that in user’s answer it included an exhibit which is a
list of 20-plus store and warehouse | ocations. No evidence as to
any of these |ocations was ever made of record.

Exhibits to pleadings (with one exception not relevant here)
are not evidence on behalf of a party. See Trademark Rul e
2.122(c).
® Statements made in pl eadi ngs cannot be considered as evidence
in behalf of the party naking them such statenents nust be
est abl i shed by conpetent evidence during the tinme for taking
testinony. See Kellogg Co. v. Pack’ Em Enterprises Inc., 14
UsP@d 1545 (TTAB 1990), aff’d, 951 F.2d 330, 21 USPQd 1142
(Fed. Cir. 1991); and Tinmes Mrror Mgazines, Inc. v. Sutcliff,
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applicant is entitled to a concurrent use registration, see
Trademark Rule 2.99(e), it is also applicant’s burden to
show the extent of user’s use. This is patently absurd. It
i s obviously user who has the best infornmation as to the
nature and extent of its own use and its territory of use.
This is particularly true because user clains rights greater
t han those acknow edged by the concurrent use applicant.
User could have put in evidence to establish its dates

of first use and its area(s) of use of the mark for its
goods and/or services, but user did not do so. As the Board
stated in Pinocchio's Pizza v. Sandra Inc., 11 USPQ2d 1227,
1228 (TTAB 1989):

As a general rule, a prior user of a

mark is entitled to a registration

covering the entire United States

limted only to the extent that the

subsequent user can establish that no

| i kel i hood of confusion exists and that

it has concurrent rights in its actua

area of use, plus its area of natura
expansi on. ’

205 USPQ 656 (TTAB 1979). See al so, TBMP §704.06(a) (2d ed. rev.
2004) .

Factual statenents nade in a party’s brief on the case can be
gi ven no consideration unless they are supported by evi dence
properly introduced at trial. See BL Cars Ltd. v. Puna Industria
de Veiculos S/A 221 USPQ 1018 (TTAB 1983); and Abbott
Laboratories v. TAC Industries, Inc., 217 USPQ 819 (TTAB 1981).
See al so, TBMP 8704.06(b) (2d ed. rev. 2004).

" W note that user requested in amended paragraph 5 of its
answer to the concurrent use proceeding, that if the concurrent
use application is allowed at all, that applicant’s territory be
restricted to a 50-mile radius around each of the three cities
where applicant has stores. This is inappropriate as explai ned
in Pinocchio's Pizza v. Sandra Inc., supra. (In any event, user
has put nothing in the record that woul d support granting such a
request.)

10
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User has not established any date of use, but even if

we accepted user’s pleaded date of 1981 fromits answer

11
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(whi ch we cannot do), applicant has established use of the
mar kK HUBCAP HEAVEN prior to 1981. Applicant has therefore
met the “jurisdictional requirenent” or “condition
precedent” of its lawful use in conmerce outside of the
conflicting claimant’s area. See Gray v. Daffy Dan’s
Bar gai ntown, 823 F.2d 522, 3 USPQ2d 1306, 1308 (Fed. Cir.
1987) .8

Turning then to the question of whether a |ikelihood of
confusi on exi sts because of concurrent use by the parties in
common territories, we note that there is nothing in the
Trademark Act or the Trademark Rul es of Practice that
prohibits a party who is the first user and the first
regi strant (and whose registration is unrestricted) from

seeking a geographically restricted registration. Mre

8 Priority is not generally an issue in concurrent use

proceedi ngs, at least not in the same way that it is an issue in
opposi tion and/or cancellation proceedings. GCenerally, the
guestion only arises insofar as a concurrent use applicant nust,
as a jurisdictional requirenment (or “condition precedent”),
establish use in commerce prior to the application filing date of
any defendant in the concurrent use proceeding. See In re
Beatri ce Foods, supra; Gay v. Daffy Dan’s Bargai ntown, supra.
In this case, because the defending user does not have a federal
application or registration, applicant’s use obviously is “prior
to” any theoretical future filing by user.

On a related issue, we note that, because the defending user
does not have an application or registration before us, our
decision will not establish its rights, if any, to a concurrent
use registration. (The Board is enpowered only to determ ne the
right to register. See Sections 17, 18 and 24 of the Tradenark
Act, 15 U. S.C. 8881067, 1068 and 1092). Therefore, defendant had
no duty or burden at trial to prove the extent of its rights
except insofar as such proof would suffice to circunscribe those
rights clainmed by applicant. By our observations herein we do
not suggest that user had any greater burden than that which it
assunmed by contesting applicant’s cl ains.

12
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inportantly, there is no clear and unanbi guous evi dence of
use of the mark by both parties in the sanme geographical
area. Again, user had the opportunity to submt evidence to
establish actual concurrent use in the sane territory by
both parties, but it failed to properly submt conpetent

evi dence of this.

Wi | e user argues that applicant’s own evi dence
establishes that there is use in “overl appi ng geographi cal
areas,” we disagree. The record (e.g., the testinony of M.
Jackson and applicant’s answer to user’s interrogatory No.
8) i s anbi guous regarding the question of whether applicant
operates in any portion of user’s naned territories (a 50-
m | e radius around each of four separate cities). Although
applicant answered an interrogatory that the goods “have
been marketed and di stributed” throughout the United States,
there is no evidence of current nationw de distribution of
the goods (other than through the Internet which is nore
fully discussed below). Applicant’s stores are located in
three cities -- Suitland, Maryland, Hyattsville, Maryl and
and Al exandria, Virginia. The testinony of M. Jackson
regarding the distribution area of applicant’s
advertisenments and catal ogs does not clearly include
distribution in the excepted user’s four naned cities, as

set forth by applicant in its application.

13
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We acknow edge that the juxtaposition, on the one hand,
of use of a mark on the Internet, and on the other hand, the
seeking of a geographically restricted registration is
troubling. Indeed, in the age of the Internet, concurrent
use registrations prem sed on geographically distinct uses
appear to be a legal fiction as the Internet is accessible
not only nationw de but world-w de. However, there is
little judicial precedent or guidance as to the effect on
either trademark infringenment suits or on concurrent use
proceedi ngs of use by parties on Internet websites. In
Allard Enterprises Inc. v. Advanced Progranm ng Resources,
249 F.3d 564, 58 USPQ2d 1710, 1717 (6th Cir. 2001) the Court
stated the foll ow ng:

We al so vacate the district court’s

i njunction against Allard s use of the
APR mark on the internet. Although we
have hel d that APR has superior rights
to use the mark, at a mninmum in
central Chio we decline to affirmthe
district court’s conclusion that an
injunction prohibiting Allard s use of
the mark in a specific geographic area
necessarily precludes any use of the
mark by Allard on the internet.

We suggest that, due to the paucity of
case | aw addressing concurrent tradenmark
rights and internet use, the district
court may want to consider cases
addressing the role of national
advertising by parties with concurrent
trademark rights. Courts have held in
sone cases that, despite a concurrent
user with a territory of exclusive use,
an al nost-national user should be
permtted sone form of national
advertising. See 4 McCarthy § 26: 46.

14
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The Board declines to establish or assert an absol ute
prohi bition on the issuance of geographically restricted
regi strations when the evidence shows that one or nore of
the parties to a concurrent use proceedi ng does business on
the Internet. Cases, as always, nust be decided on the
basis of their individual facts. Here, there is no evidence
of applicant achieving sales to consuners in any of user’s
four excepted territories. Mreover, consuners are becom ng
nore conputer and Internet-savvy and they are likely to
under st and how business is done on the Internet. Thus, the
fact that a business has a website does not necessarily nean
to consuners that the business is a nationw de busi ness.

In the situation now before us, there is a prior user
and prior registrant (applicant) who apparently determ ned
after it obtained Registration No. 1803181 for the mark
HUBCAP HEAVEN f or goods, and before it applied for the mark
for services, that its right to registration was subject to
what ever rights user had in the mark HUBCAP HEAVEN for its
goods and/or services offered in the cities of Metairie,
Loui si ana, Pittsburgh, Pennsylvania, Menphis, Tennessee and
Virginia Beach, Virginia, as of Novenber 15, 1990. Because
of user’s possible rights in those cities, applicant
“concedes [user] the rights to the mark in those |ocations.”

(Reply brief, p. 2.)

15
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There is no evidence that user’s use is superior in any
area other than those four cities conceded by applicant to
user. There is no unanbi guous evidence that applicant uses
or advertises its mark in any of user’s four cities naned
herein. Based on this record, we find that applicant has
established “jurisdictional” priority and that there is no
| i kel i hood of confusion, notw thstanding that applicant does

busi ness on the | nternet.

Deci si on:

Application Serial No. 75005643: The party Hubcap
Heaven, LLC (applicant) is entitled to the registration of
its mark HUBCAP HEAVEN for “whol esale and retail store, mai
order, and on-line electronic catal og sal es order services
in the field of new, reconditioned and used autonotive
parts” for the area conprising the entire United States
except for the area wwthin a 50-mle radius around Metairie,
Loui siana, the area within a 50-mle radius around
Pittsburgh, Pennsylvania, the area within a 50-mle radius
around Menphi s, Tennessee, and the area within a 50-mle
radi us around Virginia Beach, Virginia.

Regi stration No. 1803181: This registration, owned by
Hubcap Heaven, LLC, will be restricted to the area
conprising the entire United States except for the area

within a 50-mle radius around Metairie, Louisiana, the area

16
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within a 50-m | e radius around Pittsburgh, Pennsylvania, the
area within a 50-m |l e radius around Menphis, Tennessee, and
the area within a 50-m | e radius around Virginia Beach,

Virginia.

17



